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THE TWELFTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADEMARK ACT OF 1946* 


By Walter J. Derenberg** 


INTRODUCTION 


1. LEGISLATION 

Since last year’s report,’ the Congress has enacted Public 
Law 85-609" establishing a Trademark Trial and Appeal Board 
within the Patent Office. The passage of this act constitutes the 
first major legislative change in the Lanham Act of 1946° since 
its enactment. It had long been thought that the former practice, 
which provided for an appeal to the Commissioner in person from 
any final decision of the examiner in charge of interferences 
(inter partes proceedings) or the examiner in charge of trade- 
marks (ex parte proceedings), was cumbersome, and should be 
replaced by a single appeal within the Patent Office to a 3-man 
board, from which, in turn, an appeal would lie to the Court of 
Customs and Patent Appeals, in accordance with Section 21 of 
the act. (Section 21 also provides for an alternative appeal in the 
form of instituting a de novo proceeding in the district court.)* 
Under Public Law 85-609 the Trademark Trial and Appeal Board 





Ed. Note: An Index to this article appears at the end of the text. 

* A Progress Report submitted to the Section of the Patent, Trademark and 
Copyright Law of the American Bar Association, at its Annual Convention at Miami 
Beach, Florida, August 24, 1959. Reprinted by special permission from the September 
28, 1959 issue of the Patent, Trademark and Copyright Weekly Reports. Copyright © 
1959 by The Bureau of National Affairs, Inc., Washington 7, D.C. 

** Member of the New York Bar; Professor of Law, New York University School 
of Law. 

1. “The Eleventh Year of Administration of the Lanham Trademark Act of 1946,” 
118 USPQ No. 7, Part II (September 8, 1958), 48 TMR 1037-1112 (No. 9, September 
1958). For citations of the writer’s eleven preceding reports on the administration of 
the Lanham Act annually prepared for the American Bar Association since 1948, see 
note 2 of “The Eleventh Year,” supra. 

2. 72 Stat. 540, 15 U.S.C.A. Sec. 1067 (Supp. 1958). Shortly after the enactment 
of Public Law 85-609, the Patent Office revised’ its Rules of Practice in Trademark 
Cases in numerous respects. The new rules became effective as of January 1, 1959, 
23 Fed. Reg. 7847 (1958), and also provide for substantial changes in the discovery 
procedure and the procedure for taking depositions in contested inter partes proceedings. 
A complete comparison of the rules as amended with those previously in force may be 
found in 48 TMR 1344 (1958). 

3. 60 Stat. 427, 15 U.S.C. 22, effective July 5, 1947. 

4. 66 Stat. 803, 35 U.S.C. Sec. 145 (1952). 
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now constitutes the final Patent Office tribunal in all opposition, 
cancellation, interference, and concurrent use proceedings. It also 
passes upon appeals from ex parte rejections of trademark appli- 
cations by the Trademark Division. Thus, the Assistant Commis- 
sioner of Patents in charge of Trademarks no longer hears appeals 
in any of these matters in an individual capacity, but may, of 
course, sit as a member of the newly created Board. There would 
seem to be general agreement among members of the patent and 
trademark bar that the abolition of one inter-office appeal serves 
greatly to expedite the handling of both inter partes and ex parte 
matters within the Patent Office and may lead to greater con- 
sistency on important issues of registrability. It is perhaps signifi- 
cant in this regard that since the Patent Office Trademark Trial 
and Appeal Board began to function in the Fall of 1958, its pub- 
lished decisions thus far have been unanimous.° 


2. INTERNATIONAL TRADEMARK PROTECTION 


In the international field, the most significant event was, of 
course, the Lisbon Conference of October 1958 for the revision 
of the International Convention for the Protection of Industrial 


Property of 1883, last revised in London in 1934.6 Almost twenty- 
five years have passed since the London diplomatic conference, and 
numerous organizations here and abroad, including the Berne 
Bureau (the International Bureau for the Protection of Industrial 
Property), have been considering many necessary revisions of the 
Paris Convention during the interval. Although the Lisbon meet- 


5. As this report goes to press, there was rendered the first dissenting opinion by 
one of the members of the Board in Roger §& Gallet v. Johann Marina Farina Gegen- 
uberden Neumarkt, 122 USPQ 292 (Tm. Bd., 1959). 

In addition to Public Law 85-609, numerous bills have been introduced in the 
Congress which would affect the protection of trademarks. Since these bills are fully 
reported in 1959 Committee Reports of the Section of Patent, Trademark and Copyright 
Law of the American Bar Association, Report of Committee No. 201 (Federal Trade- 
mark Law Revision), p. 98 et seq., they will not be discussed here. It may be mentioned, 
however, that on July 23, 1959, Senator Wiley reintroduced the so-called “housekeeping 
amendments” to the Lanham Act, in 8S. 2429 (86th Cong., Ist Sess.). The amendments 
suggested in the Wiley bill are deemed to be noncontroversial and have been previously 
considered by the ABA and other professional groups on numerous occasions. 

Brief mention should also be made of 8. 1063, introduced by Senator Dirksen on 
February 16, 1959 which would permit the filing of applications to register trademarks 
upon an intention of use. This bill, however, has not received consideration and study 
either by the ABA or any congressiona] committee. 

6. The text of the Paris Convention, as revised at Lisbon, is printed at 119 USPQ 
2, 48 TMR 1320 (1958). For a detailed description of the conference itself, see Ladas, 
“The Libson Conference for Revision of the International Convention for the Protection 
of Industrial Property,” 48 TMR 1291 (1958). The official report of the United States 
Delegation to the Conference at Lisbon, October 6-31, 1958, was submitted to the Secre- 
tary of State by Robert C. Watson, Commissioner of Patents, who acted as chairman 
of the delegation, on July 27, 1959, 115 pp. 
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ing resulted in some amendments to the Paris Convention, both 
with regard to patents and trademarks, it must be stated that in 
many respects the outcome of the meeting was rather disappoint- 
ing. This was primarily due to the fact that under the prevailing 
rule of unanimity, proposals for changes in the text of the Conven- 
tion may be vetoed by a single member country, thus barring 
adoption of proposed amendments which may be favored by all 
other countries represented. As a result of the unanimity rule, 
the Convention failed, for instance, to add service marks to the 
classes of marks which should be registrable in each country. Due 
to Australia’s lone opposition, an amendment was finally adopted 
which merely stipulated that each country would agree to give 
legal protection to service marks, but without having to provide 
for their registration. Another instance in which a sound proposal 
regarding international business was agreed to by all other coun- 
tries represented at Lisbon, but unexpectedly vetoed by the United 
States, was a more liberal Convention provision on the licensing 
of trademarks. Although all groups—official and unofficial—which 
had been working on this proposal during the last ten years in the 
United States had been in favor of the proposed revision, it 
appeared that the final wording as approved by all other repre- 
sentatives was not acceptable to the representatives of our own 
Government, so that as a result, the present article 5(c) (3), which 
refers only to simultaneous use of the same trademark by “joint 
owners,” will remain convention law. Another proposal which 
failed of passage was the extension of the Convention priority 
period for trademarks from six to twelve months. One of the few 
major changes concerning trademarks that was finally adopted 
extends the period for cancellation of marks which infringe upon 
well-known trademarks from three to five years (article 6 bis). 
The same article was also amended so as to give the owner of a 
well-known trademark not only the right to petition for cancella- 
tion of the registration of an infringing mark in another Conven- 
tion country, but also to prohibit its use. But the proposal under 
which a well-known trademark would have been protected, even 
though it may not yet have been in actual use in the particular 
country concerned, was vetoed by one country alone, Australia, 
and was therefore rejected. 

Contrary to the Universal Copyright Convention, which was 
officially adopted in French, English and Spanish at the same time, 
the Lisbon Conference did not even agree to have the English 
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version of the treaty stand as second official language. It was, 
however, agreed that official translations of the new treaty should 
be established in five languages, German, Italian, English, Portu- 
guese, and Spanish. Moreover, agreement was finally reached that 
the official languages of the International Bureau at Berne should 
be both French and English so that the valuable publications of 
the Bureau, including La Propriété Industrielle and Le Droit 
d’ Auteur, may in the future appear in both languages and become 
more easily available to interested persons in English-speaking 
countries. 

As so clearly stated in the elaborate report by a distinguished 
member of the United States delegation,’ it has become clearly 
apparent as a result of the disappointing results at Lisbon that 
the method of preparation for large international gatherings of 
this kind will have to undergo thorough revision, and that perhaps 
some basic changes in the structure of the Union itself may be- 
come necessary. Be that as it may, there will probably be a lapse 
of at least ten, if not fifteen, years before another diplomatic con- 
ference for the revision of the Paris Convention will be convened. 


3. TRADEMARKS AND ANTITRUST 


By far the most controversial current issue of trademark law 
involves the applicability and effect of Section 42 of the Lanham 
Trademark Act and Section 526 of the Tariff Act (permitting 
recordation of United States registered trademarks with the 
Bureau of Customs) on the status of those U.S. importers or 
independent distributors which enjoy the exclusive right of im- 
portation of genuine merchandise manufactured by their foreign 
affiliates. It may be recalled that last year, the Department of 
Justice, in the perfume importers cases, took the view that trade- 
mark recordation by members of “overall international enter- 
prises” resulted in violation of the monopoly section of the Sher- 
man Act. After the United States Supreme Court had, upon the 
Government’s own request, remanded the cases to the district 
court for purposes of dismissal, the Government recently intro- 


7. Ladas, supra note 6. ; 
8. U.S. v. Guerlain, Inc., 155 F.Supp. 77, 47 TMR 1087 (D.C., 8.D. N.Y., 1957) ; ef. 
“The Tenth Year,” 114 USPQ No. 7, 13; 47 TMR 879, 907; “The Eleventh Year,” 118 
USPQ No. 7, 21; 48 TMR 1062 and note 122. 
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duced H.R. 7234, which would repeal Section 526 in toto and 
drastically curb the applicability of Section 42.° Since these cases 
and the scope and effect of H.R. 7234 are the subject of a special 
report to the Section of Patent, Trademark and Copyright Law of 
the American Bar Association, and have been comprehensively 
discussed also in two articles in the July issue of The Trademark 
Reporter, it will suffice for the purpose of this annual report to 
refer the reader to these writings, particularly since it appears 
most unlikely that there will be congressional hearings on H.R. 
7234 before 1960.*° 


PART I. INTERPRETATION OF THE LANHAM ACT 
BY THE PATENT OFFICE IN EX PARTE 
PROCEEDINGS 


I. THE PRINCIPAL REGISTER 
1. Registrability 
a. Trademarks and Trade Names 


The question of registrability of trade names is hardly ever 
raised on appeal in ex parte proceedings. Only one case has been 
found in which this issue was passed upon by the Patent Office 
Trademark Trial and Appeal Board. In connection with the reg- 
istrability of the name DEUTSCHER RUNDFUNK CHICAGO (German 
Radio Broadcast Chicago)," it was held that this designation was 
not a registrable title of a radio program; the few affidavits which 
had been submitted for the purpose of showing that the name 
actually designated a certain type of radio program rather than 
the name of the station were held to be insufficient proof of dis- 
tinctiveness. 


9. U.S. v. Guerlain, Inc., 172 F.Supp. 107 (D.C., 8.D. N.Y., 1959), H.R. 7234 was 
introduced by Congressman Cellar May 19, 1959, 86th Cong., Ist Sess., and referred 
to the Committee on the Judiciary. 

10. See Derenberg, “Current Trademark Problems in Foreign Travel and the 
Import Trade,” 49 TMR 674 (July 1959). In addition to H.R. 7234, there is also 
pending before the Congress S. 542, 86th Cong., Ist Sess., introduced by Senator Javits 
on January 20, 1959 and referred to the Committee on Finance, seeking to exempt from 
both Section 42 of the Lanham Act and Section 526 of the Tariff Act any articles 
determined to be free of duty under various provisions of the Customs laws. Further- 
more, there has just been introduced H.R. 7967, June 24, 1959, 86th Cong., Ist Sess., 
which would strengthen, rather than restrict, existing import protection. 

11. In re Werk, d.b.a. Deutscher Rundfunk Chicago, 120 USPQ 235 (Tm. Bd., 
1959). See also note 56 infra. 
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b. Slogans and “Combinations of Words” 


Probably as a result of the noticeable trend in recent years 
towards permitting registration of advertising slogans, there have 
been only very few cases in which unsuccessful applicants brought 
the issue of registrability of slogans before the Appeal Board. In 
In re Hills Bros. Coffee, Inc.,* an application had been filed to 
register the slogan NO WORK . .. NO WASTE... GooD TASTE for 
instant coffee. Although registration was sought only on the Sup- 
plemental Register, the Examiner had rejected the application on 
the ground that these words were “‘nothing more than a combina- 
tion of ordinary descriptive words used in their primary sense to 
describe the results of using the product upon which they appear,” 
and, therefore, incapable of distinguishing. The Board, however, 
reached the conclusion that even this slogan possessed “a certain 
degree of ingenuity” which was all that was required for registra- 
tion on the Supplemental Register. As a result, the decision of the 
Examiner of Trademarks was reversed. Most recently, the ques- 
tion of registrability of the phrase ror YoUNG WOMEN IN WHITE, 
for shoes and slippers, arose before the Appeal Board.** The 
Examiner had looked upon this slogan as “mere informational 
matter,” but his decision was reversed on the ground that appli- 
cant had made extensive use of this slogan in advertising, and that, 
according to the affidavits filed by the applicant, numerous persons 
in the shoe trade recognized the slogan as applicant’s trademark. 
The phrase was thus held registrable even on the Principal Reg- 
ister. 

On the other hand, the slogan out oF THIS worLD for windows 
for automobile trailers was found unregistrable both by the Exam- 
iner and the Board“ on the ground that it was a mere “puffing” 
statement which was subordinated to other identifying symbols 
used by the applicant; according to the Board, a slang expression 
of this sort, when used as trade puffery rather than as a trademark, 
did not qualify for registration. For similar reasons the slogan 
AMERICA’S AGRICULTURAL AUTHORITY used in association with appli- 
eant’s publication was rejected even for the Supplemental Reg- 
ister*® on the ground that such use “in a highly puffing manner” was 
not trademark use, and that the slogan was, therefore, incapable of 
distinguishing applicant’s publication. 

2. 120 USPQ 537 (Tm. Bd., 1959). 

a In re Jwenile Shoe Corp. of America, 122 USPQ 214 (Tm. Bd., 1959). 


. Inre Hehr Mfg. Co., 120 USPQ 541 (Tm. Bd., 1959). 
15. In re Doane Agricultural Service, Inc., 120 USPQ 468 (Tm. Bd., 1959). 
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The only other Appeal Board decision which passed upon the 
registrability of a slogan was rendered in an inter partes rather 
than an ex parte case. In Delta Air Lines, Inc. v. National Airlines, 
Inc.,** Delta sought to cancel the registration of the slogan MILLION- 
AIRE’S VACATION ON A PIGGY BANK BUDGET. Delta alleged but failed 
to prove prior use of such phrases as MILLIONAIRE VACATION or 
MILLIONAIRE DREAM VACATION. The petitioner was unsuccessful in 
arguing that other members of the industry should not be deprived 
of their right to use the common phrase ‘“‘Millionaire Vacation.” 


c. Style and Model Designations 


In In re Armco Steel Corporation,” the Commissioner had 
occasion to reaffirm the well-established rule that letter and num- 
ber combinations, when used only as grade or type designations, 
are incapable of distinguishing for trademark registration pur- 
poses. It was held that applicant’s designations 17-4-PH and 17-7PH 
in connection with stainless steel were used as grade marks accord- 
ing to applicant’s own brochures and literature, and that it was 


common practice in the stainless steel industry to use numeral 
combinations for this purpose. According to the Commissioner: 


“All who make stainless steel are entitled to follow the industry 
practice of designating grades by chromium and nickel content; 
and although the grades which applicant is designating 17-4-PH 
and 17-7PH, identifying precipitation hardening stainless steel 
with the indicated chromium and nickel content, are presently 
obtainable only from applicant, nevertheless, if and when 
others do make such grades, they will be entitled so to desig- 
nate them.” 


Where a name sought to be registered was found to indicate a 
flavor of a drink rather than a trademark, the same result was 
reached. Thus, the word BpurcuNpDy was held unregistrable for 
flavoring syrup used in the preparation of soft drinks, since it 
accurately described one particular flavor and did not serve the 
function of a trademark, particularly since the applicant had failed 
to prove that the term BurcuNpby had in any way acquired a sec- 
ondary meaning as a symbol of origin.** 


16. 120 USPQ 20, 49 TMR 664 (Tm. Bd., 1958). 
17. 119 USPQ 356, 49 TMR 349 (Tm. Bd., 1958). 
18. Inre J. Hungerford Smith Co., 120 USPQ 538 (Tm. Bd., 1959). 
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The same conclusion was reached in Jn re Clairol Incorpo- 
rated,” where applicant sought to register the word RED in con- 
nection with its trademark cLarroL and the words FASHION COLOR; 
the Examiner’s decision rejecting the application on the ground 
that the word rep constituted nothing but “a primary color desig- 
nation,” incapable of distinguishing the goods of any person when 
used in its descriptive sense as a shade designation, was affirmed. 


d. Ornamentation and Background Design 


The principle that mere ornamentation or mere background 
material will not qualify for registration on either register appears 
to be thoroughly well established today. Only one case has been 
found in which the Examiner of Trademarks was held to have 
erroneously rejected an application on the ground of “mere orna- 
mentation.” ** The case involved an application to register a 
distinctive symbol used by the applicant on the sides of its house- 
hold appliances, such as electric toasters and related products. 
The Commissioner, emphasizing that this symbol had been in use 
by applicant for more than twenty years, held it to be fanciful 
and, in fact, distinctive of applicant’s products. 

On the other hand, both the Examiner of Trademarks and the 
Board refused registration of a red strip extending throughout 
the length of the goods as used in connection with a pants guard ;” 
it had been the Examiner’s view that the red strip served a func- 
tional and ornamental purpose, while the Board took the view that 
the device, even if not functional, certainly did not identify appli- 
cant’s product in a trademark sense but served at most as a grade 
designation. Equally unsuccessful was the applicant in Ex parte 
Kotzin* who sought to register the distinctive location of a certain 
woven rectangular tag. Another identical application by the same 
applicant had been previously rejected on the ground that no 
manufacturer could claim an exclusive right on the location of a 
label on which his trademark was displayed. 

With regard to the question of registrability of mere back- 
ground design not actually known to the trade or to the public 


19. 122 USPQ 109 (Tm. Bd., 1959). 

20. For a thorough discussion of these problems, see Diaz-Rotert, “Principal 
Registration of Contours of Packages and Containers under the Trademark Act of 1946,” 
48 TMR 13 (January 1959). 

21. In re Sunbeam Corporation, 120 USPQ 304 (Tm. Bd., 1959). 

2. Inre L. M. Leathers’ Sons, 121 USPQ 593, 49 TMR 785 (Tm. Bd., 1959). 
Ex parte Kotzin, d.b.a. A-1 Mfg. Co., 118 USPQ 465, 49 TMR 107 (Com’r, 


111 USPQ 161, 47 TMR 110 (Com’r, 1956). 
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without words or pictures used in combination therewith, the 
Appeal Board affirmed the Examiner’s rejection in all six cases 
in which this issue was raised on appeal. In all these cases the 
Board applied the reasoning of the decision of the Court of Cus- 
toms and Patent Appeals in the Brach case.” Thus it was held in 
In re Schenectady Varnish Company, Inc.,** that the background 
design and the word scHENECTADY were so interwoven that they 
created but “a single commercial impression.” Similarly a back- 
ground component was denied registration when separated from 
the word cELOTEX in connection with which it was actually used.” 
A small square colored red, on which applicant’s trademark was 
superimposed, was held unregistrable per se,** despite the fact 
that applicant had conducted a survey during which some of the 
interviewed persons had testified to the fact that the background 
as such identified applicant’s ventilators for automobile trailers. 
Again, a colored decorative background never actually used with- 
out the applicant’s trademark varI-krom was rejected for the same 
reason.”” Nor would a different result be justified where a mere 
nameplate of oval design was sought to be registered as a trade- 
mark for doors, windows, and other equipment*® following the 
reasoning of the Court of Customs and Patent Appeals in the 
Hillerich case," the Board emphasized that such oval nameplate 
was not inherently distinctive and that the use of contrasting color 
on such a plate was commonplace. The most recent Board decision 
reaffirming this rule* dealt with a background design for farm 
equipment from which the applicant’s trademark yerrer had been 
removed, although in actual commercial practice the design was 
never used without the name. 

It thus appears that in none of the recently decided cases 
involving registrability of mere background material did the ap- 
plicant succeed in satisfying either the Examiner of Trademarks 
or the Board that the design as such had acquired secondary mean- 
ing or distinctiveness in trade. 


25. E. J. Brach & Sons v. Sisco-Hamilton Co., 115 USPQ 242, 48 TMR 381 
(Com’r, 1957). 

26. 120 USPQ 413 (Tm. Bd., 1959). 

27. Inre The Celotex Corporation, 120 USPQ 322 (Tm. Bd., 1959). 

28. In re Hehr Mfg. Company, 120 USPQ 314 (Tm. Bd., 1959). 

29. In re Vari-Krom, Inc., 121 USPQ 273, 49 TMR 779 (Tm. Bd., 1959). 

30. In re Kawneer Company, 121 USPQ 631, 49 TMR 989 (Tm. Bd., 1959). 

31. In re Hillerich & Bradsby Co., 97 USPQ 451, 43 TMR 967 (C.C.P.A., 1953). 

32. In re Yetter Mfg. Co., Inc., 122 USPQ 108 (Tm. Bd., 1959). 
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e. Mere “Informational” Material 


In a rather unusual case** an applicant sought to register the 
words MEDIC ALERT, accompanied with a symbol closely resembling 
the caduceus, as a trademark for an identification tag to be worn 
by persons suffering from a medical disability. The device, while 
held not to be deceptive, was found to serve but an informational 
purpose in directing attention to the fact that the wearer of the 
tag was disabled. It did not, therefore, function as a trademark. 


f. Functional Features; Registrability of Conformations 
of Bottles and Containers 


Where a design is found not to be ornamental but functional, 
it will, of course, be held ineligible for registration. For that 
reason, the Board sustained the Examiner of Trademarks in refus- 
ing registration of a rhomboidal design which actually had a 
utilitarian function in connection with applicant’s washing ma- 
chinery.** It was also pointed out by the Board that applicant’s 
machinery had been the subject matter of an expired patent as 
well as a still subsisting patent, and that others in the industry 
should not be deprived of the right to utilize the same functional 
features upon expiration of the latter patent. 

In the only recent case in which an unsuccessful applicant, 
who had failed to secure registration for the configuration of his 
patented article on either the Principal or the Supplemental Reg- 
ister, appealed to the district court for the purpose of compelling 
the Commissioner to register his device, the court dismissed the 
complaint.** The court observed that a configuration of a func- 
tional nature may not even acquire secondary meaning so as to 
make it eligible for exclusive appropriation as a trademark. 


“Were the law otherwise, it would be possible for a manufac- 
turer or merchant to obtain, in the guise of a trademark regis- 
tration, a monopoly in perpetuity on such configuration, with 
ensuing serious potential consequences to the public.” 


33. In re Medic Alert Company, 120 USPQ 464 (Tm. Bd., 1959). See also note 
47 infra. 

34. In re The Deister Concentrator Company, Inc., 121 USPQ 633, 49 TMR 1015 
(Tm. Bd., 1959). 

35. United States Plywood Corp. v. Watson, 171 F.Supp. 196, 120 USPQ 261, 
49 TMR 461 (D.C., D.C. 1958). The decision of the Examiner-in-Chief is reported at 
104 USPQ 355, 45 TMR 587 (1955). 
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In several recent cases, attempts were made to register the 
conformation of a bottle not on the Supplemental Register but as 
a trademark for the contents of the bottle on the Principal Regis- 
ter. Thus, the representation of the contour of the bottle for the 
well-known TABAsco pepper sauce was submitted for registration 
as a trademark for the sauce.** The applicant alleged, inter alia, 
that a two-dimensional reproduction of the contour might consti- 
tute a trademark when appearing on the visible surface of the 
cartons; the Commissioner held, however, that a three-dimensional 
bottle, which otherwise would be an unregistrable display, did not 
become registrable merely by being placed in two-dimensional 
form on the product itself or on its container. Accordingly, regis- 
tration of the representation of the formation of the tTaBasco 
bottle was denied on the Principal Register. 

The applicant in In re Underberg-Albrecht,"" who sought to 
register a picture of two bottles containing its well-known bitters, 
was equally unsuccessful as far as registration on the Principal 
Register was concerned. The Commissioner said: 


“A reproduction on a display carton of the contents of 
such carton, i.e., bottles containing the product, merely con- 
stitutes a means of informing the prospective purchaser that 
that carton contains the product depicted. That is to say, it is 
a picture of the product itself and functions to point to the 
product and the contents of the carton rather than as a mark 
to identify the origin of the product.” 


On the other hand, a representation which is not merely a duplicate 
of applicant’s product, but rather an illustration of the effect of 
the use of the product, may qualify as a trademark. The Board 
so decided in one of the relatively few cases in which the Examiner 
of Trademarks was reversed.* 


g. “Merely Descriptive” Marks under Section 2(e) 


It is perhaps noteworthy that throughout the entire year here 
under consideration, neither the Commissioner nor the Board 
appear to have passed upon the still unsettled questions what 
constitutes “‘primarily merely a surname” under Section 2(e) of 
the Act and what designations are “primarily merely geographical” 


36. In re McIlhenny Company, 120 USPQ 284 (Tm. Bd., 1959). 

37. 120 USPQ 495 (Tm. Bd., 1959). 

38. In re Chemical Development Corp., 121 USPQ 527, 49 TMR 1010 (Tm. Bd., 
1959). 
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as applied to an applicant’s goods. On the other hand, numerous 
appellate decisions have been found in which either the Commis- 
sioner, or, after its creation, the Appeal Board, were asked to 
review final rejections by the Examiner of Trademarks based on 
the ground that the mark sought to be registered was either “pri- 
marily descriptive” or, in fact, an apt descriptive or generic term 
for the article itself. It should perhaps be considered a tribute 
to the Examiner of Trademarks and his staff that their decisions 
in these respects have been affirmed in the vast majority of re- 
ported cases and that as of August 1, 1959, only four Board deci- 
sions have been found in which the Board reversed the Examiner 
on the issue of descriptiveness. 

The applicant’s marks were held both by the Examiner and 
on appeal to be primarily merely descriptive in the following cases: 
sLIM N TRIM for slenderizing and reducing service ;*® CAMLOC as 
applied to clip accessories for suspension system for mounting 
tile-form elements ;*° PUSH-BUTTON FocusING for cameras* (held 
to be descriptive of a particular feature of the camera) ; voID SCALE 
& CORROSION with the letters v, s, and c prominently displayed, for 
a certain chemical composition to be used for seale and corrosion 
elimination*® (it was held that the mark describes “what the goods 
will do when used in a particular cooling system”; the bold display 
of the initial letters was deemed insufficient to remove the tech- 
nical defect of the mark) ; Tre ros as used on necktie bars** (appli- 
cant was held to have used the mark in plural form as a descriptive 
name for a particular type of necktie accessories) ; SUPER sPUN for 
mineral fiber insulation ;** cL—EAN HANDS for a hand cleaner* (the 
Board declared that the mere descriptive significance of the nota- 
tion as applied to a hand cleaner was obvious and that no proof 
of secondary meaning had even been offered by the applicant) ; 
SOCKETLEss for coupling inserts for flexible conduits** (term held 
descriptive since indicative of one of the types of push-type fittings 
used by the applicant); cusHioNED opEN-Bsortom for cardboard 


39. Ex parte Mosse, 118 USPQ 462, 49 TMR 111 (Com’r, 1958). 

40. In re The Celotex Corp., 120 USPQ 316 (Tm. Bd., 1959). The Assistant Com- 
missioner here indicated that the name CAMLOC as used by applicant might be considered 
“merely descriptive, if not the name of the product.” 

41. Inre Graflez, Inc., 120 USPQ 317 (Tm. Bd., 1959). 

42. In re United Chemical Corporation of New Mexico, 120 USPQ 344 (Tm. Bd., 
1959). 

43. In re Pioneer Suspender Company, 120 USPQ 347 (Tm. Bd., 1959). 

44. In re Allied Chemical Corp., 120 USPQ 415 (Tm. Bd., 1959). 

45. In re Columbia Ribbon § Carbon Mfg. Co., Inc., 120 USPQ 465 (Tm. Bd., 
1959). 

46. In re Aeroquip Corp., 121 USPQ 158, 49 TMR 889 (Tm. Bd., 1959). 
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trays*’ (held unregistrable even on the Supplemental Register on 
the ground that the notation was merely an informational state- 
ment regarding physical characteristics of applicant’s goods and, 
therefore, incapable of distinguishing). 

The following designations were held by both the Examiner 
and the appellate tribunal to be apt or common descriptive terms: 
SLIDING FISH HOOK as used on fish hooks ;** skaLLopine for certain 
type shears and scissors*® (held to be a mere misspelling of “scal- 
loping” and constituting merely the common descriptive name of 
scalloping shears); GreaG as used on shorthand notebooks and 
letterhead pads” (creae held to refer to a shorthand system not 
indicating origin); RADIAL DRAW FORMER for machines for stretch 
forming sheet metal” (held to have been used as the descriptive 
name of machines designed to perform a certain method of metal 
forming) ; vinyL-cork for cork tile’ (held to be an apt identifica- 
tion and commercial name of applicant’s product despite consider- 
able evidence of secondary meaning submitted by the applicant; 
the Board emphasized that the mark sought to be registered was 
“such an apt name for applicant’s patented article that upon the 
expiration of the patent, if and when others manufactured such 
tile, they would be entitled so to designate their goods”) ; BIG BURGER 
for double-deck hamburger sandwiches ;** MInKOLEIN for mink oil 
as a base for hand cream™ (held to be merely a misspelled descrip- 
tive name for mink oil which had not been shown to have acquired 
secondary meaning; PoLy PAPER for polyethylene coated paper® 
(held apt descriptive name since PoLy was but a generally accepted 
abbreviation for “polyethylene”’); sTATISTICAL TABULATING as a 
service mark for preparing punched data cards and similar ser- 
vices® (rejected not only on the basis of descriptiveness, but on 
the further ground that the designation was used as part of appli- 
cant’s trade name identifying the corporation rather than the 
service). 


47. In re Standard Folding Trays Corp., 121 USPQ 200, 49 TMR 1009 (Tm. Bd., 
1959). 
48. Ex parte Wilkinson, d.b.a. The Sliding Fish Hook Co., 118 USPQ 463, 49 
TMR 112 (Com’r, 1958). 
49. In re Pinking Shears Corp., 120 USPQ 240 (Tm. Bd., 1959). 
In re McGraw-Hill Book Company, Inc., 120 USPQ 305 (Tm. Bd., 1959). 
In re The Cyril Bath Company, 121 USPQ 106, 49 TMR 886 (Tm. Bd., 1959). 
In re The Dodge Cork Company, Inc., 121 USPQ 229, 49 TMR 779 (Tm. Bd., 


In re Carter’s Restaurants, Inc., 121 USPQ 469, 49 TMR 891 (Tm. Bd., 1959). 
In re Minkolein Company, 121 USPQ 470, 49 TMR 892 (Tm. Bd., 1959). 

In re Crown Zellerbach Corp., 121 USPQ 591, 49 TMR 784 (1959). 

In re Statistical Tabulating Corp., 121 USPQ 538, 49 TMR 1014 (Tm. Bd., 
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Occasionally efforts are still being made to register book titles 
or parts thereof even in the light of last year’s authoritative TEENY- 
Bia decision.*’ Thus, in In re Commonwealth Engineering Com- 
pany of Ohio,®* the applicant unsuccessfully sought to register 
the term CREATIVITY THROUGH CHEMISTRY for booklets. The name 
was held to be merely the title of a booklet explaining and pub- 
licizing applicant’s engineering services and, therefore, incapable 
of trademark registration. And in In re National Council Books, 
Inc.,* an attempt to register the word NATIONAL as used on appli- 
cant’s NATIONAL GARDEN BOOK was rejected on the authority of the 
TEENY-BIG case and on the further ground that a portion of the 
unitary book title could not function as a trademark. (The Board 
indicated, however, that conceivably a series of books identified as 
NATIONAL might be published in such a way as to make the term 
registrable as a publisher’s trademark.) 


The only four cases in which a descriptive term was held 
registrable on appeal were these: the word cULTURED as applied to 
pancake mix® was allowed registration on the Principal Register, 
despite the fact that the term had a descriptive significance in con- 
nection with “powdered cultured milk” which, apparently, was one 
of the ingredients of applicant’s product. According to Commis- 
sioner Leeds, the term cuLTURED as applied to the mix was sug- 
gestive rather than descriptive. The Appeal Board held, contrary 
to the Examiner of Trademarks, that the phrase EXTENDED LIFE as 
used on metal springs for railway cars was not merely descriptive 
but suggestive, indicating the long-wearing quality of applicant’s 
merchandise.” The Board also came to the conclusion, contrary 
to the Examiner, that the word mrrausgat for heat-sealable packag- 
ing laminates of foil, paper stock and adhesive, was registrable 
as being merely suggestive of “sealing out moisture.” * Most 
recently, the phrase roop rresH for an ascorbic acid preparation 
to be used in preserving the color and flavor of fruit®* was per- 
mitted registration on the ground that this term had only sugges- 
tive significance and should not have been held “merely descrip- 
tive” by the Examiner of Trademarks. 


57. In re Raymond K. Cooper, 254 F.2d 611, 117 USPQ 396, 48 TMR 1255 
(C.C.P.A., 1958) ; cf. “The Eleventh Year,” 118 USPQ 5, 7, 48 TMR 1048. 

58. 120 USPQ 415 (Tm. Bd., 1959). 

59. 121 USPQ 198, 49 TMR 1008 (Tm. Bd., 1959). 

60. In re De-Raef Corp., 120 USPQ 318 (Tm. Bd., 1959). 

61. In re American Steel Foundries, 121 USPQ 195, 49 TMR 1007 (Tm. Bd., 1959). 

62. In re The Dow Chemical Company, 122 USPQ 161 (Tm. Bd., 1959). 

63. In re Merck § Co., Inc., 122 USPQ 214 (Tm. Bd., 1959). 
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h. Disclaimer and “Mutilation” 


As summarized in a recent article by Examiner Abramson,” 
the practice of the Office with regard to disclaimers appears to 
have become more crystalized in recent months. Under present 
practice, no disclaimer will be required or even permitted where 
the unregistrable portion of a composite trademark appears either 
as part of one word or is associated with another word by a 
hyphen. Where, on the other hand, the unregistrable term appears 
separately, a disclaimer will be in order only when such portion 
cannot be removed from the drawing without changing the overall 
commercial impression of the entire mark. In application of these 
rules, the Board held that a composite mark for a hair prepara- 
tion, which included the words HAIR ARRANGER and CREW WAX in 
such a way as to make these descriptive terms part of one com- 
posite mark, was registrable provided the generic term cREW wax 
was disclaimed rather than removed from the drawing.® The term 
HAIR ARRANGER, on the other hand, was found to be not merely 
descriptive but to have “a somewhat nebulous suggestive connota- 
tion.” In In re Kimberly-Clark Corp.,® registration was sought 
for the composite mark NEENAH ERASABLE BOND. The Examiner had 
required removal of the generic words “Bond Paper” and would 
not permit a mere disclaimer thereof; his decision was upheld by 
the Board on the ground that the words ERASABLE BOND were dis- 
played beneath the designation NEENAH and actually appeared 
much more prominently than the latter term. It was held, there- 
fore, that applicant should not succeed in securing a registration 
unless the words “Erasable Bond” were removed from the drawing, 
rather than disclaimed. In Jn re W & G Ugandagrass," involving 
an application to register the letters w and a in conjunction with 
ucANpDaGRass for certain grass products, the same conclusion was 
reached; since the generic term “Ugandagrass” was not an intri- 
cate part of a composite trademark, it had to be removed from the 
drawing. 


1. Ex Parte Rejection Based on Likelihood of Confusion 


Relatively few cases of this type reached the Appeal Board 
in recent months. Perhaps the only decision worthy of mention 











64. Milton E. Abramson, “Notes from the Patent Office,” 49 TMR 616 (June 
1959). 
65. In re Boyer International Laboratories, Inc., 121 USPQ 155, 49 TMR 888 (Tm. 
Bd., 1959). 
’ 66. 121 USPQ 590, 49 TMR 784 (Tm. Bd., 1959). 
67. 121 USPQ 592, 49 TMR 785 (Tm. Bd., 1959). 
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was handed down in In re Filler Products, Inc.,°* where an appli- 
cation to register Tor-tos for cornmeal crackers had been rejected 
by the Examiner as being in conflict with a “family” of trademarks 
including Ta-Tos, FRITATOs, and FRITos for related products. The 
Board, in reversing the Examiner, observed that ordinarily a 
“family” of trademarks owned by a single producer would not be 
recognized unless it could be shown that the “members of the 
family have achieved public recognition as such in consequence of 
their nature and the manner in which they may have been com- 
mercially promoted.” ° 


j. Service Marks 


Only one decision of major interest was rendered during the 
year with regard to registrability of service marks. As reported 
last year,” Air France had sought to register the name skKy-RooM 
as a service mark for air transportation, but had been unsuccessful 
on the ground that the term indicated merely “one of the de luxe 
features of one of applicant’s flights.” The Commissioner’s deci- 


sion was affirmed by the Court of Customs and Patent Appeals.” 
Judge Martin in the course of his opinion affirming the Commis- 


sioner’s decision observed that the language your pRIvATE “sKyY- 
ROOM,” as used in applicant’s advertisement, did not identify air 
transportation service and was not looked upon by the public 
as an identifying mark but only as a name for a special type of 
accommodation by one particular airline. Judge Rich in a concur- 
ring opinion emphasized that the term sky-room had been prop- 
erly rejected on the ground that it was but an apt description of 
a private room on an airplane and, in the absence of proof of 
secondary meaning, could not be held to distinguish the applicant’s 
service from that of any other type of aircraft despite the use of 
quotation marks in referring to sky-Room in advertisements.” In 





68. 121 USPQ 231, 49 TMR 779 (Tm. Bd., 1959). 

69. The “family” argument was also rejected by the Board in United States 
Safety Service Co. v. Graham, 120 USPQ 22, 49 TMR 664 (1958), an opposition proceed- 
ing, and, most recently in Hiss Pharmaceutical Co., Inc. v. Chas. Pfizer § Co., Inc., 122 
USPQ 219 (Tm. Bd., 1959). 

70. Ex parte Compagnie Nationale Air France, 114 USPQ 499, 48 TMR 87 (Com’r, 
1957) ; cf. “The Eleventh Year,” 118 USPQ Nos. 7, 8; 48 TMR 1054, note 98. 

71. In re Compagnie Nationale Air France, 265 F.Supp. 938, 121 USPQ 460, 49 
TMR 880 (C.C.P.A., 1959). 

72. Unsuccessful also was an applicant who sought to register the words SEWING 
CIRCLE in a circle from which applicant’s trademarks NECCHI and ELNA had been elimi- 
nated. It was held that there was no indication in the record or in the specimens that 
the mark was actually used in connection with the rendering of an instruction service, 
but appeared to be used solely in connection with the advertising and sale of applicant’s 
sewing machines. In re Necchi Sewing Machine Sales Corp., 119 USPQ 471, 49 TMR 661 
(Com’r, 1958). 
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In re ACF Industries, Inc.,* the Board affirmed the Examiner of 
Trademarks’ rejection of a service mark application for the words 
MASTERS OF RE-CARBURETION in connection with educational and 
promotional activities concerning inspection and repairs of in- 
ternal combustion engines. It was found that these words referred 
to the applicant’s own specialists who had received applicant’s 
training, rather than to an instruction service to be performed by 
applicant. 


k. Certification and Collective Marks" 


The only adjudicated case involving an application for a col- 
lective mark during the year here reviewed was Ex parte The 
Grand Chapter of Phi Sigma Kappa, where an application was 
filed to register PHI sic as a collective membership mark indicating 
membership in a fraternal society. The applicant already owned a 
registration of PHI SIGMA KAPPA and now sought registration of 
PHI SIG as a recognized abbreviation thereof. According to the 
application, the mark was used “by being applied to apparel worn 
by members of the organization,” but only one photograph of 
basketball players whose uniforms disclosed the abbreviation PHI 
sic was submitted as evidence of actual use. The application was 
rejected by the Commissioner on the following ground: 


“Tt is characteristic of the American to abbreviate long 
names and to give nicknames to things and people. Abbrevia- 
tions of the names of, and nicknames for, Greek letter societies 
are not exceptions. These abbreviations and nicknames do not 
become collective marks indicating membership in such so- 
cieties, however, merely because some people apply them to 
athletic jerseys or other apparel.” 


In other words, the letters pHi sic were found to designate, at most, 
jerseys identifying a basketball team, but not to identify member- 
ship in the applicant’s organization. 


2. Trademark Use and Ownership 


a. Extent and Character of “Use” Requirements under 
Section 1 of the Act. “Experimental” Use 


Controversies have continued to arise with regard to the quan- 
tum of use that will be required for the purpose of establishing 


73. 122 USPQ 163 (Tm. Bd., 1959). 

74. Cf. “The Collective Trademark: Invitation to Abuse,” 68 Yale L.J. 528 (1959) ; 
Breitenfeld, “Collective Marks—Should They Be Abolished?”’, 47 TMR 1 (1957). 

75. 118 USPQ 467, 49 TMR 115 (Com’r, 1958). 
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trademark ownership. Questions of this sort arise more frequently 
in the course of inter partes proceedings than ex parte, but the 
prerequisites of trademark use as developed by the Patent Office 
tribunals and the courts would, of course, equally apply in ex parte 
proceedings. In United States Plywood Corp. v. Congoleum-Nairn, 
Inc.,"* an interference proceeding, it was held by the Board that 
ownership of a trademark may not be acquired by sporadic or 
merely “experimental” sales and that as between rival claimants, 
the trademark should belong to the applicant who had first estab- 
lished a “regular commercial market” in the product. Similarly, 
it was held in Alco Valve Company v. General Controls Co.," an 
opposition proceeding, that the shipping of a dummy control panel 
across the country to one of the applicant’s own representatives, 
for the purpose of exhibition in a trade show, was not sufficient 
trademark use to confer upon such user a registrable right; the 
Board ruled, therefore, that the Examiner of Trademarks should 
reconsider this point ex parte if the applicant should finally pre- 
vail in the opposition proceeding. Again, in Black Panther Com- 
pany, Inc. v. Godfrey L. Cabot, Inc.,"* also an opposition proceed- 
ing, the Board indicated that mere transportation of a few pack- 
ages from applicant’s subsidiary to him, bearing the trademark, 
did not constitute “‘use in trade” and that the question of trade- 
mark ownership should be reconsidered ex parte by the Examiner 
in case the opposition should ultimately be dismissed. It need 
hardly be added that under existing law no registrable trademark 
can be acquired as a result of a mere “intention to use” the trade- 
mark at some future time. An opposer readily succeeded, there- 
fore, in prevailing over an applicant who, according to his own 
testimony, had affixed the mark only tentatively on five machines 
for the purpose of reserving “unto itself the right to use the mark 
at some indefinite time in the future” for a new and entirely differ- 
ent type of machine which applicant was in the process of de- 
veloping.” Said the Appeal Board: 


“It is fundamental that a right of ownership in a mark 
can only be acquired by the use thereof upon or in connection 
with the actual sale of goods in trade, and, conversely, that 
where there is no trade in a product under a particular mark, 


76. 121 USPQ 102, 49 TMR 885 (Tm. Bd., 1959). 

77. 121 USPQ 532, 49 TMR 1011 (Tm. Bd., 1959). 

78. 121 USPQ 533, 49 TMR 1012 (Tm. Bd., 1959). 

79. Beckman Instruments, Inc. vy. Bourns Laboratories, Inc., 120 USPQ 128, 49 
TMR 1004 (Tm. Bd., 1959). 
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there is no trademark for that product. This is particularly 
true where, as here, there is no intent to use the mark on the 
particular product for which registration is sought.” 


A rather novel question of trademark use arose ex parte in 
In re Milnot Company,®* where an application had been filed to 
register minor for a blend of evaporated nonfat milk and vege- 
table oil commonly called “filled milk.” The application was re- 
jected on the ground that applicant had failed to comply with 
the requirements of the Filled Milk Act of 1923. On appeal, the 
Examiner’s decision was reversed on the ground that applicant 
was not engaged in interstate shipments of filled milk, which alone 
were covered by the federal act, but was only selling his product 
in four states, which did not by their own laws prohibit such sales. 
The conclusion was reached that applicant was engaged in inter- 
state sales of the product and, therefore, in interstate commerce, 
although the product was not shipped or transported in such com- 
merce. This decision would seem to indicate that, contrary to 
certain somewhat narrower interpretations in past years,” the 
“commerce” requirement of the registration statute will be con- 
sidered satisfied wherever an applicant is engaged in selling activi- 
ties in more than one state, even though the selling activities in 
each state are local rather than interstate in character.” 


b. Registration in the Name of a U.S. Distributor or Assignee 


While the question of trademark ownership in the name of 
independent United States distributors and importers is currently 
the most controversial problem in the realm of trademark law,** 
the Patent Office has continued to look with a suspicious eye upon 
registrations standing in the name of such persons and will re- 
ject applications in the name of persons who, according to the 
record, are “mere distributors” or “mere importers.” In Por- 
celaine de Paris, Sarl v. I. Freeman & Son, Inc.,** a cancellation 


80. 120 USPQ 319 (Tm. Bd., 1959). 

81. Ex parte Commissary Corp., 117 USPQ 407, 48 TMR 1156 (Com’r, 1958) ; ef. 
“The Eleventh Year,” 118 USPQ Nos. 7, 9; 48 TMR 1057 and note 105. 

82. Recently, Commissioner Leeds, after having granted request for rehearing, 
allowed registration in this case on the ground that applicant had now submitted proof 
to the effect that its ice cream products were shipped on behalf of the applicant in 
interstate commerce by applicant’s related companies, Ex parte Commissary Corp., 119 
USPQ 329, 49 TMR 366 (Com’r, 1958). 

83. See Introduction, “3. Trademarks and Antitrust,” supra, and note 10. 

84. 118 USPQ 369, 48 TMR 1533 (Com’r, 1958). 
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proceeding, summary judgment was granted in favor of the peti- 
tioner, a French manufacturer, whose trademark had been regis- 
tered by the respondent in the United States without the peti- 
tioner’s knowledge or approval. It was obvious that under these 
circumstances the respondent could not have acquired trademark 
rights in the United States solely based on the fact that he had 
been importing petitioner’s merchandise; the original registration 
appeared to have been based on a fraudulent allegation of an 
exclusive right on the part of the registrant. 


c. The “Use” Affidavit under Section 8 of the Act 


There have been very few rulings to date on the question what 
may be considered “special circumstances” excusing the nonuse of 
a registered trademark at the time of the filing of the Section 8 
affidavit. It has now been held, however, that an allegation of a 
decreased demand for the registrant’s product resulting in a tem- 
porary discontinuance will not be sufficient to bring the statutory 
exception into play, even if accompanied by the affiant’s statement 
that he proposes to resume use of the mark as soon as economic 
conditions may warrant such resumption.* 


II. THE SUPPLEMENTAL REGISTER 


There appears to have been a trend in recent months to apply 
somewhat stricter standards in interpreting the statutory pre- 
requisite “capable of distinguishing” in Section 23 of the Act of 
1946. Thus, in Jn re Simmons Company,* registration was sought 
for “horizontally spaced pairs of vertical lines of stitches on the 
outer vertical face of the mattress.” This device was used by the 
applicant on mattresses. It was held by the Commissioner that the 
double rows of stitching did not constitute a trademark and were 
not “capable of distinguishing.” The Appeal Board in In. re 
Peters* affirmed the Examiner in refusing registration for a spe- 
cific configuration of molded butter. It was held that the purpose 


85. Ez parte Kuechle, d.b.a. The Double-Wear Shoe Co., 119 USPQ 57, 49 TMR 
137 (Com’r, 1958). In the only other ruling with regard to the Section 8 affidavit, 
the Commissioner ordered the registration involved canceled, on the ground that it had 
been erroneously registered in the name of an individual who had transferred the mark 
to a corporation before the date of the filing of the original application. 

86. 120 USPQ 341 (Tm. Bd., 1959). 

87. 121 USPQ 529, 49 TMR 1010 (Tm. Bd., 1959). 
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of the configuration was to produce an attractive appearance, 
rather than to indicate origin. In In re Republic Molding Corp.,* 
the Board held that “the package of the goods itself nested in a 
transparent wrapper to have the appearance of a crown” was not 
registrable on the Supplemental Register with regard to plastic 
cups and saucers. It was pointed out that what was sought to be 
registered was not a container but an “entire arrangement” of 
applicant’s goods which was not registrable under the statute. On 
the other hand, the Board held, contrary to the Examiner of Trade- 
marks, that the language LEMon SLUSH was registrable for a mix- 
ture for making soft drinks.*® The Board looked upon the word 
SLUSH not as an apt name for a soft drink but as a suggestive term 
capable of distinguishing. 

Perhaps the most interesting ruling with regard to regis- 
trability on the Supplemental Register concerned the new Pepst- 
cota bottle commercially referred to as the swirt bottle.*° The 
Examiner had refused registration even on the Supplemental Reg- 
ister for this spirally fluted bottle, on the ground that the bottle 
was still protected by an unexpired design patent. Commissioner 
Leeds referred to her earlier decision in Ex parte Caron Corp.” 
and held that co-existence or expiration of a design patent did not 
affect registrability of the configuration as a trademark for one 
particular product. As a result, registration of the bottle was held 
permissible particularly since such registration, according to the 
Commissioner’s opinion, may be necessary to lay the foundation 
for registration in foreign countries in which registration could 
not be secured without presentation of a certificate of registration 
in the country of origin.” 


88. 120 USPQ 316 (Tm. Bd., 1959). 

89. In re Smith-Junior Company, Inc., 121 USPQ 634, 49 TMR 1015 (Tm. Bd., 
1959). 

90. In re The Pepsi-Cola Company, 120 USPQ 468 (Tm. Bd., 1959). 

91. Ez parte Caron Corp., 100 USPQ 356, 44 TMR 336 (Com’r, 1954). 

92. It should be noted, however, that the Commissioner’s observation that, 120 
USPQ at 469 “in mest, if not all” foreign countries, registration by a foreigner is de- 
pendent on registration in the applicant’s home country is no longer true today; indeed, 
it would seem that except for Panama and Guatemala and perhaps one or two others, 
no countries still impose this requirement. 
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PART II. INTERPRETATION OF THE LANHAM ACT 
IN INTER PARTES PROCEEDINGS 


I. LIKELIHOOD OF CONFUSION 


1. The Patent Office 


A survey and evaluation of Patent Office decisions in inter 
partes cases has to take into consideration that the Trademark 
Appeal Board came into existence only last Fall and that many of 
the decisions here reviewed were rendered by the Commissioner 
of Patents individually on appeal from the Examiner of Inter- 
ferences. Bearing this factor in mind, we will find that in the 215 
opposition cases here reviewed, the opposition was dismissed for 
lack of confusion in 128 and sustained in 88 cases. 


a. Opposition Proceedings 


No confusion was held likely to exist between the following: 
(Throughout this tabulation the applicant’s mark is listed first.) 

BLUE CREST With a shield having the letters Bc thereon, topped 
by a coronet, for vitamin preparations, and the registered mark 
BLUE CROSS above a representation of a cross, for mineral oils and 
similar proprietary products ;** tryLaANn for yarns and TRULON for 
window curtains and curtain fabrics in the piece ;** DURATED LIGHT- 
inG for electric lamps and puRo TEST or DUREXx for incandescent and 
fluorescent lamps;*° Lazy-tTImME tocs for misses’ and children’s 
dusters, housecoats, coveralls and robes, and Happy TIME for misses’ 
and children’s loungewear ;°° prom pLaAip for dinner jackets and 
proM for collars;*’ THERM-O-LITE for combination aluminum storm 
windows and storm doors and THERMOPANE for multiple glass sheet 
glazing units ;** TopAy’s FRESH for fresh vegetables and topay’s for 
eanned vegetables and fruits;*® Limui-pELL for ladies’ hosiery and 


93. Halsey Drug Co., Inc. v. Blue Crest Products Co., 118 USPQ 231, 48 TMR 
1507 (Com’r, 1958). 

94. Beacon Looms Inc. v. Celanese Corp. of America, 118 USPQ 231 (Com’r, 1958). 

95. Duro-Test Corp. v. Verd-A-Ray Corp., 118 USPQ 253 (Com’r, 1958). 

96. Sleepy Time Togs Inc. v. Lazy-Time Togs, Inc., 118 USPQ 234 (Com’r, 1958). 
The Commissioner also held that LAZY-TIME TOGS was not in conflict with SLEEPY TIME 
for similar goods. 

97. Cluett, Peabody & Co., Inc. v. Savatux Facing Company, 118 USPQ 236 (Com’r, 
1958). The highly suggestive nature of opposer’s mark PROM and its use as a style 
designation with the well-known mark ARROW were the grounds for the Commissioner’s 
decision. 

98. Libbey-Owens-Ford Glass Company v. General Aluminum Window Co., Inc., 
118 USPQ 237 (Com’r, 1958). 

99. California Packing Corporation v. Huston, 118 USPQ 314 (Com’r, 1958). 
Fifteen years of concurrent use without any indication of confusion was one factor 
cited by the Commissioner in support of her decision. 
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LILLI ANN OF LILLI ANNETTE for suits, coats and dresses ;*° COLORAL 
for hair colorings and cuarrou for hair dyes and lotions ;*" pIAMOND 
for religious candles and p1amonp for matches, toothpicks, clothes- 
pins, ete. ;*°? ancor for floor surfacing plates and ancor so for iron 
powder ;** between PEGGY NEWTON for cosmetics and PEGGY SAGE 
for manicure preparations ;** stRIDE WELL for children’s shoes and 
STRIDE RITE for shoes;** NEXT WEEK for a newspaper’s weekly sup- 
plement and Newsweek for a weekly magazine ;*°° wALL-SPREAD for 
paint and spEED-wALu for the same product ;*” royaL paLm for men’s 
sport shirts and slacks and patm Bracu for piece goods;** sSEALD- 
SswEET for candy and the same word for citrus fruits and canned 
citrus fruits;*° Taste TREATS for candy and CHOCOLATE TREATS for 
the same goods ;™ Fric-TRopic for lubricating oils and greases and 
TRoP-aRTIC for motor oils; KEEN-EDGE for knife sharpeners and 
KEENEREDGE for garden implements including pocket cutlery ;’” 
JULIETTE for ladies’ electric razors and GILLETTE for razors, blades 
and electric shavers;™* HELIcARB for drills, reamers and cutting 
tools and HELIcom for spark plug bushings and apparatus used 
for screw connections, ete.;"* cRANSWEETS for preserved cran- 
berries and CRAN Or CAPTAIN cCRAN for cranberry juice;’” a blue 
trapezoidal figure with term petsa and leaping antelope and a 
trapezoidal figure with term coro and a flying horse, both for 








100. Lilli Ann Corp. v. Rawls Distributing Co., 118 USPQ 316 (Com’r, 1958). 

101. Clairol Incorporated v. Schueller, 118 USPQ 317 (Com’r, 1958). The care with 
which purchasers specify the brand names of hair colorings was held to lessen likelihood 
of confusion. 

102. The Diamond Match Company v. Diamond Candle Co., Inc., 118 USPQ 370 
(Com’r, 1958). The Commissioner pointed out that 28 years concurrent use of the marks 
without any evidence of confusion created a presumption that confusion was not likely 
in the future. 

103. Hoeganaes Sponge Iron Corp. v. Flash-Stone Co., Inc., 118 USPQ 373 (Com’r, 
1958). 

104. Peggy Sage, Inc. v. Paul D. Newton & Co., Inc., 118 USPQ 373 (Com’r, 1958). 

105. The Green Shoe Mfg. Co. v. National Shoes, Inc., 118 USPQ 374 (Com’r, 
1958). 

106. Weekly Publications, Inc. (Newsweek, Inc. by change of name) v. The 
Scranton Times, 118 USPQ 377 (Com’r, 1958). 

107. The Glidden Company v. The Sargent-Gerke Co., 118 USPQ 384 (Com’r, 
1958). 

108. Goodall-Sanford, Inc. v. Tropical Garment Mfg. Co., 118 USPQ 384 (Com’r, 
1958). 

109. Florida Citrus Exchange v. Brock Candy Co., 118 USPQ 420 (Com’r, 1958). 
Applicant’s extensive use of its mark for 15 years without evidence of confusion was 
held to create a presumption that confusion was not likely in the future. 

110. £. J. Brach & Sons v. Brock Candy Co., 118 USPQ 453 (Com’r, 1958). 

111. Phillips Petroleum Company v. Knox Industries Corp., 118 USPQ 460 (Com’r, 
1958). 

112. C€. M. McClung & Co. v. Cahil, 118 USPQ 463 (Com’r, 1958). 

113. The Gillette Co. v. Stern, 118 USPQ 469 (Com’r, 1958). 

114. Heli-Coil Corp. v. Sonnet Tool & Mfg. Co., 118 USPQ 470 (Com’r, 1958). 

115. National Cranberry Ass’n v. Wisconsin Alumni Research Foundation, 119 
USPQ 54 (Com’r, 1958). 
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costume jewelry ;*** mr. cuico for chocolate flavored syrup for food 
flavoring purposes and EL CHICO or EL CHICO CAFE for a restaurant 
selling Spanish food;'’ smokELLe for smoke-flavored cheese and 
SMOKENE for smoke-flavored seasoning;** sprite for nonalcoholic 
beverages and squirt for grapefruit-flavored concentrate ;* Ma’s 
for noodles, soup mixes, dumplings and the like and MorHeER’s for 
noodles and paste products;’*° sumarK for accessory items for 
garden hoses, faucets, and household specialty items, and MARK 
for hardware and plumbing supplies for domestic water sys- 
tems ;*** prasept for antibiotic pharmaceutical preparation sold on 
prescription and piasEptTic process for a service of cleaning, sani- 
tizing and treating diapers;’*? LEVER Lock for manually operable 
plug type sanitary valves and LeverLock for gate valves sold for 
pipelines ;*** union with the phrase woRLD WIDE SERVICE on two 
globes for metal tanks, and coLumBi1an beneath the phrase TANKS 
FOR THE WORLD on a globe, for goods in part identical ;*** DEwPpack 
for fresh frozen shrimp and prewkxist for canned and frozen fruits 
and vegetables ;'** acco PoLyMERS and arco for various resin com- 
positions ;*** apmrraL for textile rugs and carpets and ADMIRAL 
for radios, television sets, phonographs and electric stoves ;**’ 
camco for baling and paper-wrapping machinery, and ciamco for 
packaging equipment, fixtures and supplies;’** Swanky pDEBs for 
ladies’ and misses’ shoes and swaNnKsuHirts for men’s outer shirts 
and swank for men’s belts;’*® PERSONAL BLEND for shampoo and 


116. Coro, Inc. v. Delsa Mfg. Co. of R.I., Inc., 119 USPQ 58 (Com’r, 1958). 

117. El Chico Cafe v. Dolly Fruit Products Corp., 119 USPQ 59 (Com’r, 1958). 

118. Pacific Union Ass’n of Seventh Day Adventists, d.b.a. Loma Linda Food 
Company v. Kraft Foods Company (by merger, National Dairy Products Corp.), 119 
USPQ 99 (Com’r, 1958). 

119. The Squirt Company v. Evans, 119 USPQ 102 (Com’r, 1958). 

120. The Creamette Company v. Kientzel Noodle Company, Inc., 119 USPQ 222 
(Com’r, 1958). Lack of proof in the record of actual confusion despite 30 years con- 
current use of the mark was held to warrant the assumption that no confusion would 
be likely in the future. 

121. Clayton Mark § Company v. Keystone Brass and Rubber Co., 119 USPQ 265 
(Tm. Bd., 1958). 

122. National Institute of Diaper Services, Inc. v. Bristol Laboratories Inc., 119 
USPQ 272 (Tm. Bd., 1958). 

123. ACF Industries, Inc. v. Girton Mfg. Co., Inc., 119 USPQ 298 (Com’r, 1958). 

124. Columbian Steel Tank Co. v. Butler Mfg. Co., 119 USPQ 299 (Tm. Bd., 
1958). 

125. Kelley, Farquhar & Co. v. Jekyll Island Packing Company Inc., 119 USPQ 
302 (Tm. Bd., 1958). 

126. The Borden Company v. Acralite Co., Inc., 119 USPQ 303 (Tm. Bd., 1958). 

127. Admiral Corp. v. Nye-Wait Company, Inc., 119 USPQ 330 (Tm. Bd., 1958). 

128. Cleveland-Detroit Corp. v. Camco (Machinery) Limited, 119 USPQ 331 (Tm. 
Bd., 1958). 

129. Swank, Inc. v. Betty Ann Hats, Inc., 119 USPQ 334 (Tm. Bd., 1958). 
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PERSONAL CHOICE for a shave lotion;’*° ameripor for glass door and 
wall panels, and MERMADoR for shower doors ;*** LaDy HAMILTON for 
stockings and LADY HAMPSHIRE for the same goods;*** topsEaL for 
pre-assembled units of fasteners, washers, etc. and Top-smpe for 
bolts, metal washers, clips ;*** TANG 0’ THE SEA FooD and representa- 
tion of a helmsman for restaurant and catering services and sEa- 
tana for canned, fresh and frozen seafood ;** acro-vate for water 
softener and acto for petroleum sulfonate compounds having water 
softener properties ;*** cotorama for yarns and rama for cotton 
piece goods ;*** potain for bromelin for industrial and medicinal 
uses and pizan for chemical toxicants used in manufacturing 
agricultural insecticides;*’ puLastTI-kromME for extruded plastic 
shapes having a metal foil inlay and puasti-cHRomeE for post- 
eards and calendars;*** PoSNER’s EBONAIRE for a hair treatment 
kit for straightening and curling kinky hair, and prBonarm 
for men’s toiletries sold by house-to-house salesmen ;**° HELIOGEN 
for a disinfectant and the same mark as used on and regis- 
tered for pigment dye-stuffs;*° the words THREE MONKS and a 
picture of three monks and the words THE CHRISTIAN BROTHERS, 
one used on brandy and the other on wine; sare.itre for lenses 
for optical use and sar-I-pvo and other sar- combination marks for 
goggles, face shields and welders’ helmets ;*** synrHamica for elec- 
trical insulation and samica for the same materials;*** rayBar for 
a gun sight and ray-Ban for sunglasses, goggles, and shooting 


130. Daggett & Ramsdell, Inc. v. The Procter §& Gamble Company, 119 USPQ 350 
(Com’r, 1958). 
131. Long Island Shower Door Co., Inc. v. Ameridor Corp., 119 USPQ 350 (Com’r, 
1958). 
132. Manchester Hosiery Mills v. Colonial Art Company, Inc., 119 USPQ 351 
(Com’r, 1958). 
133. H & B Enterprise Corp. v. Fabricated Products Co., 119 USPQ 386 (Com’r, 
1958). 
134. Booth Fisheries Corp. v. O’Donnell’s Sea Grill, Inc., 119 USPQ 442 (Tm. Bd., 
1958). 
135. Esso Standard Oil Company v. E. F. Drew & Co., Inc., 119 USPQ 443 (Tm. 
Bd., 1958). 
"136. D. B. Fuller § Co., Inc. v. The Illinois Yarn Co., 119 USPQ 448 (Tm. Bd., 
1958). 
137. Commercial Solvents Corp. v. Hawaiian Pineapple Co., Ltd., 119 USPQ 449 
(Tm. Bd., 1958). 
138. Colourpicture Publishers, Inc. vy. Anchor Plastics Co., Inc., 119 USPQ 496 
(Tm. Bd., 1958). 
139. Daggett § Ramsdell, Inc. v. I. Posner, Inc., 119 USPQ 496 (Tm. Bd., 1958). 
140. General Aniline & Film Corp. v. Heliogen Products, Inc., 119 USPQ 499 (Tm. 
Bd., 1958). 
"141. De La Salle Institute et al. v. House of Old Molineauz, Inc., 120 USPQ 18 
(Tm. Bd., 1958). 
142. United States Safety Service Co. v. Graham, 120 USPQ 22 (Tm. Bd, 1958). 
143, Samica Corp. v. Synthetic Mica Corp., 120 USPQ 59 (Com’r, 1958). 
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glasses ;*** coroHna for cotton piece goods and coHama for cotton 
and/or silk piece goods ;**° powrR-Pak for a detergent composition 
used in dry-cleaning systems, and pax for powdered soap, and 
pax- combination marks for washing compounds and all-purposes 
detergents ;*** rarco for textile printing inks and arco for paints ;**’ 
PLANTRONS for fertilizer and pLANTABBs for an odorless fertilizer ;*** 
a design mark showing a plume and thistle design and the words 
LE GANT for gloves and the word mark MADEMOISELLE for shoes ;**° 
RAPIDYNE for dynamo-electric and implifying dynamoelectrie gen- 
erators, machines and motors, and the word rap with a robot 
design for selenium rectifier power supplies, controls and regu- 
lators;*° E-z wire for electric plugs, switches and outlets, and 
Sx or Sx wikE for electrical transformers, coils, chokes and similar 
products ;*** sLENDORA superimposed over a silhouette of a slender 
woman, for candy, and sLENDERELLA for health foods, specifically 
candies and for a posture correction and slenderizing service’ 
GELTABS for a vitamin preparation and KeutTass for dried sea plant 
products for use as dietary supplement for iodine deficiency ;*** 
vEGETEX for colloidal emulsifier and stabilizer sold in bulk to 
bakeries, and veceLona and other vecre- combinations for vegetarian 


food products sold over the counter ;*** unrpak for an assembly of 
various electrical capacitors and un1pak for plastic bags for res- 
inous material for electric insulation;*** a composite mark com- 
prising the words ROUND-WoRLD, a globe and an eagle, for lubricat- 
ing oils, and RICHFIELD with an illustration of an eagle for various 








144. Bausch & Lomb Optical Co. v. Ithaca Gun Co., Inc., 120 USPQ 59 (Com’r, 
1958). 

145. United Merchants and Mfrs., Inc. vy. Lanella Corp., 120 USPQ 62 (Com’r, 
1958). 

146. G. H. Packwood Mfg. Co. v. Pennsalt Chemicals Corp., 120 USPQ 62 (Com’r, 
1958). 

147. American-Marietta Co. v. Rarolite Chemical Co., Inc., 120 USPQ 90 (Com’r, 
1959). 

148. Plantabbs Corp. v. Forward House, Inc., 120 USPQ 118 (Com’r, 1959). 

149. Carlisle Shoe Co. v. Société Anonyme: Roger Faré § Cie, 120 USPQ 118 
(Com’r, 1959). 

150. Viola, d.b.a. Rapid Electric Co. v. Siemens-Schuckertwerke A.G., 120 USPQ 
119 (Com’r, 1959). 

151. Essex Wire Corp. v. Eagle Electric Mfg. Co., Inc., 120 USPQ 123 (Tm. Bd., 
1959). 

152. Slenderella Systems, Inc. v. Slendora Candy Co., 120 USPQ 125 (Tm. Bd., 
1959). 

153. Foods for Health, Inc. vy. The Upjohn Company, 120 USPQ 201 (Com’r, 
1959). 

154. Pacific Union Ass’n of Seventh Day Adventists, d.b.a. Loma Linda Food Co. 
v. Food Products Corp., 120 USPQ 226 (Com’r, 1959). 

155. Minnesota Mining & Mfg. Co. v. Sprague Electric Co., 120 USPQ 227 (Com’r, 
1959). Opposer’s mark merely identified bags for its SCOTCHCAST resin, which were also 
identified by number; conflict in trade was therefore held to be unlikely. 
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petroleum products ;*** a composite mark including the words PaRK- 
ING SYSTEM in an oval with MryYERs Bros. therein for the parking 
and storing of automobiles, and the word system as used in a 
circular design also including the words auto parks for similar 
services ;*°’ Newport for cigarettes and the same word for alcoholic 
beverages ;*** puRATRON for a dust-on colorant and hardener for 
concrete floors, and puRoN and purzon for paints, varnishes and 
woodstains ;**® DREAM wuHiP for puddings and dessert topping mixes 
and CREAM WIPT Or SALADREAM for salad dressing;*® Hy-crort for 
poultry hatching eggs and baby chicks, and ny-uivnz for live poultry 
and for seed corn and hatching eggs ;’** sew-gasy for ready-cut doll 
clothes and sEwHANDy for sewing machines and sewing machine 
needles ;** vari-pac for electric lamps and variac for auto trans- 
formers ;** Easytint for paint sold to the general public and Easy 
for touch-up enamel sold to dealers in laundry appliances ;*** pEwy- 
FRESH and a design for fresh vegetables and pAwN FRESH for 
canned mushrooms and fresh asparagus;’*® QUAKER MAID with an 
illustration of a Quaker woman for ice cream, syrup, and toppings, 
and QUAKER MAID with an illustration of the head and shoulders of 
a Quaker woman for table syrup;*® Lone star and a star for bars 
and pigs of specification lead and a star with the letters Ls therein 
for antimony ;* LAN-O-TRESS and WAVE-TREss for hair dressing and 
oil cold wave cream respectively and TRESEMME for hair dyes;’* 
ALGIMYCIN with a design for algaecide for swimming pools and 
aquaria and acri-mycin for an agricultural antibiotic prepara- 
tion ;**° sHux for a hand cleaner and ux for toilet soap and liquid 








156. Richfield Oil Corp. v. American Overseas Petrolewm Corp., 120 USPQ 228 
(Com’r, 1959). 
157. System Auto Parks, Inc. v. Meyers Bros., 120 USPQ 237 (Tm. Bd., 1959). 
158. McKesson § Robbins, Inc. v. P. Lorillard Co., 120 USPQ 306 (Tm. Bd, 
1959). 
159. Duron Paint Mfg. Co., Inc. v. The Garland Co., 120 USPQ 313 (Tm. Bd., 
1959). 
160. Cream Wipt Foods, Inc. v. General Foods Corp., 120 USPQ 322 (Tm. Bd., 
1959). 
161. Pioneer Hi-Bred Corn Co. v. Welp, 120 USPQ 324 (Tm. Bd., 1959). 
162. The Singer Mfg. Co. et al. v. Brueggeman, 120 USPQ 325 (Tm. Bd., 1959). 
163. General Radio Co. v. Vari-Pac Corp., 120 USPQ 326 (Tm. Bd., 1959). 
164. The Murray Corp. of America v. Red Spot Paint g& Varnish Co., Inc., 120 
USPQ 335 (Com’r, 1959). 
165. Michigan Mushroom Co. v. Nash-Finch Co., 120 USPQ 336 (Com’r, 1959). 
166. Mrs. Schlorer’s, Inc. vy. National Quaker Maid Stores System, Inc., 120 USPQ 
337 (Com’r, 1959). 
167. National Lead Co. v. Consolidated Smelting Corp., 120 USPQ 344 (Tm. Bd., 
1959). 
168. Godefroy Mfg. Co. v. Gold Medal Hair Products, Inc., 120 USPQ 346 (Tm. 
Bd., 1959). 
169. Chas. Pfizer § Co., Inc. v. Great Lakes Biochemical Co., Inc., 120 USPQ 348 
(Tm. Bd., 1959). 
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detergent ;'” tutu and a drawing of a ballerina for perfumes and 
cosmetics, and tatroo for lipsticks, soaps and cosmetics ;** mac- 
NERASER for demagnetizing magnetic recording tape and NOISERASER 
for an identical product ;'’? puratrim for plastic films and coated 
fabrics for wall coverings and puratex and other marks including 
the prefix pura for vinyl coated fabrics; a design of an eagle 
and the word cexest1AL for lubricating oils and greases and vari- 
ous marks including representations of eagles with the word mark 
RICHFIELD for petroleum products;’* Lustrapon for concentrated 
shampoo and tustron for hair preparations; ANGEL ToucH for 
household deodorant sprays and ANGEL skIN and other marks in- 
cluding the word ance for various cosmetics ;** CHEF TONY with 
the head of a chef and cHEF Boy-AR-DEE, both for spaghetti sauces, 
ete.;*"? FaIRY PRINCcEss for children’s cosmetics and FAIRY PRINCESS 
for a hair waving preparation;** ALAADEN’s COUNTRY CHARM for 
candy and cHarMs for the same product;*” crrra for cold capsules 
and cough syrup and crrromw for a cold remedy ;*® suret-stat for 
a dental hemostat and suraiset for sutures ;*** LiTE-veNT for alumi- 
num awnings and Koo veNT for similar goods ;*** siLENT POWER for 
automobile mufflers and parts thereof and smzntone for similar 
goods ;*** YANKEE-FRANKEE for a frankfurter sandwich and YANKEE 


DOODLES for cake or YANKEE for fried cakes and doughnuts ;** PEN- 


cu1n for cookies and GIANT PENGUIN for ice cream sandwiches ;** 


camco for printing machinery and canco for can openers, and sheet 


170. Lever Bros. Co. v. Petrolewm Specialty Co., 120 USPQ 402 (Com’r, 1959). 

171. Tattoo, Inc. v. Saville Perfumery Ltd., 120 USPQ 404 (Com’r, 1959). The 
difference in the meanings of the words was held to offset the similarity in sound, par- 
ticularly in view of the design of applicant’s mark, the word being spelt by the folds 
of the ballerina skirt. 

172. Librascope, Inc. v. Amplifier Corp. of America, 120 USPQ 408 (Com’r, 1959). 

173. The General Tire g& Rubber Company v. Duracote Corp., 120 USPQ 408 
(Com’r, 1959). 

174. Richfield Oil Corp. v. Celestial Mercantile Corp., 120 USPQ 465 (Tm. Bd, 
1959). 

175. Sales Affiliates, Inc. v. The Wella Corp., 120 USPQ 486 (Com’r, 1959). 

176. Chesebrough-Pond’s Inc. v. Hariton, 120 USPQ 489 (Com’r, 1959). 

177. American Home Products Corp. v. Delmonico Foods, Inc., 120 USPQ 487 
(Com’r, 1959). 

178. Buty Wave Products Co. v. Shaffer, 120 USPQ 496 (Tm. Bd., 1959). Petition 
for reconsideration denied, 121 USPQ 355. 

179. Charms Co. v. Nachowitz, 120 USPQ 497 (Tm. Bd., 1959). 

180. Grove Laboratories, Inc. v. Boyle & Co., 120 USPQ 506 (Tm. Bd., 1959). 

181. Ethicon, Inc. v. Bell, 120 USPQ 506 (Tm. Bd., 1959). 

182. Koolvent Metal Awning Corp. of America vy. Lite Vent, Inc., 120 USPQ 534 
(Com’r, 1959). The conventional use of marks including VENT for awnings was held 
to have conditioned the public to look to the entire mark in distinguishing one product 
from another. 

183. Goerlich’s, Inc. v. Warshawsky § Co., Inc., 120 USPQ 535 (Tm. Bd., 1959). 

184. Drake Bakeries Inc. v. Yankee-Frankee, Inc., 120 USPQ 541 (Tm. Bd., 1959). 

185. H. P. Hood §& Sons, Inc. v. United Biscuit Co. of America, 121 USPQ 45 (Tm. 
Bd., 1959). 
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metal containers ;*** MOTHER BEsSIEz’s for pone bread and MOTHER’s 
BEsT for flour ;**’ between canaramic for can openers and CAN-0-MAT 
or cAN-o-matic for the same product;*** virex for coffee-flavored 
powdered food containing amino acids used in the preparation of 
a strengthening food drink, and virex for vitamin-D menstruums 
used by the dairy and bakery industries ;"** pow-r-soy for a mul- 
tiple-purpose garden implement and Lawn-soy for lawn mowers ;*” 
YARDLOADER for a vehicle mounted material loader and yARDLIFT 
for power operated fork trucks ;’” rsony for cosmetic and toilet 
preparations and EBony for a periodical publication ;*’ Kor-NIKs 
for flavored corn chips and corn xix for a breakfast cereal;’* 
em-30 for gelatinized wheat starch for industrial use and em for 
automotive products and parts thereof;’* ps for watches and a 
monogram comprising the letter p below an inverted p for the 
same products ;** wiacty wac for a toy dog and mr wiccLe for a 
coil spring toy;*** rorary for well logging services and the same 
word for a fraternal organization ;**’ renpyL for hypotensive com- 
position and penpit for a medicinal preparation used for prepar- 
ing water-in-oil penicillin and other emulsions; amy scorr for 
ladies’ dresses and other wearing apparel and sEANE scort for 
similar merchandise ;**” RoyAL DRENE for shampoo and RoyAL CROWN 
for cologne, toilet, scalp and massage preparations ;*° MISTY-GLO 
for floor cleaning preparations and misto for related goods;™ 


186. American Can Co. vy. Camco (Machinery) Ltd., 121 USPQ 47 (Tm. Bd., 1959). 

187. Nebraska Consolidated Mills Co. v. Penn, 121 USPQ 94 (Com’r, 1959). The 
associations stimulated by the two marks were held to be so different as to avoid all 
likelihood of confusion. 

188. Rival Mfg. Co. v. The Dazey Corp., 121 USPQ 95 (Com’r, 1959). 

189. Nopco Chemical Co. v. Société des Produits Nestlé 8.A., 121 USPQ 104 (Tm. 
Bd., 1959). The inconspicuous use on milk cartons of legends indicating that specified 
amounts of designated vitamins had been added to the milk was not deemed to be 
sufficient to create consumer recognition of opposer’s mark. 

190. Outboard Marine & Mfg. Co. v. Hahn, Inc., 121 USPQ 146 (Com’r, 1959). 

191. Clark Equipment Co. v. Otis Elevator Co., 121 USPQ 147 (Com’r, 1959). 

192. Johnson Publishing Co., Inc. vy. Sutton Cosmetics, Inc., 121 USPQ 155 (Tm. 
Bd., 1959). 

193. General Mills, Inc. v. Maize Industries, 121 USPQ 157 (Tm. Bd., 1959). 

194. General Motors Corp. v. General Mills, Inc., 121 USPQ 190 (Tm. Bd., 1959). 

195. Elgin National Watch Co. v. Emil Leichter Watch Co., Inc., 121 USPQ 192 
(Tm. Bd., 1959). 

196. Wilkening Mfg. Co. v. Association Spring Corp., 121 USPQ 191 (Tm. Bd., 


Rotary International v. Rotary Engineering Co., 121 USPQ 226 (Tm. Bd., 
Endo Laboratories, Inc. vy. American Cyanamid Co., 121 USPQ 228 (Tm. Bd., 


Jeane Scott, Ltd. v. Levin & Co., Inc., 121 USPQ 229 (Tm. Bd., 1959). 
J. Strickland § Co. v. The Procter §& Gamble Co., 121 USPQ 274 (Tm. Bd., 


Acme Chemical Co. v. Rigsbee Janitor Supply Co., 121 USPQ 275 (Tm. Bd., 








| 
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PAPA DAVID’s for corned beef and pavip BERG for the same product ;?” 
POLYMUL for polyethylene emulsions for general industrial use 
and po.yco for resin emulsions used in the preparation of adhesive 
fillers, plastics and other products ;** crow wine and a design for 
men’s and women’s work, sport and casual jackets and for jackets 
to be worn by the clergy, sold through mail order, and wines for 
men’s apparel;** suBILeEE! for “asphalt floor tile” and JUBILEE 
for a cleaning and polishing composition ;*° NEBUTREL for a medi- 
eated inhalant and nempurtau for a hypnotic sedative anesthetic 
compound ;?° THERMORAMA for wall panels on which are mounted 
controls for ventilating, and THERMo for flow control valves for 
refrigerating units ;*°’ puraFwo for fluid filtration units and PuRo- 
LaToR for a similar product;** stat-LIns for paper products in- 
cluding napkins and scorxrns for the same product;* TERMICIDE 
for exterminating services and TERMINIXx for insecticides; Ivy 
HALL and tvy Loom for neckties and Ivy LEaGuE for men’s and wo- 
men’s outer garments; cgay sprites for children’s clothing and 
GAY-KINDREDs for similar merchandise ;*** LILLIveTTE for sweaters 
and LILLI ANN and LILLI ANNETTE for ladies’ suits, coats and 
dresses ;"*> SWEETHEART for paper goods and the same word for 
toilet soap ;*** 1vy casuaL for men’s and boys’ shirts and pajamas 
and Ivy LEAGUE for men’s and women’s outer garments ;* PETER 
pAN for aprons, rain bonnets and rain gloves and PETER PAN for 
brassieres ;*"° HANDILACE for laces in the piece and MANDELACE with 


202. David Berg § Co. vy. Chicago Corned Beef Corp., 121 USPQ 281 (Tm. Bd., 
1959). 
203. The Borden Company v. Nopco Chemical Co., 121 USPQ 283 (Tm. Bd., 1959). 

204. Piedmont Shirt Co. v. Hickerson, 121 USPQ 354 (Tm. Bd., 1959). 

205. S. C. Johnson §& Son, Inc. v. Moultile, Inc., 121 USPQ 466 (Com’r, 1959). 
Opposer’s product was advertised as not suitable for use on floors. 

206. Abbott Laboratories v. Thomas J. Mahon, Inc., 121 USPQ 531 (Tm. Bd., 
1959). 
207. Alco Valve Co. v. General Controls Co., 121 USPQ 532 (Tm. Bd., 1959). 

208. Purolator Products, Inc. v. Harman Equipment Co., 121 USPQ 537 (Tm. Bd., 
1959). 
209. Scott Paper Co. v. Statler Tissue Corp., 121 USPQ 585 (Com’r, 1959). 

210. E. L. Bruce Co. v. American Termicide Co., Inc., 121 USPQ 586 (Com’r, 1959). 

211. House of Worsted-Tex, Inc. v. Superba Cravats, Inc., 121 USPQ 590 (Tm. 
Bd., 1959). 

212. Harry Lang Mfg. Co. v. Gay Sprites, Inc., 121 USPQ 594 (Tm. Bd., 1959). 

213. Lilli Ann Corp. v. Lillivette Knitters, Inc., 121 USPQ 611 (Com’r, 1959). 

214. Purex Corp. Ltd. v. The Maryland Paper Products Co., 121 USPQ 611 (Com’r, 
1959). The LUX line of cases were distinguished on the ground that LUX is a distinctive 
trademark whereas SWEETHEART is an ordinary English word in every day usage. (Lever 
Bros. Co. v. The Sitroux Co., Inc., 44 USPQ 357 (C.C.P.A., 1940); Lever Bros. Co. v. 
Fort Howard Paper Co., 91 USPQ 341 (Com’r, 1951) where SIT-RU-LUX and PAPERLUX, 
respectively, for toilet paper were held to be in conflict with Lux for toilet soap.) 

215. House of Worsted-Tex, Inc. v. The Enrox Shirt Co., Inc., 121 USPQ 613 
(Com’r, 1959). 

216. Peter Pan Foundations, Inc. vy. Brown, 121 USPQ 637 (Tm. Bd., 1959). 
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a design for similar goods;*"* s-monks for brandy and CHRISTIAN 
BROTHERS for wine and brandy;** HALLMARK for kits for making 
bedspreads and HaLLMaRK for greeting cards ;*"* and between cam- 
Lox for artwork display devices and camioc for industrial fas- 
teners, latches and tools.**** 

Likelihood of confusion was found between the following: 
HOLIDAY for men’s coats, topcoats and suits, and the same word 
for rubber boots and shoes ;**° pepco for storage batteries and the 
same word for the service of supplying electrical energy ;*” pRo-MAT 
for paints and PROMAT PROTON and the word promar alone for com- 
position for rust-proofing metal surfaces ;*** peRcMASTER for glass 
percolators and CoFFEEMASTER for the same product ;*** FOODMASTER 
for hand operated food choppers and cutters and mrixmasterR for 
electric food mixers ;*** sta-cLEAN for a water- and stain-repellant 
chemical and sta-Nu for a liquid textile finishing composition ;**° 
1cy-ADE for a flavoring powder for soft drinks and koot-arw for 
the same product ;**° prrLLMAsTER for drilling units and DRILLMASTER 
for earth-boring apparatus ;**’ NEoviraL for a dietary supplement 
in capsule form and meovite for a similar vitamin preparation ;?* 
MONARCH for washing machines and the same word for electric 
ranges, room heaters, refrigerators and similar products ;*” BONNIE 
JonNIE for a liquid toilet bowl cleaner and Bonnie for laundry blu- 
ing and disinfectant ;**° pyrorHEeRM for liquefied petroleum gases 
for domestic and commercial uses and pyrorax for identical prod- 








217. Maz Mandel Laces Inc. v. Native Laces § Textiles, Inc., 121 USPQ 638 (Tm. 
Bd., 1959). 

"218. De La Salle Institute et al. v. The American Distilling Co., 121 USPQ 639 
(Tm. Bd., 1959). 

219. Hallmark Cards, Inc. v. Hallmark Needlecrafts, Inc., 122 USPQ 101 (Tm. 
Bd., 1959). 

219a. Camloc Fastener Corp. v. Grant, 119 USPQ 264 (Tm. Bd., 1948). 

220. General Shoe Corp. v. Eagle Clothes, Inc., 118 USPQ 232 (Com’r, 1958). 

221. Potomac Electric Power Co. v. Hester Battery Mfg. Co., 118 USPQ 315 
(Com’r, 1958). 

222. Poor & Co. v. Professional Paints, Inc., 118 USPQ 320 (Com’r, 1958). 

223. Sunbeam Corp. v. Handcraft Novelty Co., 118 USPQ 371 (Com’r, 1958). The 
Commissioner indicated that it would be logical for purchasers to assume that PERC- 
MASTER coffee makers were a nonelectric variety made by the manufacturer of the 
electrical COFFEEMASTER, 

224. Sunbeam Corp. v. Foodco Appliance Corp., 118 USPQ 375 (Com’r, 1958). 
Same ground cited as in note 223 supra. 

225. Sta-Nu Corp. v. Kay Chemical Co., 118 USPQ 376 (Com’r, 1958). 

226. Perkins Products Co. v. Ice-Ade Products Co., 118 USPQ 381 (Com’r, 1958). 

227. Drill Master Supply Co. v. Ingersoll-Rand Co., 118 USPQ 382 (Com’r, 1958). 

228. American Home Products Corp. v. Neo-Chemical Corp. of America, 118 
USPQ 421 (Com’r, 1958). 

229. Malleable Iron Range Co. vy. Central Rubber and Steel Corp., 118 USPQ 454 
(Com’r, 1958). 

230. Prozxite Products, Inc. v. Ball Brothers Company, Inc., 118 USPQ 460 (Com’r, 
1958). 
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ucts ;*** Moruirt for industrial lift trucks and the same word for 
overhead materials handling systems;**** rortunge for printing 
type and rorTuNE for a magazine ;*** NoRMIN for an anti-depressant 
and pormin for sedative preparation;*** tHERMoGLAZ for plastic 
sheets for weatherproofing and THERMOPANE for glass sheet glazing 
units ;*** mustane for rubber soles for shoes and mustane for 
rubber-saturated materials used, among other purposes, for heel 
pads ;**° a composite mark predominated by the initials v and m 
and the word mark vim, both for milk and dairy products ;**° Mon- 
ARCH for washing machines and monarcH for a laundry service ;* 
SEDAQUIL for an analgesic capsule and sepamyut for sedatives ;°** 
DEVONSHEER for liquid make-up and DEVONSHIRE and FLOWERS OF 
DEVONSHIRE for sundry cosmetics ;**? staR wEAR for hosiery, under- 
garments and pajamas, and starpust for similar merchandise ;**° 
DORWINDO for doors, windows and jalousies and win-por for goods 
in part identical ;*** parrRY CROowN with the design and DAIRY QUEEN, 
both for frozen dairy desserts ;*** sporT ToGs in a design including 
the words By NEPTUNE and the word sportogs, also in a fanciful 
design, for golf jackets and athletic apparel respectively ;*** am-co 
for rodenticides and amoco and amox for auto polish and an insec- 
ticide respectively ;*** WESTERN stTaR for potatoes and WESTERN STAR 
for fresh fruits;**° sHave-K1nG for electrical razors and SHAVE- 
MASTER for the same product ;**° swanKaps for children’s caps and 
SWANK and swaNkKsuHirts for men’s belts, suspenders, garters, and 
outershirts ;**" the letters B a c for potatoes and the letters a B c 








231. Pyrofax Gas Corp. v. Pyrotherm Gas Co., 118 USPQ 468 (Com’r, 1958). 

23la. Morris, Wheeler g& Co., Inc. v. Morrell, 118 USPQ 511 (Com’r, 1958). 

232. Time, Inc. v. Bauer Alphabets, Inc., 118 USPQ 510 (Com’r, 1958). The 
Commissioner cited the printing trade’s practice of using as a trademark for type faces 
the title of a publication for which the type face was designed. 

233. Dormin, Inc. v. De Leon Laboratories, Inc., 118 USPQ 514 (Com’r, 1958). 

234. Libbey-Owens-Ford Glass Co. vy. Wachtman, 119 USPQ 143 (Com’r, 1958). 

235. The General Tire & Rubber Co. v. The Hagerstown Rubber Co., 119 USPQ 
221 (Com’r, 1958). 

236. Dean Milk Co. v. Pure Sealed Dairy, Inc., 119 USPQ 262 (Tm. Bd., 1958). 

237. Monarch Laundry Co. v. The Monarch Laundry Machinery Corp., 119 USPQ 
268 ( Tm. Bd., 1958). 

238. Se henley Laboratories, Inc. v. Sedaquil, Inc., 119 USPQ 269 (Tm. Bd., 1958). 

239. Mary Dunhill, Inc. v. Devon, Inc., 119 USPQ 270 (Tm. Bd., 1958). 

240. Stardust, Inc. v. Birdsboro Knitting Mills, Inc., 119 USPQ 270 (Tm. Bd., 
1958). 

241. The Casement Hardware Co. v. Bush, 119 USPQ 271 (Tm. Bd., 1958). 

242. Noble’s Dairy Queen Stores, Inc. vy. Dairy Crown Corp., 119 USPQ 296 (Com’r, 
1958). 

243. Sporteens, Inc. v. Neptune Raincoat Co., Inc., 119 USPQ 300 (Tm. Bd., 1958). 

244. The American Oil Co. v. Smith, 119 USPQ 330 (Tm. Bd., 1958). 

245. Hansen Fruit § Cold Storage Co. v. Baltes, 119 USPQ 332 (Tm. Bd., 1958). 

246. Sunbeam Corp. v. Herold Products Co., Inc., 119 USPQ 333 ('T'm. Bd., 1958). 

247. Swank, Inc. v. Betty Ann Hats, Inc., 119 USPQ 334 (Tm. Bd., 1958). 








Vol. 49 T. M.R. TWELFTH YEAR OF TRADEMARK ACT OF 1946 1051 








and design for fresh vegetables, fruits and grapes;*** HEXACON 
and pentacon both for cameras and photographic accessories ;**° 
SUPERIN for an aspirin suppository product and supRARENIN for 
a medical compound used as a vasoconstrictor and hemostatic ;*” 
scHnapPs for salted nuts and BEER Nuts for similar nuts, where 
applicant also used the slogan So Goop WITH BEER in conjunction 
with the word scHNnapPs;*** FORTASARAN for piece goods made sub- 
stantially of saran, and rortisan for yarns and piece goods;*” 
BLUE DART for a line of children’s wear and part for goods in part 
identical ;7°* maxicaL for a nutritional supplement and MaxuKAL 
for an injectable calcium preparation ;** pro for athletic shoes and 
pro for athletic supporters ;** between cHIEF with a drawing of an 
Indian chief for garden tractors and parts thereof and savaGE 
POWER CHIEF and other cHiEF- component marks for lawn 
mowers;*** coo. sip for a liquid concentrate for making dietary 
soft drinks and xoot-am for powdered preparations for making 
soft drinks ;?*’ scanpEx for account cards, ledger sheets and similar 
forms and THE SCANDEX sysTEM for electrical data processing equip- 
ment ;***> sunBEAM for fluorescent lighting fixtures and suNBEAM 
for a wide line of electric appliances ;* putcH Boy with an illustra- 
tion of a Dutch boy for flower bulbs and putcH Boy with a similar 
illustration for paints and paint products; powny pire for a 
chemical to be used in laundering and powny for soap flakes ;*” 





248. Barbera Packing Corp. v. A.B.C. Packing Co., 119 USPQ 348 (Com’r, 1958). 
Applicant’s use of its mark with a trade name including the letters aBc was held to 
increase the likelihood of confusion. 

249. Pentacon Corp. v. Peerless Camera Stores Corp., 119 USPQ 439 (Com’r, 1958). 

250. Sterling Drug Inc. v. The Merritt Corp., 119 USPQ 444 (Tm. Bd., 1958). 
The fact that opposer’s compound would often be administered in emergency circum- 
stances was held to place applicant under a more severe duty to avoid likelihood of 
confusion. 

251. Brewster Food Service v. Milwaukee Nut Co., 119 USPQ 446 (Tm. Bd., 1958). 

252. Celanese Corp. of America v. A. Maia’s-Ing Fabrics, Inc., 119 USPQ 494 
(Tm. Bd., 1958). 

253. Cluett, Peabody § Co., Inc. v. Blough-Wagner Mfg. Co., Inc., 119 USPQ 495 
(Tm. Bd., 1958). 

254. George A. Breon § Co. v. Schenley Laboratories, Inc., 119 USPQ 500 (Tm. 
Bd., 1958). Although the Board felt that there would be no confusion among the pur- 
chasing public, it pointed out that hospital personnel might be confused as to which 
product was intended. 

255. The Kendall Co. v. Randolph Mfg. Co., Inc., 120 USPQ 61 (Com’r, 1958). 

256. Savage Arms Corp. v. The Great Lakes Tractor Co., 120 USPQ 89 (Com’r, 
1959). 

257. General Foods Corp. v. The Chicago Dietetic Supply House, Inc., 120 USPQ 
91 (Com’r, 1959). 

258. Farrington Mfg. Co. v. LeFebure Corp., 120 USPQ 93 (Com’r, 1959). 

259. Sunbeam Corp. v. Sunbeam Lighting Co., 120 USPQ 112 (Com’r, 1959). 

260. National Lead Co. v. Michigan Bulb Co., 120 USPQ 115 (Com’r, 1959). 

261. The Hewitt Soap Co., Inc. v. Marlyn Chemical Co., 120 USPQ 120 (Com’r, 
1959). 





| 
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WIZARD WITH woop for resin adhesives, glues and cements and 
wizarD for paints;** anpora for canned sea food products and 
ancora for canned turtle soup and meat;*** puron with vINYLASTIC 
for vinyl base paints and vineuast for anti-fouling marine paints ;** 
DANFRA for men’s wearing apparel and DAN, DAN RIVER, and other 
DAN- component marks for piece goods used in the manufacture of 
men’s apparel;*® THANALITH and TANALITH for wood preserva- 


tives ;*°° cHami sponcE for artificial sponges and the notation 


“chamois sponge” as used on a sponge made of chamois skin; 


DURATRON for a dust or colorant hardener for concrete floors and 
puTRON for paints ;** Hy-crort for poultry hatching eggs and baby 
chicks and Hy-cross as used by a seller of baby chicks; tTricHo- 
san for therapeutic vaginal jelly and rricHotins for a vaginal irri- 
gation powder ;* pIATHEN in script for diuretics and piaren for 
antihistamines ;*" trp-ToE-mMatic for clothes ironers and LEE TIP-TOE- 
matic for folding chairs;*"* pHENIsTAN for a preparation used for 
relief of colds and PHENERGAN for an antihistamine product used 
for both human beings and animals ;*** panny Boy for fresh tomatoes 
and anpy Boy for fresh vegetables ;*"* ponn rresH for fresh produce 
brokerage and distributing services and pawn FREsH for related 
goods ;***> apmirAL for outboard motor boats and apmrrau for radio 
receivers and electric appliances of many kinds ;** cRETE-PREP for 
cement or concrete paving cleaner composition and METALPREP and 


262. Western Auto Supply Co. v. United States Plywood Corp., 120 USPQ 121 
(Com’r, 1959). 

263. Moore § Co. Soups, Inc. v. Berger and Rachelson, Inc., 120 USPQ 122 (Tm. 
Bd., 1959). 

264. C. A. Woolsey Paint § Color Co. Inc. v. Duron Paint Mfg. Co., 120. USPQ 
124 (Tm. Bd., 1959). 

265. Dan River Mills, Inc. v. Danfra, Ltd., 120 USPQ 126 (Tm. Bd., 1959). 

266. Koppers Co., Inc. v. Allgemeine Holzimpragnierung Dr. Wolman GmbH, 120 
USPQ 236 (Tm. Bd., 1959). 

267. Schroeder g¢ Tremayne, Inc. v. Curtiss-Wright Corp., 120 USPQ 310 (Tm. 
Bd., 1959). 

268. Duron Paint Mfg. Co., Inc. v. The Garland Co., 120 USPQ 313 (Tm. Bd., 
1959). 

269. Hy-Cross Hatchery, Inc. v. Welp, 120 USPQ 323 (Tm. Bd., 1959). 

270. The Fesler Co., Inc. v. Milex Products, 120 USPQ 336 (Com’r, 1959). 

271. In re Sepdelen-Werke Gesellschaft mit Beschraenkter Haftung, 120 USPQ 346 
(Tm. Bd., 1959). 

272. Lee Industries, Inc. v. Sears, Roebuck and Co., 120 USPQ 349 (Tm. Bd., 
1959). 

273. American Home Products Corp. v. Chicago Pharmacal Co., 120 USPQ 349 
(Tm. Bd., 1959). 

274. WD’Arrigo Bros. Co. of California v. Fairchester Packing Co., Inc., 120 USPQ 
404 (Com’r, 1959). 

275. Michigan Mushroom Co. v. Barrett, 120 USPQ 408 (Com’r, 1959). 

276. Admiral Corp. v. Magnaflux Corp., 120 USPQ 412 (Com’r, 1959). The Com- 
missioner pointed out that consumer recognition of opposer’s mark might lead purchasers 
to buy applicant’s boats on the strength of opposer’s reputation. 
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various PREP combinations for a composition for removing and in- 
hibiting rust, removing oils and greases, and similar purposes ;*” 
CLOVERDELL for pork roll and cLover Farm for an assortment of 
meat products ;** caprLuac for winches and hoists and capiLuac for 
automobiles, parts thereof, supplies, accessories and equipment ;?” 
agax for starch and the same word for soap and a household 
cleaner ;**° RITE-FIT STROLLER for dresses and STROLLER and SHELTON 
STROLLER also for dresses and other women’s apparel;** s-K-o for 
a medicinal preparation and s-K-F and sxF for a line of pharma- 
ceuticals ;*** aNGELA Q for tricot fabrics and ancetica for men’s and 
women’s washable service apparel ;** cortina for canned tomatoes 
and corina for tomato paste and related goods;*** KLIPPER KING 
with a notation for fingernail clippers, ete. and pocket KiNG and 
KuUstToM KING for related goods ;**° THE SLENDERELLA DOLL for dolls 
and SLENDERELLA for dolls ;*** aRABESQUE for a decorative finish for 
glass, metal, plastics and the like and the same mark for furniture 
and furnishings accessories ;**" asMa-KETs for medicinal tablets for 
the relief of asthma and hay fever and asmatas for similar medi- 
cines ;*** mascor and stna mascot for dolls and toy animals, birds 
and fish, and Mascot Toy comMPpaNy used in the marketing of such 
goods ;**° InTERNATIO for ammonium sulphate used as fertilizer and 
INTERNATIONAL for fertilizers; atLumMatic for tanks for water 
heaters and aLumartic for combination storm and screen windows ;* 
STIMULAWN for organic compost and stiM-u-PLANnt for plant food ;*” 


277. Neilson Chemical Co. v. Halpern, 120 USPQ 500 (Tm. Bd., 1959). 

278. Clover Farm Stores Corp. v. Case Pork Roll Co., Inc., 120 USPQ 501 (Tm. 
Bd., 1959). 

’ 279. General Motors Corp. v. Aluminum Products, Inc., 120 USPQ 502 (Tm. Bd., 
1959). 

280. Colgate-Palmolive Co. v. Southeastern Syrup Co., 120 USPQ 540 (Tm. Bd., 
1959). 

281. Shelton Casuals, Inc. v. Max Wiesen & Sons Co., Inc.; Max Wiesen §& Sons 
Co., Inc. v. Shelton Casuals, Inc., 121 USPQ 92 (Com’r, 1959). 

282. Smith, Kline g& French Laboratories vy. S-K-O Laboratories, Inc., 121 USPQ 
105 (Tm. Bd., 1959). 

283. Angelica Uniform Co. v. A-Q Mills, Inc., 121 USPQ 187 (Tm. Bd., 1959). 

284. Tri-Valley Packing Ass’n v. Bristol Trading Corp., 121 USPQ 191 (Tm. Bd., 
1959). 

285. The W. E. Bassett Company v. Dilly Mfg. Co., Inc., 121 USPQ 193 (Tm. Bd., 
1959). 

286. Slenderella Systems, Inc. v. Quintet Toys, Inc., 121 USPQ 197 (Tm. Bd., 
1959). 

287. Arabesque, Inc. v. George Koch Sons, Inc., 121 USPQ 199 (Tm. Bd., 1959). 

288. Manhattan Drug Co. v. Rexall Drug Co., 121 USPQ 201 (Tm. Bd., 1959). 

289. Mascot Toy Co. Inc. v. Nolan, 121 USPQ 227 (Tm. Bd., 1959). 

290. International Minerals & Chemical Corp. v. N. V. Internationale Crediet-En 
Handels-Vereeniging “Rotterdam,” 121 USPQ 276 (Tm. Bd., 1959). 

291. Aluwmatic Corp. of America et al. v. The Hotstream Heater Co., 121 USPQ 
468 (Tm. Bd., 1959). 

292. Stim-U-Plant Laboratories, Inc. v. Scherr, d.b.a. Enfield Soil Builders, 121 
USPQ 472 (Tm. Bd., 1959). 
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STAR in a composite mark for insecticides and sTaR ROSE DUST with 
a design for the same product;*®* z-z eto for charcoal briquettes 
and £Z-FIRE and £-z Lite for kindling blocks and charcoal ;*** ExEcu- 
TIVE LINE for cigarette lighters, ashtrays and similar goods and 
EXECUTIVE for lighters and smoking tobacco ;*° sUPREME in a com- 
posite mark for vodka and BouRBON sUPREME for whisky ;** LITTLE 
GEM for knives and cem for safety razors and blades;**" PETER PAN 
for aprons, rain bonnets and gloves, and the same mark for cotton 
and rayon piece goods used in the manufacture of women’s apparel 
including aprons ;*** RN CREME for hand cream and aren for clinical 
products including medicated body lotion ;*” pv for television re- 
ceiving sets and parts thereof and cv for similar products ;°° 
PLASTI-BOND for a bonding cement and pLAsTER-wELD for related 
goods ;*° PAUL PERREGAUX for watches, clocks and parts thereof and 
GIRARD PERREGAUX for the same products ;* REFLECTO-BARRIER for a 
plastic film used as insulating material and reFLectau for related 


goods ;°°* REFLECTO-BATT for rock wool insulating bats and REFLECTAL 


for similar goods;** taLK-a-Lot for electric phonographs, inter- 


office communication equipment and amplifiers and TALK-A-PHONE 
for goods in part identical ;*° and x1nc-Kup for candy and kKIN@’s 


also for candy.*” 


b. Cancellation Proceedings 


No likelihood of confusion was found between LUSTERCHROME 
as registered on the Supplemental Register for picture postal 


293. The Conard-Pyle Co. v. Master Laboratories, 121 USPQ 530 (Tm. Bd., 1959). 

294. Black Panther Co., Inc. v. Godfrey L. Cabot, Inc., 121 USPQ 533 (Tm. Bd, 
1959). 
295. Larus & Brother Co., Inc. v. Alfred Robbins Organization, Inc., 121 USPQ 
535 (Tm. Bd., 1959). 

296. The American Distilling Co. v. Supreme Wine Co., Inc., 121 USPQ 589 (Tm. 
Bd., 1959). 

297. A.S.R. Products Corp. v. Chas. D. Briddell, Inc., 121 USPQ 632 (Tm. Bd., 
1959). The fact that opposer manufactured and sold to its customers a variety of 
household cutting implements utilizing GEM blades was held to increase the likelihood 
of confusion. 

298. Peter Pan Foundations, Inc. v. Brown, 121 USPQ 637 (Tm. Bd., 1959). 

299. Will Ross, Inc. v. Irwin, Neisler & Co., 122 USPQ 22 (Com’r, 1959). 

300. Motorola, Inc. v. Zenith Radio Corp., 122 USPQ 23 (Com’r, 1959). 

301. Larsen Products Corp. v. The Garland Co., 122 USPQ 94 (Com’r, 1959). 

302. Girard-Perregauz & Cie, S.A. v. Perregaux; Perregaux v. Girard-Perregauz 
§ Cie., 8.A., 122 USPQ 95 (Com’r, 1959). The Commissioner’s earlier ex parte holding 
that the marks involved were not in conflict (Ez parte Perregauxz, 106 USPQ 206 (Com’r, 
1955) was not res adjudicata in this adversary proceeding, particularly since the present 
record disclosed evidence of actual confusion. 

303. Borg-Warner Corp. v. Reflecto-Barrier Sales Co., Inc., 122 USPQ 103 (Tm. 
Bd., 1959). 

304. Borg-Warner Corp. v. Allied Chemical Corp., 122 USPQ 104 (Tm. Bd., 1959). 

305. Talk-A-Phone Co. v. Fanon Electric Co., Inc., 122 USPQ 106 (Tm. Bd., 1959). 

306. King Candy Co. v. King-Kup Candies, Inc., 122 USPQ 107 (Tm. Bd. 1959). 
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cards, and PLASTICHROME for post cards and pictorial reproductions 
in color ;°°’ waNDER for an oral preparation to test tuberculosis and 
WARNER for a line of pharmaceutical products ;°* pHos Frum for a 
phosphatizing compound and roscoat for similar goods;°° two 
GUN RANDY and RANDY HI-Top for men’s and women’s athletic and 
play shoes and raNnp for men’s dress shoes;*® CANOLECTRIC and 
caNn-o-MaAT both for electrically operated can openers ;** aTLas and 
a representation of a man holding up a globe for doors of the 
overhead type and a slightly different design of a man holding a 
globe for plywood panels and dimension veneers ;** SOUNDZORBER 
for rubber piping used to absorb vibrations and vipra-sorBER for 
similar products ;** sky vent for power roof ventilators and sky 
BLasT for similar goods;** gatvicon for galvanizing paints and 
GALVANUM for similar products ;*° and between TERMIcIDE for ex- 
terminating services and TERMINIXx for insecticides.*”* 

Petitions were sustained and the registrations canceled on 
the ground of likelihood of confusion in the following cases: JoLLY 
JEANS for ladies’ denim jeans and soLLy Kips Togs for children’s 
denim jeans ;*"’ cHRoMEcRAFT for metallic name plates and cHRom- 
craFt for chrome card frames for holding display cards;*** the 
representation of a lion’s head for various articles of footwear and 
LION BRAND and a representation of a lion’s head for similar 
goods ;*** a composite mark registered on the Supplemental Regis- 
ter featuring MRS. WOOD’s ORIGINAL MUSTARD SLAW and MRS. WOODS 
for relish, cauliflower and other vegetables ;°*° BREAKFAST CUP reg- 








307. Colourpicture Publishers, Inc. v. Tichnor Bros., Inc., 118 USPQ 461 (Com’r, 
1958). 

308. Warner-Hudnut, Inc. v. The Wander Co., 118 USPQ 466 (Com’r, 1958). 

309. The Pennsylvania Salt Manufacturing Co. v. L. R. Kerns Co., 119 USPQ 55 
(Com’r, 1958). 

310. International Shoe Co. v. Randolph Mfg. Co., Inc., 119 USPQ 295 (Com’r, 
1958). 

311. Rival Mfg. Co. v. Klassen Enterprises, Inc., 119 USPQ 446 (Tm. Bd., 1958). 

312. Atlas Plywood Corp. v. Atlas Overhead Door Co., 119 USPQ 493 (Tm. Bd., 
1958). 

313. Flexonics Corp. v. T. R. Finn & Co., Inc., 120 USPQ 401 (Com’r, 1959). Con- 
currently, an opposition proceeding filed by petitioner against the same registrant, 
involving the registered mark FLEXZORBER for flexible metal tubing, based on the same 
mark, VIBRA-SORBER, was considered and no likelihood of confusion was found; the 
opposition was simultaneously dismissed with the petition to cancel the mark SOUND- 
ZORBER. 

314. Robbins & Myers, Inc. v. Buffalo Forge Co., 120 USPQ 339 (Com’r, 1959). 

315. Vita-Var Corp. v. Galvicon Corp., 120 USPQ 505 (Tm. Bd., 1959). 

316. £.L. Bruce Co. v. American Termicide Co., Inc., 121 USPQ 586 (Com’r, 1959). 

317. Jolly Kids Togs v. Siceloff Mfg. Co., Inc., 118 USPQ 459 (Com’r, 1958). 

318. Chromcraft Corp. v. The Douglas Co., 119 USPQ 220 (Com’r, 1958). 

319. Craddock-Terry Shoe Corp. v. C. W. Horrell Ltd., 119 USPQ 474 (Tm. Bd., 
1958). 

320. Pikle-Rite Co., Inc. v. Orange Food Products, Inc., 120 USPQ 19 (Tm. Bd., 
1958). 
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istered under the Act of 1920 and sBreakrast cup registered for 
coffee ;*** HypRo-sET for electric vacuum cleaners and the same 
word for a vacuum cleaner used to clean underwater surfaces in 
swimming pools ;*** cEE DEE for ladies’ coats and suits and DEE CEE 
for men’s and boys’ casual and Western-style clothing ;** smLvEr 
DIAMOND registered on the Supplemental Register for a hair tinting 
and coloring preparation and CANARY DIAMOND as registered for 
a similar product;*** and an illustration of an Indian head over 
an arrowhead for work clothes and dungarees and a similar design 
for similar goods.** 


c. Interference Proceedings 


No confusing similarity was found to exist in the following 
interference proceedings: between vitamet for scrap metals and 
alloys used in smelting processes and vita for high speed and other 
metal alloys ;°*° and spor-LitE for theatre drapery fabrics and spPor- 
LicHT for garment fabrics.*” 

However, likelihood of confusion was found to exist between 
mMyorTau for a sedative for veterinary use and the same word for 
a sedative tablet for human use ;*** between conturTRIM for mould- 
ing strips used in constructing countertops and contour-top for 
prefabricated cabinet tops;**® between primrose for ladies’ and 
children’s panties and the same word for brassieres ;**° and _ be- 
tween WELLs FaRGo for freight transportation services and WELLS 
carco for similar services.*™ 


d. Concurrent Use Proceedings 


No likelihood of confusion was found to exist in the only con- 
current use proceeding decided by the Assistant Commissioner. 


321. ABC Sales Co. v. Pacific Union Ass’n of Seventh Day Adventists, 120 USPQ 
229 (Com’r, 1959). 

322. Poolmaster, Inc. v. Advance Machine Co., 120 USPQ 497 (Tm. Bd., 1959). 

323. Washington Mfg. Co., Inc. vy. Coco Coat Corp., 120 USPQ 499 (Tm. Bd., 1959). 

324. Bymart-Tintair, Inc. v. Clairol Inc., 121 USPQ 101 (Tm. Bd., 1959). 

325. Reed Brothers, Inc. v. Cherokee Mfg. Co., 121 USPQ 278 (Tm. Bd., 1959). 

326. LeVita Metal Alloy Co. v. Frankel Co., Inc., 120 USPQ 202 (Com’r, 1959). 

327. Frankel Associates, Inc. v. D. B. Fuller & Co., Inc., 121 USPQ 471 (Tm. Bd, 
1959). 

328. G@ §& G@ Pharmacal Co., Inc. v. The Warren-Teed Products Co., 120 USPQ 536 
(Tm. Bd., 1959). 

329. United Plywoods Corp. v. Congolewm-Nairn Inc., 121 USPQ 102 (Tm. Bd., 
1959). 

330. East Tennessee Undergarment Co., Inc. v. Primrose Foundations, Inc., 121 
USPQ 280 (Tm. Bd., 1959). 

331. Wells Cargo, Inc. v. Wells Fargo Storage Company, 121 USPQ 473 (Tm. Bd., 
1959). 
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In view of long simultaneous use by both parties, MoTHER’s BEST 
for wheat flour was granted registration despite an existing regis- 
tration for the word MoTHEr’s alone for crushed oats, wheat flour, 
oatmeal and similar products.*** 


2. Decisions by the Court of Customs and Patent Appeals 
a. The Substantive Issue of Likelihood of Confusion 


In examining the recent decisions of the Court of Customs 
and Patent Appeals on the question of likelihood of confusion, it 
will be noted that there was a considerable number of decisions in 
which no likelihood of confusion was found to exist, although in 
some of these the Commissioner of Patents had reached a con- 
trary conclusion. In L. Nachman & Son, Inc. v. E. Lasner, Inc.,3** 
both the Assistant Commissioner and the Court held that confusion 
was unlikely between the trademark swirL as used on women’s 
aprons on the one hand and swrrtaway for fur scarves on the 
other. In Frances Denney v. Elizabeth Arden Sales Corp.,*** it 
was held that 1vvistBLe vert for pressed face powder was not likely 
to be confused with INVISIBLE BEAUTY sTRAP for vanishing liquid 
cream. In the course of its decision, the Court reiterated the now- 
established rule that in determining the confusion issue, the in- 
dividual marks alone should be compared regardless of an asso- 
ciated house mark which may be used by one or both parties in 
conjunction therewith.** An opposition by the owner of the trade- 
mark eLtow for shampoos as against an application to register the 
word eio-ray for hairdressing**® was dismissed by both the Com- 
missioner and the Court, particularly in view of the weakness of 
the term etow. In an opposition by the owner of JEAN MARIE FARINA 
against registration of saNnMaRIE, the case was dismissed for lack 
of likelihood of confusion.*** Also unsuccessful both before the 
Commissioner and the Court was the owner of the well-known 





332. Nebraska Consolidated Mills Co. v. The Quaker Oats Co., 118 USPQ 454 
(Com’r, 1958). 

333. 263 F.2d 342, 120 USPQ 479, 49 TMR 586 (C.C.P.A., 1959). 

334, 263 F.2d 347, 120 USPQ 480, 49 TMR 581 (C.C.P.A., 1959). 

335. This rule was established in Hat Corp. of America v. John B. Stetson Co., 
223 F.2d 485, 106 USPQ 200, 45 TMR 1343 (C.C.P.A., 1955), and has been mentioned 
in these reports in previous years, cf. particularly “The Eighth Year,” 106 USPQ Part 
II, p. 6, 45 TMR 998 (1955). 

336. Sears, Roebuck § Co. v. Haymer, 263 F.2d 348, 120 USPQ 482, 49 TMR 590 
(C.C.P.A., 1959). 

337. Roger & Gallet v. Janmarie, Inc., 263 F.2d 350, 120 USPQ 484, 49 TMR 588 
(C.C.P.A., 1959). The case had been previously before the Court on the ex parte issue 
of ownership of opposer’s trademark, 245 F.2d 505, 114 USPQ 238, 47 TMR 1126 
(C.C.P.A., 1957); ef. “The Tenth Year,” 114 USPQ No. 7, p. 21, 47 TMR 879. 
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trademark tux for soap, who sought to prevent registration of 
THRIFT-D-LUX in connection with dry cleaning services.** The 
Court, while acknowledging that a service mark may, of course, be 
found confusingly similar to a trademark, reached the conclusion 
that the relationship here was too “tenuous.” KARBON KING for 
carbon removals was held not to be conflicting with wu1re K1NG for 
soap,*” and in Wayne Knitting Mills v. Pilot Full Fashion Mills, 
Inc.,**° both the Commissioner and the Court held that an appli- 
cant’s mark “‘BLENDTONEs for” above the representation of three 
dressmaker’s forms was not likely to be confused with opposer’s 
THREE SMART GIRLS and a picture of three women, both marks being 
used on stockings. No likelihood of confusion was found to exist 
in Sears, Roebuck and Co. v. Hofman," where the trademark royau 
PLUMAGE as applied to hosiery, was held, with one dissenting 
opinion, to be registrable over opposer’s registered mark ROYAL 
PURPLE as used on the same product. 

In The Kalart Company, Inc. v. The Camera-Mart, Inc.,** it 
was held by the Commissioner and the Court, Judge O’Connor 
dissenting, that a registration for camart for cameras should not 
be canceled upon petition by the registrant of kaLart for similar 
products. The Court’s decision is significant in noting that the 
trade practices of a registrant may not be considered in a cancel- 
lation proceeding, particularly since there was no assurance that 
such practices might not change in due course. However, the Com- 
missioner’s decision, which had given weight to such trade prac- 
tices, was nevertheless affirmed on the ground that there was only 
a slight similarity in sound between the two marks.** 

Much smaller is the number of cases decided by the Court in 
which likelihood of confusion was found to exist. Such finding 
was made in Meyer Chemical Company v. Anahist Co., Inc.,** 
where the owner of the well-known trademark ananist prevailed 
in opposing the registration of aLMenist for an allergy remedy. 
Contrary to the Commissioner, the Court held, in Sealy, Inc. v. 








338. Lever Brothers Co. v. Thrift-D-Lux Cleaners, Inc., 263 F.2d 842, 120 USPQ 
527, 49 TMR 592 (C.C.P.A., 1959). 

339. Los Angeles Soap Company v. Lester Laboratories, Ltd., 264 F.2d 909, 121 
USPQ 221 (C.C.P.A., 1959). 

340. 266 F.2d 958, 121 USPQ 604, 49 TMR 1003 (C.C.P.A., 1959). 

341. 258 F.2d 953, 119 USPQ 137, 48 TMR 1480 (C.C.P.A., 1958). 

342. 258 F.2d 956, 119 USPQ 139, 48 TMR 1483 (C.C.P.A., 1958). 

343. In its only other decision involving a cancellation proceeding, Smith et al. 
(Black Panther Co., Inc.) v. Coahoma Chemical Co., Inc., 264 F.2d 916, 121 USPQ 215 
(C.C.P.A., 1959), respondent’s BLACK PANTHER trademarks were ordered canceled on 
the ground that they were invalidly obtained and had been subsequently abandoned. 

344. 263 F.2d 344, 120 USPQ 483, 49 TMR 583 (C.C.P.A., 1959). 
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Simmons Company,** that confusion was likely to occur between 
BABY POSTURE for mattresses on the one hand and BAaBy POSTUREPEDIC 
for the same goods on the other. The Court once again emphasized 
that, in determining this issue, the fact that opposer’s products 
were also known and advertised under a house mark (sEALY) was 
not entitled to weight. In Pink Lady Corp. v. L. N. Renault & Sons, 
Inc.,°** the registrant of the mark pink Lapy for fruit juices suc- 
ceeded in opposing registration of the identical phrase accompanied 
by a picture of a woman, for wine. In reversing the Commissioner, 
who had found no likelihood of confusion in view of the dissimi- 
larity of the products involved, the Court unanimously found that 
in determining the issue of likelihood of confusion under the 1946 
Act, it was still appropriate to consider the “descriptive proper- 
ties” of the products. In view of the fact that opposer’s and 
applicant’s products were sold in the same stores and would have 
been considered merchandise of “the same descriptive properties” 
under the Act of 1905, the conclusion was reached that the opposi- 
tion should be sustained. The decision is also significant for an 
additional reason: contrary to the Commissioner, the Court held, 
as it had done in the previous year,**’ that opposer’s burden of 
proof of likelihood of confusion did not require the submission of 
proof other than the registration itself. The decisions of both 
the Examiner of Interferences and the Commissioner were re- 
versed in Esso Standard Oil Company v. Bigelow-Clark, Inc.,°** 
involving an opposition against registration of the term PaRM as 
a trademark for an antiseptic rubefacient for massaging, by the 
registrant of the mark parmo for petrolatum. The Court, Chief 
Judge Worley dissenting, held that the burden of proof with 
regard to the marketing methods of the products involved rested 
with the applicant, rather than with the opposer. It was indicated 
that, in the absence of such evidence, it had to be presumed that 
the same means were employed by both parties. The most recent 
and, it is submitted, rather unexpected reversal of the decisions of 
both the Examiner of Interferences and the Commissioner occurred 
in The United States Time Corporation v. Tennenbaum,*” where 
the Court held in favor of the registrant of the trademark Timex 





345. 265 F.2d 934, 121 USPQ 456, 49 TMR 880 (C.C.P.A., 1959). 

346. 265 F.2d 951, 121 USPQ 465, 49 TMR 881 (C.C.P.A., 1959). 

347. American Throwing Company, Inc. v. Famous Bathrobe Company, Inc., 250 
F.2d 377, 116 USPQ 156, 48 TMR 622 (C.C.P.A., 1957); cf. “The Eleventh Year,” 118 
USPQ No. 7, p. 18, 48 TMR 1084 (1958). 

348. 266 F.2d 804, 121 USPQ 519, 49 TMR 984 (C.C.P.A., 1959). 

349. 267 F.2d 327, 122 USPQ 15 (C.C.P.A., 1959). 
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for clocks, watches, ete., in an opposition proceeding against an 
applicant for registration of the word Texrx for the same products. 
It was held that despite numerous dissimilarities and, “the strong 
suggestiveness” of the mark timex, there might still be a likelihood 
of confusion and that in borderline cases of this sort doubt should 
be resolved in favor of the first user against the newcomer. 


b. Use of Third Party Registrations as Evidence 


By far the most important decision of the Court of Customs 
and Patent Appeals during the last twelve months was rendered 
in Shoe Corporation of America v. The Juvenile Shoe Corp. of 
America.®®* Indeed, this decision might well be characterized as 
“the trademark decision of the year.” In a four-to-one decision, 
the Court at last overruled a long line of earlier decisions which 
had held that third party registrations could never be given weight 
in deciding the issue of confusing similarity. The earlier decisions 
were now characterized as “too broad” and the following new rule 
was established: 


“In determining whether a word or syllable has a descriptive 
or suggestive significance as applied to merchandise it is 
proper to take notice of the extent to which it has been used 
in trademarks by others on such merchandise. If it has been 
frequently so used, the inference is warranted that it is not 
purely arbitrary; that it would be likely to be understood by 
purchasers as identifying or describing the merchandise itself, 
rather than the source thereof, and hence as having little or 
no trademark significance.” ** 


In thus unequivocally permitting reference to third party regis- 
trations as evidence bearing on the strength of an opposer’s mark 
and consequently on the issue of likelihood of confusion, the ma- 
jority opinion also noted that the Court had, in some recent cases, 
given some weight to such registrations without having formally 
overruled the earlier decisions. Regardless of whether or not 
there was evidence of the extent to which such third party regis- 
trations were in actual use, it was held that the very fact that five 
other concerns had secured registrations including the same term 
(LAzy) as the initial word of their trademarks on the same line 


350. 266 F.2d 793, 121 USPQ 510, 49 TMR 650 (C.C.P.A., 1959). 
351. 266 F.2d 793, 796, 121 USPQ 510, 512-13, 49 TMR 650, 654. 
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of goods was, in itself, an important element in passing on the 
issue of confusion.*” 

On the same day on which the Shoe Corp. of America case,** 
was decided the Court took occasion to apply the new doctrine in 
National Motor Bearing Co., Inc. v. James-Pond-Clark;*** third 
party registrations including the same or a similar picture repre- 
sentation of a seal were held to be competent evidence to prove the 
weakness of opposer’s mark. Said Judge Martin: 


“We are of the opinion that evidence of present third party 
usage has an even greater tendency to weaken an opposer’s 
mark since such usage is relevant for the same reasons as 
third party registrations and also indicates a conditioning of 
the public mind to the common feature, thereby decreasing 
any likelihood of confusion.” ** 


The Court was careful to add that such third party registrations 
were, of course, not evidence of present usage of the marks but 
only tended to prove the weakness of opposer’s registration.*® 


II. “DAMAGE” OR “INJURY” BASED ON OTHER GROUNDS 


a. Descriptiveness or Genericness of Applicant’s Mark 


There have been an unusually large number of opposition 
proceedings during the last year in which an opposer successfully 
alleged to have been “damaged” not on the basis of a prior right 
of his own but on the ground that the applicant sought to register 
a descriptive or generic term which the opposer and other com- 
petitors had an equal right to use and in fact did use in their own 
businesses. Thus, the opposer was successful in preventing regis- 
tration of MATCHBOX SERIES for toy model vehicles and machines 
on the ground that MaTcHBOx was commonly used in the miniature 
toy industry.*” Similarly, rmLeR-FLats as used on trays for pack- 





352. Chief Judge Worley strongly dissented. He said: “I am convinced we are 
improperly, unnecessarily, and unwisely shattering sound and established precedents, and 
substituting nothing but new uncertainties which will impose additional burdens and 
require many years of decisions by the Patent Office and this court before the same 
degree of justice, certainty and stability now enjoyed can be achieved.” (266 F.2d 799, 
121 USPQ 515, 49 TMR 658.) 

353. Note 350 supra. 

354. 266 F.2d 799, 121 USPQ 515, 49 TMR 644 (C.C.P.A., 1959). 

355. 266 F.2d 799, 802, 121 USPQ 515, 517, 49 TMR 644, 647. 

356. Chief Judge Worley, while agreeing in the result, reiterated his dissent with 
regard to the evidentiary significance of third party registrations, 266 F.2d 804, 121 
USPQ 518, 49 TMR 649. 

357. Louis Marx §& Company, Inc. et al. v. J. Kohnstam, Ltd., 118 USPQ 457, 49 
TMR 101 (Com’r, 1958). 
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ing fragile articles was denied registration on the ground that the 
expression was in common usage and for the additional reason 
that applicant himself had educated the public to use this term as 
a generic name for his patented article.*** In Wenham Supply 
Company v. Contour Truck Guards, Inc.,* the word contour for 
splash guards for vehicles was held to be a common descriptive 
term, particularly since the term was so used in an Illinois statute. 
MAGAMP was held unregistrable on the ground that it was but a 
common abbreviation for magnetic amplifiers and had been widely 
so used in the trade, including the opposer.*® It was held that 
opposer and its personnel had for many years used the term as 
an abbreviation for magnetic amplifiers and that it and others 
should not be deprived of their right to continue such descriptive 
use. The term ONE STROKE as used on ceramic colors was held 
unregistrable over the opposition by a competitor who satisfied 
the Commissioner that this was but a generic term and used in the 
entire trade in connection with highly concentrated ceramic under- 
glaze colors.** In Independent Lock Company v. Schlage Lock 
Company, registration was unsuccessfully sought for the outline 
of the bow section of a key for which the applicant had previously 
secured two registrations on the Supplemental Register. The Com- 
missioner not only sustained the opposition on the ground that 
the outline silhouette of the key bow lacked trademark significance 
but, at the same time, ordered cancellation of applicant’s two pre- 
vious registrations. 

In Sponge and Chamois Institute et al. v. Curtiss-Wright 
Corp.,** an application had been filed to register CHAMI SPONGE 
for artificial sponges; this application was opposed in part on the 
ground that cHami was only the phonetic equivalent of cHAmots, 
a common descriptive term for a certain type of leather. It was 
argued that cHami as used by applicant was at least misdescriptive 
as applied to applicant’s product. Based on the finding that the 
term “chamois” had been “rigorously restricted” in the industry 
to natural skins processed in accordance with certain recognized 
procedures, it was concluded that the use of the term for sponges 








358. Central Fibre Products Co. v. Keyes Fibre Co., 118 USPQ 512, 49 TMR 123 
(Com’r, 1958). 

359. 119 USPQ 302, 49 TMR 302 (Tm. Bd., 1958). 

360. Bendix Aviation Corp. v. Westinghouse Electric Corp., 120 USPQ 230 (Com’r, 
1959). 

361. Re-Ward Ceramic Color Mfrs., Inc. v. Robert R. Umhoefer, Inc., 121 USPQ 
606, 49 TMR 992 (Com’r, 1959). 

362. 121 USPQ 609, 49 TMR 996 (Com’r, 1959). 

363. 120 USPQ 309 (Tm. Bd., 1959). 
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would result in a deception of the public. The opposition was 
accordingly sustained. Equally unsuccessful before the Board was 
an applicant seeking to register a composite mark including the 
designation 65° BELOW ZERO as used on priming fuel for starting 
diesel engines. The competing opposer was able to satisfy the 
Board that this terminology had merely descriptive significance 
in this particular trade and should not be held registrable as a 
trademark or part thereof.** 

One case of this type reached the Court of Customs and Patent 
Appeals, involving the registrability of the word sPHERULITE as a 
trademark for castings made of iron and iron alloys. The court 
affirmed both the decisions of the Examiner and the Commissioner 
in ruling that the term had a well understood meaning to metallur- 
gists and foundrymen and was, therefore, incapable of appropri- 
ation.“ The court observed that it was not necessary for the 
opposer to make a showing of actual use of the mark on its own 
part as long as it had been established that damage to opposer 
would ensue if it or its customers were prevented from using the 
term “spherulite” in describing their products. Most recently, the 
term GIn RUMI for a blend of gin and rum was rejected upon an 
opposer’s allegation that this phrase, being merely the phonetic 
equivalent of “gin and rum,” would tend to divert to applicant 
sales of opposer’s rum products, and that a term so closely re- 
sembling the generic term “gin and rum” should not be permitted 
registration.*® 

Only two reported cases have been found in which an applicant 
prevailed against notices of opposition based on descriptiveness or 
genericness. In Knomark Mfg. Co., Inc. v. The Rapp-Ramsey 
Company,*" applicant sought to register the word suing for a 





364. Wilco Company v. Spray Products Corp., 121 USPQ 277, 49 TMR 781 (Tm. 
Bd., 1959). 

365. Meehanite Metal Corp. v. The International Nickel Co., Inc., 262 F.2d 806, 
120 USPQ 293 (C.C.P.A., 1959). 

366. Compania “Ron Bacardi,” S.A. v. Jaffe, 122 USPQ 26 (Com’r, 1959). In 
Roux Distributing Co., Inc. v. Clairol, Inc., 118 USPQ 378, 48 TMR 1547 (Com’r, 1958), 
the Commissioner ordered the registration on the Supplemental Register of the term 
HAIR COLOR BATH canceled on the ground that it was but the name of the product and 
had been so used by the registrant himself. In The Julep Company v. Ginger Mint 
Julep Company, 120 USPQ 466 (Tm. Bd., 1959), a petition was filed to cancel a 
registration of the term GINGER-MINT JULEP for soft drinks, which was granted on the 
ground that the petitioner had proven prior use of the term JULEP as against the regis- 
trant; the registrant asserted, in trying to maintain his registration despite such earlier 
use of the term JULEP by petitioner, that this term was “generic and publici juris” for 
a type of soft drink. In this respondent did not succeed since the Board failed to find 
any evidence in the record tending to show that JULEP had become a common descriptive 
term in this particular industry. 

367. 120 USPQ 338 (Com’r, 1959). 
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preparation for cleaning and polishing. An opposition was filed 
based on descriptive use of the word “shine” in connection with 
opposer’s shoe polish, Esqgurre. The Examiner of Interferences 
had held the word “shine” to be a common descriptive term in 
connection with a cleaning preparation, but was reversed by the 
Commissioner on the ground that, as used by applicant, the word 
SHINE functioned as a brand name for a household cleaner and as 
such, in the Commissioner’s opinion, did not interfere with op- 
poser’s right to continue use of the word “shine” in its primary 
sense in connection with the promotion and advertising of its shoe 
polish. 

The only other instance of an unsuccessful opposition based 
on genericness occurred in the Commissioner’s recent decision dis- 
missing an opposition against registration of CARILLONIC BELLS 
for phonograph records and similar products.** Despite the fact 
that the Examiner had sustained the opposition and that the Court 
of Customs and Patent Appeals a few years ago had held the term 
to be generic as applied to electrically operated chimes and caril- 
lons,*® it was found that the term had no such significance as 
applied to phonograph records. The opposition was dismissed on 
the further ground that the opposer had made no showing that it 
had ever used or intended to use this term in connection with 
phonograph records or even in connection with electronic carillons. 


b. Opposition and Cancellation Based on “Fraudulent” 
Registration 


1. By Private Parties or Competitors 


It seems that the philosophy embodied in Section 43(a) of the 
Lanham Act, permitting the instituting of private litigation on 
behalf of anyone adversely affected by a false designation of origin 
or false description of a product will not be analogously applied 
to inter partes Patent Office proceedings in which a notice of 
opposition is based on such an allegation. In Syndicat de la Par- 
fumerie Francaise v. Lady Beautiful, Inc.,°° an opposition was 
filed by an association of French perfume and cosmetic manufac- 
turers which had been formed primarily for the purpose of pre- 


368. Stromberg-Carlson Company v. Schulmerich Carillons, Inc., 122 USPQ 24 
(Com’r, 1959). 

369. Schulmerich Electronics, Inc. v. J. C. Deagan, Inc., 202 F.2d 772, 97 USPQ 
141, 43 TMR 735 (C.C.P.A., 1953) ; also “The Ninth Year,” 110 USPQ No. 8, Part II, 
p. 36, 46 TMR 1017 and note 220. 

370. 119 USPQ 359, 49 TMR 353 (Tm. Bd., 1958). 
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venting use of false and deceptive French designations of per- 
fumes. The association sought to oppose registration of the mark 
COMTESSE FLEURY DE PARIS for a skin cream manufactured in the 
United States. However, the opposition was dismissed on motion 
on the ground that the association had no standing to institute 
the proceeding and had not alleged facts showing that it would be 
“damaged” by the registration. In so deciding, the Appeal Board 
relied primarily on Pocahantas Operators Association v. Carter 
Coal Co.,*" decided by the Court of Customs and Patent Appeals 
long before 1940. In the writer’s opinion, it would seem desirable 
and in the public interest to apply the more liberal principle now 
found in Section 43(a) of the Act to opposition proceedings as 
well; it is submitted that an association founded for the purpose 
of protecting the integrity of the members of an industry should 
have the right to act on their behalf in a qui tam capacity, particu- 
larly since the Federal Trade Commission has not been given the 
right to institute opposition proceedings but is limited in its 
jurisdiction to the filing of petitions for cancellation in the specific 
instances set forth in Section 14 of the Act of 1946. 


2. By the Federal Trade Commission 


Until this year, the Commission could not be credited with a 
single cancellation resulting from a contested Patent Office litiga- 
tion instituted by the Commission on one of the grounds listed in 
Section 14 of the Act.**? However, in The Federal Trade Commis- 
sion v. Bart Schwartz International Textiles, Ltd.,5* the Commis- 
sion recently succeeded, after extended litigation, in securing « 
decision from the Appeal Board ordering cancellation of the trade- 
mark Fiocco on the ground that this was a common descriptive 
term meaning a certain staple rayon which had been in general 
use both in Italy and in the United States as such at the time 
of the filing of registrant’s application. It is interesting to note 
that the Commission would apparently have lacked jurisdiction 
to institute the proceeding solely on the ground that the name 
was a common descriptive term, since the proviso in Section 
14, by referring to Section 14(c), limits the Commission’s juris- 
diction in cases of this type to situations in which an article or 





371. 160 F.2d 114, 73 USPQ 51, 37 TMR 340 (C.C.P.A., 1947). 

372. In its first attempt the Federal Trade Commission had failed because the 
registration had been filed under the 1905 Act and was not republished. The Commis- 
sioner held that the FTC lacked jurisdiction in such cases. Federal Trade Commission 
v. Elder Mfg. Co., 84 USPQ 429, 40 TMR 252 (Com’r, 1950). Cf. “The Third Year,” 
86 USPQ No. 10, Part II, p. 16, 40 TMR 914. 

373. 121 USPQ 99, 49 TMR 884 (Tm. Bd., 1959). 
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substance is involved “on which the patent has expired,” a situa- 
tion not present in the Fiocco case. It was, therefore, incumbent 
upon the Commission to satisfy the Appeal Board that the regis- 
tration was obtained “fraudulently.” This the Commission suc- 
ceeded in doing chiefly as a result of the cross examination of regis- 
trant’s president, who failed to convince the Board that he had 
never seen or heard of the word Fiocco in its generic sense at the 
time of the adoption of the term as a trademark in the United 
States. An appeal to the Court of Customs and Patent Appeals 
has been taken by the registrant from the Appeal Board’s decision. 


c. “Rectification” of the Register Resulting from 
Invalid Vesting of Enemy-Owned Trademarks 


At this point of the report, reference should be made to the 
rather unique litigation which is still pending before the Court of 
Appeals for the District of Columbia with regard to the present 
status of the world famous trademark, zeiss. A registration of 
this mark which dates back to 1912 was vested during the first 
world war and after the war was transferred to the Chemical 
Foundation, Incorporated, a Government-controlled holding com- 
pany, which was found never to have actually used the mark but 
which, in turn, assigned title thereto to the Attorney General of 
the United States. As a result of this latter transfer, the Attorney 
General, as the record owner of the zrtss registration, recorded the 
registration with the Bureau of Customs and, in the exercise of his 
privilege under Section 526 of the Tariff Act, drastically restricted 
importation into this country of merchandise originating in the 
factory in Jena operated as Carl Zeiss VEB. The plaintiff in 
Ercona Corporation et al. v. Rogers et al.,*"* acting as importer 
and distributor of such East German merchandise, brought a civil 
suit against the Attorney General, seeking to enjoin the Govern- 
ment from enforcing its rights under Section 526 of the Tariff Act 
on the ground that neither the Chemical Foundation nor the Attor- 
ney General had ever acquired title to the zz1ss trademark in the 
United States since the mark had never been assigned to Carl 
Zeiss, Ine., the U.S. distributor, and since no merchandise bearing 
that name had ever been manufactured in the United States, so 
that, contrary to the E. Leitz situation,*” the entire situs of the 





374. 120 USPQ 100, 49 TMR 444 (D.C., D.C., 1958). 

375. Watson v. E. Leitz, Inc., 254 F.2d 777, 117 USPQ 13, 48 TMR 974 (C.A., 
D.C., 1958). Cf. “The Eleventh Year,” 118 USPQ No. 7, Part II, p. 9 et seqg., 48 TMR 
1037, 1059. 
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zEIss trademark and its good will had remained in Germany. The 
plaintiff emphasized that the question of title to the trademark as 
between the original East German concern and the Carl Zeiss 
Foundation, which had been removed to West Germany at the 
time of the Russian occupation, was not in issue before the Court 
at the present time. Judge Jackson, formerly of the Court of 
Customs and Patent Appeals and sitting by designation, held that 
the trademark zetss had never been validly seized by the Govern- 
ment and that, consequently, neither the Chemical Foundation nor 
the Office of Alien Property had acquired title thereto. However, 
in its final judgment, the Court did not order cancellation of this 
registration but directed the Commissioner of Patents “to rectify 
the Trademark Register by deleting any and all references to the 
Attorney General of the United States or to The Chemical Founda- 
tion Incorporated, as the owner or registrant of Trademark Regis- 
tration No. 85,539, for the trademark zrlss.” ** At the same time, 
the recordation with the Bureau of Customs was ordered can- 
celed.*”” 


PART III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 
a. Appellate Federal Court Decisions 


In reviewing significant federal appellate court decisions dur- 
ing the last year, it may first be noted that no decision on any 
aspect of trademark protection or unfair competition was ren- 
dered by the United States Supreme Court during the period here 
under review. As reported elsewhere,*” the only litigation which 
actually reached that Court was the perfume importers case which, 
however, was remanded by the Court to the district court with a 
mandate to dismiss the suits. Nor did the Court of Appeals for 
the First Circuit have an opportunity to render a decision on these 
subjects during the past year, although the court took occasion in 
one case involving alleged unfair competition in the nature of 
sending out “warning letters” about patent infringement in bad 


376. 120 USPQ 106, 48 TMR 974. Should the court’s decision be affirmed on 
appeal, the quoted “rectification” would nécessarily seem to invalidate two past renewals 
of the registration secured on behalf of the Chemical Foundation and the Attorney 
General, respectively. 

377. Cf., Cerney-Fisher, “Effects of Confiscation on TradeMarks Registered 
Abroad,” 8 Am. U. L. Rev. 44 (1959). 

378. Supra, Trademarks and Antitrust, Introduction, 3, p. 1022. 
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faith, to emphasize that a district court’s discretion in the granting 
of temporary relief both in a prohibitory and mandatory form was 
very broad and should not be disturbed except in case of manifest 
abuse. In Celebrity, Inc. v. Trina, Inc.,°° the lower court had 
refused injunctive relief and had also denied plaintiff’s request to 
order defendant to issue telegrams of retraction of its claims of 
patent infringement. In affirming the lower court, the appellate 
tribunal said: 


“Although there is traditionally less reluctance to issue a pre- 
liminary injunction merely prohibitory in form that is aimed 
at preserving the status quo, even here the scope of review is 
limited to whether or not the lower court has abused its dis- 
cretion. * * * This exercise of discretion by the district court 
if sound will not be reversed by the appellate court even 
though if it had been the lower court it would have made a 
different order.” **° 


The court concluded that defendant’s denial of bad faith raised 
an issue of fact which should not be decided on preliminary hearing. 

However, contrary to the Court of Appeals for the First 
Cireuit, the Court of Appeals for the Third Circuit only a few 


weeks ago set aside a preliminary injunction granted by the district 
court in Joseph Bancroft & Sons Co. v. Shelley Knitting Mills, 
Inc.** The plaintiff in that case was the owner of the trademark 
BAN-LON and had licensed several hundred knitters to use the name 
BAN-LON on their products provided they were manufactured in 
accordance with plaintiff’s specifications. It was alleged that de- 
fendants-licensees had failed to live up to plaintiff’s quality re- 
quirements and the lower court, finding for plaintiff, had enjoined 
defendant from making any use of the Ban-Lon trademark directly 
or indirectly. In setting aside the injunction, the appellate court 
held that there had been no evidence of “irreparable injury” to 
plaintiff and that the lower court had failed to balance the “con- 
venience” of the parties. 

The only other trademark decision by the Court of Appeals 
for the Third Cireuit was The Flintkote Company v. Tizer et al.,°* 
involving alleged infringement of plaintiff’s trademarks TILe-TEx 
used on asphalt tile products and FLEXACHROME used on a more 


379. 264 F.2d 956, 121 USPQ 61 (C.A. 1, 1959). 

380. 264 F.2d 958, 121 USPQ at p. 62 

381. 119 USPQ 463, 49 TMR 412 (D.C., E.D. Pa., 1958), reversed and remanded, 
122 USPQ 113 (C.A. 3, 1959). 

382. 121 USPQ 284 (C.A. 3, 1959). 
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expensive viny! plastic asphalt tile, by defendant’s use of the trade- 
marks TILE-TONE and FLEXTONE for the same product. Both the 
district court and the Court of Appeals found no infringement, 
primarily on the ground of the inherent weaknesses of the trade- 
marks involved. The court emphasized that the common prefix 
“Flex” was descriptive and that the completing syllables “chrome” 
and “tone” were dissimilar in appearance and only slightly similar 
in sound. The same finding was made with regard to TILE-TEx and 
TILE-TONE. 

It may be interesting to compare the conservative Third Cir- 
cuit decision in the FLEXACHROME case with the recent decision by 
the Court of Appeals in the Seventh Circuit in the DRAMAMINE 
case.*** Contrary to the district court, the court there held that 
the trademark pRAMAMINE, today probably the best known motion 
sickness remedy, was infringed by defendant’s BONAMINE. DRAMA- 
MINE was held to be an arbitrary trademark and the two terms 
were found to contain the same number of syllables, to have the 
same stress patterns with primary accent on the first syllable and 
secondary accent on the third, and to include two identical last 
syllables. The court said: 


“Defendant adopted the name BONAMINE apparently with the 
idea of getting as close to DRAMAMINE as was legally possible, 
but we hold the evidence in this case discloses that defendant 
got too close.” *** 


Consequently, defendant was enjoined from further use of the 
trademark BONAMINE but plaintiff was not held entitled to an 
accounting of profits or an award of damages. 

It was in the Second Circuit where several landmark decisions 
were rendered in connection with various aspects of the Trademark 
Act of 1946 which may well result in more effective statutory pro- 
tection for owners of registered trademarks. This trend was fore- 
cast in the court’s sEASON-ALL decision,**° where the plaintiff, rely- 
ing on its registered trademark sgason-aLL for storm windows, 
sought to enjoin defendant from including that term in its corpo- 
rate name in connection with manufacturing and selling the iden- 
tical article. As against defendant’s attack of the plaintiff’s 


383. G. D. Searle § Co. v. Chas. Pfizer § Co., Inc., 265 F.2d 385, 121 USPQ 74, 
49 TMR 832 (C.A. 7, 1959). 

384. 265 F.2d 384, 389, 121 USPQ 74, 77, 49 TMR 832, 837. 

385. Aluminum Fabricating Company of Pittsburgh et al. v. Season-All Window 
Corp., 259 F.2d 314, 119 USPQ 61, 49 TMR 78 (C.A. 2, 1958). 
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registered mark on the ground of descriptiveness, the court ruled 
that under the Act of 1946 some real value should be given to 
the “imprimatur” of the Patent Office and to the prima facie pre- 
sumption of the validity of the registration: 


“We give full weight to the registration and hold that this 
prima facie evidence of validity has not been overcome by 
the arguments advanced by the appellant.” ** 


It was further held that an unsubstantial use by a third party of 
the same or similar term prior to the plaintiff’s first use and in a 
different part of the country, should not be held to destroy the 
plaintiff’s right to protection under the statute. Shortly after the 
SEASON-ALL decision, the court held in a per curiam decision*®”’ that 
the mark spice LAND infringed appellant’s registered trademark 
SPICE ISLANDS for similar products. Again it was held that plain- 
tiff’s mark was not merely descriptive nor geographical but suffi- 
ciently fanciful to warrant protection. 

In May 1959, the Court of Appeals for the Second Circuit 
handed down its decision in Dawn Donut Company, Inc. v. Hart’s 
Food Stores, Inc., et al.,** which, at least in its dicta, must be 
considered one of the most important decisions interpreting the 
Act of 1946 to date. Judge Lumbard’s decision in the pawn DoUGH- 
NuT case includes many observations which—at least if looked 
upon in the abstract—would seem to settle numerous important 
issues involving the scope and effect of registration under the Lan- 
ham Act and the decision might have been hailed by those of us 
who had looked forward to such clarification resulting in strength- 
ening the effect of federal registration, if it were not for the 
rather startling and almost unprecedented ultimate ruling, which 
hardly seems to be in entire accord with the broad propositions 
of law here formulated by an appellate tribunal for the first time. 
It was undisputed that plaintiff had built up a nationwide whole- 
sale business in the distribution of its doughnut mixes under the 
registered trademarks DAwN and DAWN DOUGHNUT and had licensed 
retailers all over the country to use these trademarks in connection 
with retail sales of products made from plaintiff’s mixes. It fur- 
ther appeared that while plaintiff had been operating on a whole- 
sale basis in defendant’s area (six counties surrounding the city 


317, 119 USPQ 63, 49 TMR 81. 
356, 120 USPQ 64, 49 TMR 78 (C.A. 2, 1959). 
358, 121 USPQ 430, 49 TMR 631 (C.A. 2, 1959). 
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of Rochester, New York), the use of the mark had not been licensed 
on the retail level in defendant’s market for about thirty years. 
Defendant operated a retail grocery chain and sold doughnuts 
under the trademark pawn since 1951; apparently he had adopted 
the mark without knowledge of plaintiff’s use or federal registra- 
tion. When sued for infringement, defendant counterclaimed for 
cancellation of plaintiff’s registrations on the ground that, in the 
absence of proof of actual supervision and control over the use 
of plaintiff’s trademark by its licensees, the mark had lost its 
significance and should be deemed abandoned and subject to can- 
cellation. As against this factual background the court, in these 
respects unanimously, enunciated the following important prin- 
ciples of law: 


(a) It held that under the constructive notice provision in 
Section 22 of the Lanham Act, a junior user could not, as a matter 
of law, acquire trademark rights even in an area which the regis- 
trant had not yet exploited, since such user was deemed to have 
notice of plaintiff’s registration and claim of ownership: 


“«,.. we hold that because of the effect of the constructive notice 
provision of the Lanham Act, should the plaintiff extend its 
retail activities into the six county area, upon a proper appli- 
eation and showing to the district court, it may enjoin defen- 
dant’s use of the mark.” **° 


(b) Plaintiff’s failure to license or otherwise use its marks in 
a limited geographical area does not work an abandonment of his 
rights in that area: 


‘“‘We hold that 15 U.S.C. See. 1127, which provides for abandon- 
ment in certain cases of non-use, applies only when the regis- 
trant fails to use his mark, within the meaning of Sec. 1127, 
anywhere in the nation.” *°° 


(c) Perhaps most importantly, the court made it clear that 
the reach of a federal registration was broad enough to cover the 
defendant’s purely local and intrastate activities on the ground 
that such local business may be “sufficiently substantial and adverse 
to Congress’ paramount policy declared in the Act.” * The court 
said: 


267 F.2d 360, 121 USPQ 432, 49 TMR 633. 
267 F.2d 363, 121 USPQ 433, 49 TMR 636. Emphasis added. 
267 F.2d 365, 121 USPQ 435, 49 TMR 639. 
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“Tf a registrant’s right to employ its trademark were subject 
within every state’s borders to preemption or concurrent use 
by local business, the protection afforded a registrant by the 
Lanham Act would be rendered virtually meaningless. There- 
fore we think it is within Congress’ ‘necessary and proper’ 
power to preclude a local intrastate user from acquiring any 
right to use the same mark.” ** 


In the light of these authoritative interpretations of the Act 
of 1946 in favor of the registrant, it should have been an almost 
foregone conclusion that the plaintiff would prevail, particularly 
since it had been engaged in wholesale activities even in defendant’s 
limited area. However, the court came to the rather unexpected 
conclusion that, since there was not presently a likelihood of con- 
fusion in defendant’s market, the plaintiff was not now entitled to 
any relief under the Lanham Act; the court was quick to add, 
however, that the denial of injunctive relief at the present time 
should not be understood to indicate that the defendant had ac- 
quired a permanent right to use the mark in its trading area. On 
the contrary, as quoted above under (a), it was held that plaintiff 
may later, upon a showing of an intent to use the mark at the retail 
level in defendant’s market area, “‘be entitled to enjoin defendant’s 
use of the mark.” *** Thus it would seem that if ever there was 
a Pyrrhie victory for a defendant, there was such a case here 
since apparently the plaintiff would only have to turn around and 
advise the district court that it now expected to enter defendant’s 
six counties in the retail field in order to wipe out whatever tempo- 
rary protection the court had awarded the defendant in his own 
trading area. With the possible exception of the New England 
Food Fair ease,*** we know of no trademark infringement case in 
which an infringer was awarded by the court such an apparently 
useless period of grace, subject to termination at any time upon 
plaintiff’s entry into defendant’s territory. The pawn decision may 
also serve as an important precedent in two other collateral re- 
spects: The majority held that a licensor was under an affirmative 


392. 267 F.2d 365, 121 USPQ 435, 49 TMR 639. This is, of course, the view 
first expressed by Judge Wyzanski in Cole of California, Inc. v. Colletté of California, 
Inc., 70 USPQ 267, 39 TMR 42 (D.C. Mass., 1948), and followed by other federal 
courts since that time although by no means unanimously; ef. “The Eleventh Year,” 
118 USPQ No. 7, Part II, p. 24, 48 TMR 1037 at p. 1099 and cases discussed and cited 
there and at note 338. 

393. Note 389 supra. 

394, Food Fair Stores, Inc. y. Food Fair, Inc., 83 F.Supp. 445, 79 USPQ 114, 38 
TMR 1085 (D.C. Mass., 1948). 
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duty reasonably to police the activities of his licensees but that 
the trial court had not erred in finding the existence of such 
legitimate control by reason of the licensor’s contracts with his 
licensees. Judge Lumbard, however, expressed the view that the 
license contracts as such did not sufficiently establish an adequate 
system of inspection and control and that the case should be re- 
manded to the lower court for the purpose of determining to what 
extent the plaintiff had actually supervised its licensees’ activi- 
ties.**° 

Finally, there appears some rather disturbing language in the 
court’s decision with regard to that part of plaintiff’s claim which 
was based on the New York Antidilution Statute. The court ex- 
pressed the view (never, to our knowledge, advanced before) that 
the protection of the Antidilution Statute would be available only 
to a plaintiff who had registered his trademark in the state, so 
that plaintiff, who had no New York State registration, was limited 
to his common law rights.*** We submit that nothing in the history 
or wording of any of the antidilution statutes suggests that their 
applicability depends upon the preexistence of a state registra- 
tion.**” 


Another quite unusual decision dividing up the United States 
even with regard to the alleged generic significance of a name was 
rendered by the Court of Appeals for the Sixth Circuit in An- 


398 


heuser-Busch, Inc. v. Bavarian Brewing Company.** Contrary to 
the pawn case, it was here the plaintiff who alleged that, as a result 
of a federal registration for the term BAvaRIANn’s (which defendant 
attacked as having been fraudulently obtained) it had trademark 
rights in the term at least in its trading area covering certain parts 
of Ohio, Kentucky and Indiana. Anheuser-Busch, on the other 
hand, sought to establish that the term BavaRIAN’s was or had be- 
come descriptive of a type of beer and was, therefore, incapable of 
acquiring secondary meaning even within the plaintiff’s territory. 
Both the lower court and the appellate court reached the con- 
clusion that, while the term BavaRIAN’s may be generic as designat- 


395. These aspects of the DAWN DOUGHNUT case are discussed in Halliday, “Safe- 
guarding the Integrity of Licensed Marks,” 49 TMR 602 (1959), and Woodward, “Some 
Observations on Legitimate Control of the Nature and Quality of the Goods,” 49 TMR 
609 (1959). 

396. 267 F.2d 366, 121 USPQ 436, 49 TMR at p. 640. 

397. The issue of alleged trademark infringement also arose in Kitchens of Sara 
Lee, Inc. v. Nifty Foods Corp., 266 F.2d 541, 49 TMR 878 (C.A. 2, 1959), but the 
court, although finding copyright infringement in some respects, held that plaintiff’s 
SARA LEE trademark was not infringed by defendant’s brand name LADY ILENE which 
appeared in different lettering and surroundings. 

398. 264 F.2d 88, 120 USPQ 420, 49 TMR 474 (C.A. 6, 1959). 
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ing a “type or style of beer’ in other territories, it had retained a 
trademark significance within the plaintiff’s area and that for 
that reason, plaintiff was entitled to an injunction enjoining defen- 
dant from using the term in any area where it would conflict with 
plaintiff’s business activity. It may be doubted whether many 
precedents could be found in which a name was held to have 
become generic in some parts of the United States but not in 
others and it may not be an easy task for any brewer to offer his 
beer under the admittedly generic designation BAVARIAN in most 
areas of the United States but to take precautionary measures not 
to have his beer sold in those parts of Ohio, Kentucky and Indiana 
where the plaintiff in the Anheuser Busch case has now been held 
to have subsisting trademark rights in the name BAvaRIAN’s.*” 

In the only other trademark decision in the Sixth Circuit, the 
Nation’s largest wax manufacturer, who had been unsuccessful in 
the past in seeking broad protection for its trademark souHn- 
son’s, once again suffered a serious defeat in its effort to prevent 
two individuals by the name of Johnson, who did business under 
the name “Johnson Products Company,” from using the name “a 
JOHNSON Mop” on cotton wet mops and brooms.*” The court failed 
to find any likelihood of confusion between plaintiff’s and defen- 
dant’s products, saying: 


“A broom’s function in sweeping a floor is entirely different 
from that of an implement to spread wax, or to polish the 
floor; and the use of a mop for washing a floor is entirely dif- 
ferent from that of an applicator in spreading wax.” *” 


In testing confusion under the “same descriptive properties” test 
even under the Act of 1946, it was held that no confusion was likely. 
Moreover, it was, of course, stressed, as it had been in earlier 
JOHNSON cases, that the defendants had a right to make an honest 
use of their own name and that they had not applied the name 
JOHNSON to the wetmops with any fraudulent purpose of attract- 








399. It may be recalled that Judge Learned Hand’s famous decision in the ASPIRIN 
case (Bayer § Co., Inc. v. United Drug Co., 272 F. 505, 11 TMR 178 (D.C., 8.D. N.Y., 
1921)), by which the American public was divided into two classes, also proved in the 
end unworkable. There are, of course, numerous famous trademarks such as VASELINE, 
and many others which may have retained their trademark significance in some countries 
but may have become part of the language in others, but in those instances we deal 
with separate sovereignties and are not, therefore, confronted with the question of 
carrying out an exception of genericness for one relatively small area within the United 
States. 

400. S. C. Johnson §& Son, Inc. v. Phil J. Johnson and Hugh H. Johnson, d.b.a. 
Johnson Products Co., 266 F.2d 129, 121 USPQ 63, 49 TMR 815 (C.A. 6, 1959). 

401. 266 F.2d 129, 136, 121 USPQ 63, 68, 49 TMR 815, 822. 
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ing to themselves business or sales which belonged to the appel- 
lant.*° 

In its only trademark decision during the last twelve months, 
the Court of Appeals for the Ninth Circuit was concerned with the 
right of a corporation, as distinguished from an individual’s right 
as discussed in the Johnson case, supra, to make an honest use of 
its initials & and J.“ The plaintiff had established a considerable 
reputation under the trademark £ « J as applied to resuscitators 
and similar gas administering devices, while defendant had like- 
wise established much good will in using its corporate initials B-g 
in connection with wheel chairs. The court pointed out that the 
right of a corporation to use its name was more limited than that 
of an individual and that defendant corporation was under a duty 
so to use its initials as to eliminate any possibility of confusion. 
As a result, qualified relief was granted to plaintiff, compelling 
defendant to use its mark z-J only when accompanied by its full 
corporate name and address. On the other hand, the court ex- 
pressly entered a decree awarding the defendant the right to 
register E-J for invalids’ wheel chairs, thus exercising the authority 
now granted the court in Section 37 of the Act of 1946.‘ 


402. 266 F.2d 129, 142, 121 USPQ 63, 73, 49 TMR at p. 830. It may be noted 
that Mr. Justice Stewart of the U.S. Supreme Court was present at the argument of 
the case but was appointed to the Supreme Court before the decision was reached and 
before the opinion was prepared so that the case was actually decided by only two 
judges. For earlier cases in which 8. C. Johnson & Son, Inc. was unsuccessful in pre- 
venting use of the name JOHNSON on household cleaners, etc., cf. S. C. Johnson & Son 
v. Johnson, 116 F.2d 427, 48 USPQ 82, 31 TMR 82 (C.A. 2, 1940); and S. C. Johnson 
& Son, Inc. vy. Johnson et al., 175 F.2d 176, 81 USPQ 509, 39 TMR 557 (C.A. 2, 1949). 

It may be interesting to note that 8. C. Johnson & Son, Inc. was also unsuccessful, 
after 12 years of bitter litigation in the Patent Office and the courts, in seeking to 
prevent the registration of the term GLASS wax. The trademark which was filed 
December 16, 1947, was finally registered by the Patent Office on the Principal Register 
on July 28, 1959, Registration 682,356, for “cleaning and polishing composition for 
glass and metalware” in class 4. The litigation involving the application of the Gold 
Seal Company had been the “hardy perennial” of these reports, and was last fully 
discussed in “The Ninth Year,” 110 USPQ No. 8, Part II, at p. 8, 46 TMR 1017. 

403. Everest & Jennings, Inc. v. E & J Mfg. Co.; E & J Mfg. Co. v. Everest 
§ Jennings, Inc., 263 F.2d 254, 120 USPQ 247, 49 TMR 465 (C.A. 9, 1958). 

404. The Court of Appeals for the Eighth Circuit had occasion in only one patent 
infringement case to pass upon confusing similarity between plaintiff’s trademark ENTZ 
and defendant’s trademark EZEE both used within an oval. This was found to constitute 
trademark infringement and unfair competition in Ezee Stone Cutter Mfg. Company 
v. Southwest Industrial Products, Inc., 262 F.2d 183, 120 USPQ 23 (C.A. 8, 1958). 

A trademark case sui generis came before the Court of Claims in Hazeltine Corp. 
v. United States, 170 F.Supp. 615, 120 USPQ 295, 49 TMR 555 (1959). This was 
an action to recover overpayments of income taxes based upon losses sustained upon 
the abandonment of certain trademarks. The per curiam opinion of the court includes 
some interesting observations on the legal aspects of trademark abandonment. It was 
held that not even plaintiff’s failure to renew its registrations was sufficient to find 
abandonment but that abandonment occurred only when subsequently plaintiff’s board 
of directors adopted a resolution in this respect and at the same time implemented this 
resolution—contrary to similar action several years earlier—by specifically instructing 
the company’s executives to make appropriate adjustments in the plaintiff’s accounts. 
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b. District Court Decisions 


Of the rather numerous district court decisions dealing with 
substantive problems of trademark infringement and unfair com- 
petition, we will first review those cases in which the plaintiff was 
successful. Perhaps the most interesting was Chief Judge Bren- 
nan’s decision in The Norwich Pharmacal Co. v. Sterling Drug, 
Inc.,*° involving protection of the pink color used in connection 
with the well-known product pEptTo-sismoL. The defendant had 
used the same color in connection with its product PEPSAMAR, 
alleging the color to be functional rather than arbitrary. The 
court, after noting that the pink color admittedly had no healing 
value in itself but was designed to present a pleasant appearance 
to customers and to those who suffered from a disordered stomach, 
ruled that the defendant should be enjoined from using the pink 
color in such a way as to act as a means of possible confusion. The 
court said: 

“Where one party has intentionally copied the non-fune- 
tional attributes of another’s product, he must assume the 
burden of showing that no likelihood of confusion will arise. 


This is especially true where as here the copying of such 
attributes was deliberate and intentional, even to the point 
where Sterling’s president expressed the desire to use the 
triangular bottle of the pEPTo-BisMoL product in the following 
words—‘We wish we could use your triangular bottle but we 


ss. 

The defendant was accordingly enjoined from using the pink color 
or, if it decided to continue the use of that color, to distribute its 
product in a blue-colored glass bottle which would conceal the pink 
eolor of the contents. In Alfred Dunhill of London, Inc. v. Dunhill 
Tailored Clothes, Inc.,*” plaintiff, the well-known Dunhill of Lon- 
don, secured a limited injunction against Dunhill Tailors with 
regard to use by the defendant of the name DUNHILL on men’s 
clothing, leather goods and related products; however, in view of 
the fact that plaintiff had not only known for many years of defen- 
dant’s existence and the further fact that plaintiff’s president 
was for several years one of defendant’s customers, defendant 


405. 167 F.Supp. 427, 119 USPQ 126, 49 TMR 53 (D.C., N.D. N.Y., 1958). The 
ease has been argued before but not yet decided by the Court of Appeals for the 
Second Circuit as of the time of this writing. 

406. 167 F.Supp. 427, 433, 119 USPQ 126, 130, 49 TMR 53, 60. 

407. 119 USPQ 325, 49 TMR 314 (D.C., S.D. N.Y., 1958). 
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was permitted to continue using the designation “Dunhill Tailors” 


even on jewelry, toiletries, and similar products provided the word 
“Tailors” would always appear in an equal and horizontally juxta- 
posed type and position to the word “Dunhill.” In another New 
York case,*** Warner Bros. Records, Ine. was successful in obtain- 
ing a preliminary injunction against a defendant who used the 
designation “Warner Music, Ine.” in conjunction with the distribu- 
tion of phonograph records. Such use in defendant’s business, 
which was not operated by anyone bearing the name “Warner,” 
was held to constitute unfair competition and any further use 
either as part of defendant’s corporate name or on the label of 
phonograph records was enjoined. In a somewhat similar situa- 
tion, a New York district court issued a temporary injunction 
enjoining defendant from use of plaintiff’s registered trademark 
PERNOD in Offering any liquor product under the trademark prEr- 
not.*” The defendant was found guilty of a deliberate violation of 
plaintiff’s rights, particularly since defendant also used a strik- 
ingly similar label on its product. The fact that the name of an 
affliated company of defendant in France included the name “René 
Pernot” was held to be no defense. However, the defendant was 
not enjoined from simulating the color of plaintiff’s drink since 
plaintiff should not, in the court’s opinion, be held entitled to the 
exclusive right to use an anise base of a yellow color.**”® 

An Illinois district court held the owner of the registered 
trademark PoLKA as used on numerous grocery items including 
pickles, entitled to an injunction against defendant’s use of the 
name PoL-pAk for food items including pickles.** The court reached 
this conclusion despite the fact that there were admittedly con- 
siderable differences in the rest of the labels used by the parties 
if looked upon in a side-by-side comparison. However, the injunc- 





408. Warner Bros. Records, Inc., et al. v. Warner Music, Inc., 167 F.Supp. 661, 
119 USPQ 433, 49 TMR 433 (D.C., 8.D. N.Y., 1958). 

409. Establissements Pernod et al. v. Foreign Vintages, Inc., 170 F.Supp. 187, 120 
USPQ 449, 49 TMR 552 (D.C., 8.D. N.Y., 1959). 

410. A New York State Court enjoined defendant from using the term MODERN CON- 
FESSIONS for a magazine, finding infringement of the title of plaintiff’s well-known maga- 
zine MODERN ROMANCES, in Dell Publishing Co., Inc. v. Stanley Publications, Inc., 121 
USPQ 474, 49 TMR 880 (N.Y. Sup. Ct., Spec. Term, 1959). In Regent-Sheffield, Ltd. v. 
Reo Products Mfg. Corp., 187 N.Y. Supp. 2d 540, 121 USPQ 647, 49 TMR 980 (N.Y. Sup. 
Ct., Spec. Term, 1959), plaintiff, selling cutlery under the trade name REGENT was 
held entitled to an injunction against defendant’s use of the term REGAL in conjunction 
with the words CREST or CREST SHEFFIELD. However, no protection was awarded plain- 
tiff against imitation of plaintiff’s unpatented product or against use by the defendant 
of certain general slogans and phrases used by the plaintiff, such as THE GREATEST 
NAME IN CUTLERY. 

411. Pikle-Rite Company, Inc. v. Chicago Pickle Co., Inc., 171 F.Supp. 671, 121 
USPQ 128, 49 TMR 1002 (D.C., N.D. Lll., 1959). 
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tion was limited territorially to those states in which plaintiff had 
established a market for its poLKa brand. 

A New Hampshire court granted summary judgment in favor 
of Esso Standard Oil Company against use by the defendant of 
the corporate name, The Standard Oil Company of New England, 
Incorporated or any other similar name.*** The defendant’s’ argu- 
ment that the word “Standard” had fallen into the public domain 
as being synonymous with “regular” or “uniform” was, of course, 
summarily dismissed by the court as having no relevance in con- 
nection with use of the name “Standard” as part of the name of an 
oil company. No more successful was a Florida defendant who 
was using the name auustaTE as part of its corporate name in con- 
nection with the business of operating a motor vehicle associa- 
tion. The plaintiff insurance company which had registered the 
service mark ALLSTATE and had operated an automobile insurance 
business for many years on a nationwide basis including the State 
of Florida, was held entitled to an injunction restraining the de- 
fendant from any use of the word aLustTaTE in its corporate name. 

Chief Judge Thomsen of the Maryland District Court granted 
limited relief to the owner of women’s wear apparel shops oper- 
ated under the name “Darling Dress Shop” in or near Washington, 
D. C., against use by the defendant of the designation parLInG 
sHop, in plaintiff’s area.*** It appeared that defendants had used 
the designation parLIne sHop throughout the United States for 
almost thirty years but had not used that designation in the 
Washington metropolitan area at the time when plaintiff opened 
its “Darling Dress Shop.” In relying primarily on the recent Food 
Fair litigation,*® involving similar issues of territorial use, the 
court reached the conclusion that plaintiff’s name had acquired 
a special significance in Washington, D. C. but that plaintiff was 
entitled only to a qualified injunction not enjoining the defendant 
from using the word paruiné even in plaintiff’s territory, but using 
it there only in connection with the word nationau or “National 
Darling Shops.” **® Also successful was the Simmons Company, 


412. Esso Standard Oil Company v. The Standard Oil Company of New England, 
170 F.Supp. 71, 120 USPQ 157, 49 TMR 219 (D.C. New Hampshire, 1958). 

413. Allstate Insurance Company v. Allstate Automobile Association, Inc., 171 
F.Supp. 107, 121 USPQ 295 (D.C., 8.D. Florida, 1959). 

414. Chayt et al., trading as Darling Dress Shop v. Darling Retail Shops Corp., 
122 USPQ 6 (D.C. Md., 1959). 

415. Food Fair Stores v. Square Deal Market Co., 206 F.2d 482, 98 USPQ 65, 43 
TMR 1164 (C.A., D.C., 1953), cert. den. 346 U.S. 937, 100 USPQ 447. 

416. The final decision of the court went into considerable detail in trying to 
delineate the respective rights of the parties in this litigation with regard to use of 
the term DARLING. 
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the mattress manufacturer, in seeking to enjoin a defendant from 
using the trademark Back carE and the slogan BUILT-IN-BEDBOARD.*”” 
Defendant had disclaimed at the trial any intention of further 
using these terms but did not want to submit to a restraining 
order since, in his opinion, the words Back caRE should be held to 
be merely descriptive and incapable of trademark ownership. The 
court ruled that plaintiff, although it had not secured a federal 
registration for Back cARE, had built up substantial secondary 
meaning both for that mark and its slogan and that defendant’s 
use of the mark and the identical slogan BUILT-IN-BEDBOARD in its 
advertising constituted unfair competition. 

By far the most elaborate court decision, which constituted 
the culmination point in a litigation extending over a period of 
more than twenty years both in the courts and in the Patent Office 
between the distiller of oLp cHaRTER whiskey and the producer of 
CHARTER OAK whiskey, was handed down by Chief Judge White 
of the Delaware District Court in May 1959.°* After thoroughly 
reviewing this past history, the district court refused to issue an 
absolute injunction or grant an accounting to the plaintiff, observ- 
ing that the latter could have had this controversy terminated 
twenty years ago. On the other hand, the defendant was ordered 
to display its mark, CHARTER OAK, only in conjunction with its cor- 
porate name. In Unistrut Corporation v. Power,*® a Massachu- 
setts court, while finding defendant guilty of unfair competition 
in other respects, held that defendant’s trademark PowER-stRUT 
did not infringe plaintiff’s unistrut. The court found the de- 
fendant guilty, inter alia, of having entered into “a well caleu- 
lated plan, both in conception and in execution, to steal from the 
plaintiff much of its good will, to ride on the skirts of a reputa- 
tion already established, to fool and mislead the public into believ- 
ing that the defendants’ products originated with the plaintiffs and 
to divert into the defendants’ own pockets the profits which would 
probably have accrued to the plaintiffs, except for the defendants’ 
acts. These activities were unfair to the plaintiff as well as to 
the general public. They were dishonest. I find for the plaintiffs 
on this cause of action.” *”° . 





417. Simmons Company v. Southern Spring Bed Company, 173 F.Supp. 111, 121 
USPQ 582 (D.C., M.D. No. Car., 1959). 

418. Old Charter Distillery Co. vy. Continental Distilling Corp., 121 USPQ 492, 49 
TMR 941 (D.C. Dela., 1959). 

419. 121 USPQ 381, 49 TMR 879 (D.C. Mass., 1958). 

420. Ibid., 384. 
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Against this impressive area of lower court decisions award- 
ing full or, at least, partial relief to plaintiffs, relatively few cases 
have been found in which the plaintiff was found entitled to no 
relief whatever. One such case was Hudson Handkerchief Mfg. 
Corp. v. Hudson Pulp & Paper Corp.,* where the plaintiff tried 
to set up trademark rights in the name Hupson as used on hand- 
kerchiefs and enjoin defendant paper corporation from selling its 
product on a nationwide basis under the name HUDSON HANKIES. 
The record revealed that defendant had spent at least a million 
dollars a year in advertising HUDSON HANKIES while the plaintiff 
even failed to satisfy the court that it had ever actually made a 
trademark use of the name Hupson. Use of the name HupDsON 
HANKIES by the defendant was referred to by the court as “a 
Madison Avenue idea” which proved to be rather successful, while 
the plaintiff, who was “virtually unknown” on a national basis and 
known only to its retail customers, had failed to prove that it had 
lost any customers or business as a result of defendant’s activities, 
or that there was either actual or likelihood of confusion. The 
complaint was accordingly dismissed. 

Entirely unsuccessful was the plaintiff in Avon Shoe Co., Inc. 
v. David Crystal, Inc.,*?? who had been using the name HAYMAKERS 
on moccasin-type shoes since 1941 but had not filed an application 
for registration thereof until 1948. In the meantime, defendant 
had commenced using the mark HAYMAKER sports and the mark 
HAYMAKER on stylish and expensive women’s sportswear. In a 
lengthy decision, Judge Herlands held that even though the plain- 
tiff might have been the first to use the word HayMakKERs on shoes, 
there was neither actual nor likelihood of confusion under the facts 
of this ease, that the defendant’s trademark had become incon- 
testable under the Lanham Act and that, moreover, the plaintiff 
had made false statements with regard to the description of goods 
in his applications for trademark registration. The complaint 
was accordingly dismissed in toto; moreover, it was held on de- 
fendant’s counterclaim that the latter’s trademark HAYMAKER did 
not infringe upon plaintiff’s and that the Commissioner of Patents 
should be directed to dismiss a pending opposition proceeding 
instituted by the plaintiff against registration of the mark nay- 
MAKER as used on women’s sportswear. No relief was granted a 
plaintiff who used the registered trademarks J1rry, JIFFY BY NEELY, 


421. 121 USPQ 576 (D.C., 8.D. N.Y., 1959). 
422, 171 F.Supp. 293, 121 USPQ 397, 49 TMR 731 (D.C., S.D. N.Y., 1959). 
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and KAT-E-KORNER ZIPPER in connection with the manufacture of 
plastic garment bags, while defendant used the trademark Kwik- 
zip and DIAGONAL ZIPPER On its identical products sold in an iden- 
tical packaging.*** Plaintiff’s allegation that defendant had made 
a “studied copy of the non-functional features of plaintiff’s goods, 
packaging and advertising” was not sustained despite the fact that 
defendant’s product was held to be “almost an exact duplicate of 
the plaintiff’s.” The marks involved were held not to be con- 
fusingly similar either in appearance, sound or meaning. 
Finally, attention should be called to the rather unusual case 
of California Packing Corp. v. Sun-Maid Raisin Growers of Cali- 
fornia,*** which sought to revive the controversy of many years ago 
with regard to the trademark suNn-KIstT; in the present case, Judge 
Yankwich was asked to dissolve the injunction which had issued in 
1936 and under which Sun-Maid had been held bound by a contract 
limiting its right to use sun-marp.*” On the present motion, it was 
held that the old agreement preventing Sun-Maid from using the 
SUN-MAID trademark on canned food and vegetable products was 
not in violation of the antitrust laws and that the agreement was 


still as valid and enforceable today as it had been in 1936. 


c. State Court Decisions 


The recent favorable trend in the federal courts toward relief 
to trademark and trade name owners would not seem to be paral- 
leled by recent decisions of our highest state courts, with one nota- 
ble exception. The Supreme Court of New Jersey, in The Great 
Atlantic and Pacific Tea Company v. A & P Trucking Corpora- 
tion,*” in modifying the lower court’s decision,‘ absolutely en- 
joined the A & P Trucking Corporation from using the initials 
A & P either on its trucks or in any other way. Defendant was 
permitted for a period of only one year to indicate in its corre- 
spondence and established trade media that it was formerly known 
as the A & P Trucking Corporation but even that only if there 
were added to that statement an additional announcement in equal 


423. Neely v. Boland Mfg. Company, 170 F.Supp. 773, 120 USPQ 422, 49 TMR 
540 (D.C. Minn., 1958). 

424. 165 F.Supp. 245, 119 USPQ 304, 49 TMR 184 (D.C., 8.D. Calif., 1958). 

425. California Packing Corp. v. Sun-Maid Raisin Growers, 81 F.2d 674, 28 USPQ 
302, 26 TMR 255 (C.A. 9, 1936). 

426. 149 A.2d 595, 121 USPQ 55, 49 TMR 480 (Sup. Ct., N.J., 1959). 

427. 144 A.2d 172, 118 USPQ 560, 49 TMR 45 (N.J. Super. Ct., App. Div., 1958). 
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prominence to the effect that the defendant was not connected with 
the Great Atlantic and Pacific Tea Company in any way.*** 
Contrary to the A & P decision, the Virginia Supreme Court 
of Appeals held that a plaintiff doing business under the name 
GIANT OPEN AIR MARKET had failed to show that the word giant 
alone had acquired secondary meaning and held that plaintiff was 
not entitled to relief against use by the defendant of the name 
GIANT FOOD Or GIANT FOOD SHOPPING CENTER.*”* The court was ap- 
parently influenced by the fact that “Giant” was a rather common 
descriptive term bearing “no relation to the peculiar type or char- 
acter of merchandise which the parties here offered for sale.” 
Similarly unsuccessful was the plaintiff in Carpet City, Inc. v. 
Carpet Land, Inc.* The Oklahoma Supreme Court held that 
plaintiff could not enjoin defendant’s use of cARPET LAND, INC. and 
this despite the fact that defendant’s president was a former em- 
ployee of plaintiff. The court noted that defendant, after learning 
about the complaint, had voluntarily posted a sign in his window 
advising the public that his store was not connected with any 
other store. The Arkansas Supreme Court observed in a trade- 
mark suit involving plaintiff’s and defendant’s respective rights 
to the use of the words sAvE-a-STop and Sav-a-sTop** in connection 


with merchandise racks for retailers, that the case “presented 
some most provocative questions in a field of law that is almost 
a stranger to this Court.” ** Plaintiff, although the first user, was 
denied protection solely on the ground that the words complained 


of were “descriptive of a service” and could not, therefore, be 


exclusively appropriated by one particular concern.** 





428. The Kentucky Court of Appeals in International Free and Accepted Modern 
Masons et al. v. Most Worshipful Prince Hall Grand Lodge Free § Accepted Masons of 
Kentucky et al., 119 USPQ 393, 49 TMR 328 (Ky. Ct. App., 1958), held that the 
plaintiff Masonic order, had a right to be protected against use by another fraternal 
organization of the words FREE AND ACCEPTED MASONS and colorable imitations thereof. 
The same court in Henderson v. Henderson Funeral Home Corp., 119 USPQ 450, 49 
TMR 425 (Ky. Ct. App., 1958), set aside an award of $20,000 punitive damages as 
excessive in a case involving use of the family name HENDERSON by two competing 
funeral homes in a small Kentucky community. For another state court decision dealing 
with the appropriate measure of damages in case of trademark infringement and dilu- 
tion, see Rimmeir v. Dickson et al., 119 USPQ 478, 49 TMR 438 (Fla. Sup. Ct., 1958). 

429. Rosso and Mastracco, Inc. trading as Giant Open Air Market v. Giant Food 
Shopping Center of Virginia, Inc., et al., 118 USPQ 566, 49 TMR 200 (Va. Sup. Ct. 
App., 1998). 

430. 119 USPQ 185, 49 TMR 322 (Okla. Sup. Ct., 1958). 

431. Save-A-Stop, Inc., et al. v. Sav-A-Stop, Inc., 121 USPQ 232 (Ark. Sup. Ct., 
1959). 

432. Ibid., 234. 

33. The Supreme Court of Pennsylvania held in Dutch Pantry, Inc. v. Grant L. 
Shaffer et al., d.b.a. Dutch Kitchen Restaurant, 151 A.2d 621, 49 TMR 972 (Pa. Sup. 
Ct., 1959), that summary judgment should not be granted against a plaintiff who was 
conducting a restaurant under the name DUTCH PANTRY and sought to enjoin a restaurant 
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II. “DILUTION” OF TRADEMARKS 


We have already observed in passing that the Court of Ap- 
peals for the Second Circuit in the pawn poucHNutT case*™ rather 
surprisingly took the view that in order to invoke the benefit of 
the state antidilution statute, the plaintiff must have first secured 
a state registration. 

This was not the only case, however, in which these statutes 
were subjected to rather novel interpretations. In John Morrell 
& Co. v. Reliable Packing Co.,** defendant moved to strike plain- 
tiff’s separate count under the Illinois Antidilution Statute on the 
ground that the statute did not apply where the parties to the 
action were in competition. It is true, of course, that the statute 
was primarily intended to apply to situations in which the unique- 
ness and integrity of plaintiff’s trademark was impaired even in 
the absence of competition, but nothing in the language of the act 
would suggest that it may not be invoked also as a separate cause 
of action in addition to the usual charge of trademark infringe- 
ment and unfair competition as between competitors. The dis- 
trict court so held in denying defendant’s motion to strike. Chief 


Judge Sullivan said: 


“However, there is nothing in its language restricting it to that 
situation. In fact, the clause authorizing an injunction in- 
cludes the phrase ‘notwithstanding the absence of competition 
between the parties.’ This seems to indicate that the legis- 
lature feared that the Act might be applied only to competitive 
situations and wished to make sure that both competitive and 
non-competitive facts were covered; and the Lllinois Appellate 
Court has so applied the Act. Adams v. Kasgnel, 16 Ill. App. 
2d 540 (1958).” ** 





operating under the name MIRACLE DUTCH TREAT in conjunction with the words DUTCH 
KITCHEN COOKIN’. While admitting that no one could claim exclusive rights in the 
phrase PENNSYLVANIA DUTCH or DUTCH alone, the court believed that plaintiff might, 
upon trial, establish a sufficient secondary meaning entitling it to relief. One of the 
justices dissented since in his opinion the names here involved were so clearly dissimilar 
that even a stranger in the Pennsylvania Dutch country would instantly distinguish 
plaintiff’s and defendant’s establishments. 

434, See text and notes 396 and 397 supra. 

435. 172 F.Supp. 276, 121 USPQ 133, 49 TMR 961 (D.C., N.D. Ill, 1959). 

436. Ibid. In the Haymaker case, note 422 supra, the unsuccessful plaintiff also 
tried to rely on the antidilution doctrine. The court, after observing that the doctrine 
“has relatively minor, if any, weight in this circuit,” observed that the Lanham Act 
rejects the dilution doctrine as a basis for relief in trademark infringement cases in 
the absence of proof of likelihood of confusion. 121 USPQ 401, 49 TMR 731 at p. 737. 
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III. PROBLEMS OF FEDERAL JURISDICTION: THE 
FEDERAL LAW OF UNFAIR COMPETITION 


a. Pendent Jurisdiction under Section 1338(b) of 
the Federal Code 


In the American Securit Company v. Shatterproof Glass Cor- 
poration,**’ a Delaware district court had to pass upon the ques- 
tion under what circumstances unfair competition claims are prop- 
erly appended under Section 1338(b) to claims based on the patent 
laws. Having found that the appended unfair competition claims 
in conjunction with the patent claims constituted a single cause 
of action, the court had little difficulty in retaining jurisdiction, 
particularly since the patent infringement was looked upon merely 
as an integral part of defendant’s unfair competition to be sub- 
stantiated by the same proof which was to be offered in connection 
with the infringement issue. On the other hand, a New York dis- 
trict court, in Scarves by Vera, Inc. v. United Merchants and 
Manufacturers, Inc.,“°* which was in part based on copyright 
infringement and unfair competition, held that even in view of 
the abolition of the earlier much criticized Second Circuit rule,**® 
it was still necessary for the unfair competition count to be suffi- 


ciently related to the federal cause of action in the sense that 
“there must be some substantial overlapping or intertwining in the 
course of proof.” **° It was found in the case before the court 
that this relationship was not present, but the court nevertheless 
retained jurisdiction based on Section 43(a) of the Lanham Act. 


b. Jurisdiction Regarding Intrastate Infringement 


We have already noted that the Court of Appeals for the 
Second Circuit in the pawn poucHNuT case** held that the owner 
of a federal registration could constitutionally enjoin even a defen- 
dant’s purely intrastate infringement. In E. é J. Gallo Winery v. 
Ben R. Goltsman & Co., Inc.,*** the defendant, using locally the 
trademark THUNDERBOLT in Alabama for wine, was sued by the 
owner of the registered trademark THUNDERBIRD for the same prod- 
uct. Defendant requested the court to dismiss the infringement 





437. 166 F.Supp. 813, 119 USPQ 49 (D.C. Del., 1958). 

438. 173 F.Supp. 625, 121 USPQ 578 (D.C., S.D. N.Y., 1959). 

439. Maternally Yours v. Your Maternity Shop, 234 F.2d 538, 110 USPQ 462, 46 
TMR 1509 (C.A. 2, 1956). 

440. 173 F.Supp. 625, 629, 121 USPQ 578, 582. 

441. Text and notes 388 and 391 supra. 

442. 172 F.Supp. 826, 121 USPQ 122, 49 TMR 935 (D.C., M.D. Ala., 1959). 
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action for lack of jurisdiction. This the court refused to do on 
the ground that defendant’s activities, if they were found to be 
infringing, would substantially affect the plaintiff’s interstate com- 
merce.*** The allegation of lack of jurisdiction in view of the 
defendant’s wholly intrastate business was also unsuccessfully 
raised in National Cooperatives, Inc. v. Petroleum Co-Op System, 
Inc.,“** where defendant operated gasoline service stations on a 
local basis. It was held that the controlling question was not 
whether defendant’s business was or was not intrastate but whether 
defendant’s use injured plaintiff’s interstate business. The ques- 
tion was answered in the affirmative. 


c. Jurisdictional Amount 


An extremely narrow decision was handed down in the Sev- 
enth Circuit last year**® with regard to the plaintiff’s burden of 
proof to establish the required jurisdictional amount (formerly 
$3,000; now $10,000) in a case based on unfair competition and 
passing off, rather than on trademark infringement under the Act 
of 1946. The owner of the trademark sEvEN-up sued a restaurant 
owner who, upon request for plaintiff’s product, has substituted 
another beverage. It was plaintiff’s contention that the value of 
its good will constituted the measure of the amount in controversy, 
but both the district court and the appellate court,*** in reliance on 
the latter’s analogous decision in a fair trade case,**’ held that 
in a diversity suit involving the protection of a property right 
which “is threatened with injury but not with destruction,” the 
amount involved was not the entire value of the property but the 
actual extent of damages past and prospective to that property. 
Contrary to the Third Circuit’s decision in the Orsatti case*** and 
other cases, the court in the sEvEN-uP case reapplied its earlier 
rule as laid down in the Seagram case. 


443. The court then, however, concluded that with regard to the substantive issue 
there was no likelihood of confusion between THUNDERBOLT and THUNDERBIRD, in view 
of the dissimilarity of the two terms and the manner in which the product was sold 
in Alabama. 

444, 168 F.Supp. 259, 119 USPQ 317, 49 TMR 325 (D.C., 8.D. Ind., 1958). 

445. The Seven-Up Company v. Blue Note, Inc., 159 F.Supp. 248, 117 USPQ 206, 
48 TMR 957 (D.C., N.D. IIll., 1958); cf. “The Eleventh Year,” 118 USPQ No. 7, Part 
II, note 388, 48 TMR 1037 at p. 1099. 

446. 260 F.2d 584, 119 USPQ 273, 49 TMR 211 (C.A. 7, 1958). 

447. Seagram-Distillers Corp. v. New Cut Rate Liquors, Inc., 245 F.2d 453 (C.A. 
7, 1957), cert. denied, 355 U.S. 837. 

448. Ambassador East, Inc. v. Orsatti, Inc., 257 F.2d 79, 118 USPQ 47, 48 TMR 
1251 (C.A. 3, 1958). 
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d. The Stauffer Doctrine ;** “Naked” Unfair Competition 


The court, in the just mentioned sEVEN-UP case, in dismissing 
the case for lack of jurisdiction, also reaffirmed its earlier ruling 
holding the Ninth Cireuit rule of the Stauffer doctrine inappli- 
cable*” and finding no basis in the Act of 1946 for federal juris- 
diction over “naked” unfair competition outside Section 43(a) 
of the Act. The same view was taken by an Oregon district court 
in Suburban Gas Service, Inc. v. McCall,*** which involved a charge 
of unfair competition in the absence of diversity of citizenship or 
a registered or unregistered trademark. The court said: 


“A fair interpretation of the Lanham Act does not warrant the 
conclusion that Congress intended to create a federal law of 
unfair competition, and this interpretation is supported by the 
weight of authority of cases in point.” *? 


e. Misrepresentation and False Description 
Under Section 43(a) 


In a case of a most unusual nature based on Section 43(a) 
plaintiff sought, inter alia, to enjoin Procter & Gamble from adver- 


tising its cAMAY soap under the claim that that soap contained 
cold cream as an emollient.*** Defendant’s soap was found actually 
to contain cold cream, so that the defendant’s advertising claims 
were literally true. The plaintiff had done substantial research in 
connection with the use of cold cream in soap, which, according 
to plaintiff, eventually would result in substantial improvement of 
the quality of commercial soap products, while the amount of cold 
cream presently used by defendant was “negligible” and “‘in- 
adequate” to produce any of the benefits which might be expected 
from the incorporation of cold cream in a toilet soap. Indeed, 
the plaintiff argued that as a result of defendant’s advertising, the 
public would be “less receptive” to a soap utilizing plaintiff’s 
patents if and when such soap would be marketed and that the 
public’s nonreceptivity served to “discourage” the making of license 
agreements with plaintiff. The court had little difficulty in holding 
that Section 43(a) could not have been intended to provide pro- 


449. Stauffer v. Exley, 184 F.2d 962, 87 USPQ 40, 40 TMR 960 (C.A. 9, 1950). 

450. City Messenger of Hollywood Inc. v. City Bonded Mess. Serv., 254 F.2d 539, 
116 USPQ 75, 48 TMR 587 (C.A. 7, 1958), cert. denied, 79 S.Ct. 45. 

451. 121 USPQ 261 (D.C. Ore., 1959). 

452. Ibid., 262. 

453. Marshall v. Procter ¢ Gamble Mfg. Co., 170 F.Supp. 828, 120 USPQ 328, 
49 TMR 571 (D.C. Md., 1959). 
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tection in cases setting forth such purely speculative allegations. 
The court said: 
“The court is not prepared to hold true statements of fact 


to be false descriptions and representations because the thing 
to which they relate may in the future be improved.” ** 


f. The Proposed Federal Unfair Competition Statute*® 


As will have been observed from a review of the last portion 
of this report, the problem of an effective federal law of unfair 
competition outside Section 43 of the Act of 1946 is still with us 
in most of its substantive and procedural ramifications. It has 
repeatedly been suggested that the only satisfactory solution to 
the problem would be the enactment of federal legislation under 
the Commerce Clause of the Constitution, which would specifically 





454. Ibid., 834. 

455. We shall not deal in this report with the ever recurring problem of “slavish 
imitation” of unpatented or uncopyrighted material as a form of unfair competition. 
In almost all cases which recently dealt with this problem, the courts have held that 
such imitation will not be enjoined unless the plaintiff can make a convincing showing 
of secondary meaning with regard to the origin of the products. In all of the following 
cases, the plaintiff failed to prevail: The W. E. Bassett Company v. The H. C. Cook 
Company et al., 164 F.Supp. 278, 118 USPQ 321, 49 TMR 861 (D.C. Conn., 1958) ; 
Neely et al. v. Boland Mfg. Co., note 423 supra; Hawley Products Co. et al. v. United 
States Trunk Co., Inc., et al., 118 USPQ 424 (C.A. 1, 1958); Modern Aids, Inc. v. 
R. H. Macy § Co., Inc., 264 F.2d 93, 120 USPQ 470 (C.A. 2, 1959) ; American-Marietta 
Company v. Krigsman et al., d.b.a Jamick Mfg. Co., 121 USPQ 211, 49 TMR 545 
(D.C., E.D. N.Y., 1959) (seeking broader protection against imitation than that orig- 
inally granted on motion for temporary injunction, 168 F.Supp. 645, 120 USPQ 358) ; 
and Paul A. Hess, Three Dimensionals, Inc. v. Brunner et al., d.b.a. Formed Products 
Co., et al., 121 USPQ 141 (D.C., S.D. N.Y., 1959). But see Stone Mfg. Co. et al. v. 
Moldcast Products, Inc., et al., 121 USPQ 342, 49 TMR 878 (D.C. N.J., 1959), where 
defendant was found, in addition to copying plaintiff’s products, to have capitalized on 
plaintiff’s ingenuity and enterprise in an unfair way. In John Roberts Mfg. Co. Vv. 
University of Notre Dame du Lac, 258 F.2d 256, 118 USPQ 431, 49 TMR 61 (C.A. 7, 
1958) (see “The Eleventh Year,” 118 USPQ No. 7, Part II, p. 25, 48 TMR 1037 at 
p. 1102), it was held on appeal that it was unfair competition for the defendant to 
misappropriate the University’s official seal by selling rings bearing that seal at a price 
cheaper than that asked for the official ring by the University’s book store. 

As this report goes to press, the decision by the Court of Appeals for the Second 
Cireuit in American Safety Table Company, Inc. v. Schreiber et al., 122 USPQ 29, has 
become available where a majority consisting of Judges Medina and Lumbard found 
unfair competition on the part of a defendant who, in addition to copying a formerly 
patent-protected device, was found to have competed unfairly with plaintiff in numerous 
other collateral ways resulting in what the majority characterized as a “campaign of 
deliberately contrived misrepresentation.” Consequently, the majority reached the con- 
clusion that “the fraudulent scheme as a whole must be condemned.” Chief Judge Clark 
wrote one of the strongest dissenting opinions of his long career. He said, inter alia, 
“T realize that a dissenting judge should exercise appropriate restraint in stating con- 
clusions which his brothers have rejected; even so I have to say that the broad and 
devastating result here achieved seems to me quite unique in its variance from the 
record and the parties’ claims thereto. The all but wholly obscured truth is that the 
well-known concept of unfair competition is being employed to fashion and shelter a 
monopoly where, as the record pretty thoroughly demonstrates, the ideas are public and 
their use is to be encouraged.” 122 USPQ 47. 
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deal with all forms of unfair commercial activity.* The profes- 
sion, therefore, owes a debt of gratitude to a special committee of 
the Association of the Bar of the City of New York, under the 
chairmanship of Harold R. Medina, Jr., for having prepared a 
draft of a proposed bill of this kind which was introduced in the 
House by Congressman Lindsay of New York as H.R. 7833 on 
June 18, 1959.*** This bill, in addition to outlawing certain specific 
unfair trade practices including disparagement of a competitor, 
dilution of trademarks and trade names and other unfair practices, 
would outlaw all competitive acts which violate “reasonable stand- 
ards of commercial ethics.” According to Section 9 of the bill, it is 
the intent of the act 


“to regulate all commerce which may lawfully be regulated by 
Congress by making actionable solely in a Federal forum all 
unfair commercial activities set forth herein thereby to pro- 
tect any person engaged in interstate commerce against such 
unfair commercial activities whether used or committed locally 
or in interstate commerce.” 


Although the Lindsay bill may not remain in its present form, 


it may well serve as a stimulant for further study and perhaps 
eventual ultimate enactment of a federal unfair competition statute. 








456. Cf. Lunsford, “Unfair Competition: Uniform State Act Needed,” 44 Va. L. 


Rev. No. 4, 583 (1958). 
457. 86th Cong., 1st Sess. Referred to the Committee on Interstate and Foreign 


Commerce. 
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NOTES FROM OTHER NATIONS' 
Edited by L. L. Gleason 


Austria 


Registered Trademark May Become Generic Term 


The registered word trademark Gervais in Austria has been 
declared a generic term. Registration of a trademark is prima facie 
evidence of its capability of being registered, but that is not suffi- 
cient to enable the owner of the mark to take successful action 
against another party when it is proven that the mark has, for 
some time, ceased to have the character of an individual mark 
designating the goods of a specific enterprise. 

Decision of OGH (Superior Court) November 11, 1958. 
Osterreichische Blatter No. 4, 1959 page 64. 


Trademark “air fresh” vs. “carfresh” 


A company in West Germany, which produces and distributes 
pharmaceuticals and cosmetics in Austria, including a deodorant, 


under the trademark “air fresh” and another mark consisting of 
“air fresh” written in script and combined with a design, granted 
a license to an Austrian company for the distribution of the goods 
and the use of the two trademarks in Austria. These two parties 
brought action against a third party which had more recently 
registered the trademark “carfresh” for “accessories for powered 
vehicles” and used this mark in the distribution of a deodorant in 
a small plastic bottle. The trademark “carfresh” appeared on the 
bottles, the packages and descriptive literature in combination 
with a design and with the words “carfresh” written in a style 
similar to that of the “air fresh” mark. 

The Court of First Instance directed the third party to stop 
use of the trademark “carfresh” in a script form or style similar 
to that used for “air fresh.” The defendant appealed, and the 
Court of Appeals affirmed the decision of the Lower Court. 

In its defense the owner of the “carfresh” mark contended 
that it was not in competition with the owner of the “air fresh” 
registrations, which was not active in commerce as it had licensed 
the two trademarks to a second party for the production and dis- 
tribution of the goods. Therefore, according to the defendant, the 
other registrant was not connected in commerce with the trade- 





+ 10.—FOREIGN LAW. 
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mark “air fresh.” The defendant also stated that the plaintiffs 
had not established or attempted to establish that one or the 
other was identified in commerce with the trademark “air fresh.” 
Finally, he alleged that the trademarks “air fresh” and “carfresh” 
were not similar. 

In its decision the Court ruled that a company which does not 
produce or distribute goods itself, but has licensed another to do 
so, is still engaged in competition with other parties in the same 
industry; that in the case of a registered trademark it is not 
necessary to establish that the trademark is actually identified in 
commerce with a specific company; and that the trademark “car- 
fresh,” particularly when written in the same style as the other 
mark, is confusable with the trademark “air fresh.” 

Decision of OLG (Appeal Court) September 29, 1958. Oster- 
reichische Blatter No. 4, 1959 page 67. 


Confusion Between Composite Marks 


An Austrian company engaged in the business of import- 
ing coffee was the owner of two trademark registrations, one 
showing a hemisphere, with representations of coffee beans and 
the map of Brazil, and the other consisting of the same design 
with the words mocca and sraziu added. It brought action against 
a second Austrian company, which was using on its packaged 
coffee and in its advertising a mark consisting of the same hemi- 
sphere, a map of Brazil, representations of coffee beans, its name, 
and the words GRUENE BRAZIL OF ROTE BRAZIL, and KAFFEE. 

The Court of First Instance decided that the defendant must 
stop use of the design part of its mark and that it could continue 
to use the word sraziu as that indicated a kind of coffee. The Court 
expressed the opinion that the average customer would confuse 
the two marks and that the use of the adjectives GRUENE and ROTE 
would not eliminate confusion. 

The Court of Appeal ruled in favor of the defendant on the 
ground that the plaintiff had not established that its registered 
trademarks were actually used in commerce, and that there could 
not be a final decision as to confusion when the manner in which 
the plaintiff used its trademarks had not been established. 

The Superior Court rendered a decision in favor of the 
plaintiff, and stated that the registered trademarks enjoyed pro- 
tection under the law regardless of whether they were actually 
used or were identified in commerce with the business of the 
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registrant; also that the registration of a trademark is prima 


facie evidence that all required conditions existed at the time of 
registration and that consequently the registrant has the right to 
the exclusive use of the mark. The Court added, however, that 
the Courts may examine independently the use of a trademark 
from the point of view of the “fair competition” legislation and 
reach a different conclusion from that of the Patent Office au- 
thorities. 

Decision of OGH (Superior Court) April 7, 1959. Oster- 
reichische Blatter No. 4, 1959 page 71. 


Summaries of Various Decisions of Austrian Patent Office 
Registrable and Unregistrable Marks 


A trademark consisting of the combination of the letters 
“V D F” was held to be insufficiently distinctive. A group of 
letters that cannot be considered a word belonging to a language 
nor as a coined or fanciful word, is registrable only if it shows 
particularities, especially of a graphic nature, that give it the 
required distinctiveness, or if it has become established in com- 
merce as the well-known mark of a particular firm. 

A dark oval background with a white border is not sufficient 
to establish the registrability of an otherwise insufficiently dis- 
tinctive group of letters. 

Decisions of November 20, 1958, Patent Gazette 1959, page 97. 

Trademark pERFEKTIN not registrable, on ground that words 
that differ only slightly from descriptive terms, or are confusingly 
similar with these, cannot be registered for the exclusive use of 
any party. The common suffix “in” added to the word “perfekt” 
is not sufficient to make that word distinctive. 

Decision of February 11, 1959, Patent Gazette 1959, page 101. 

The trademark TERRALOAD’R accepted for registration as a 
trademark for loading and transport equipment. In commerce a 
term is recognized as a descriptive indication only if it is especially 
meaningful and immediately understood, without further mental 
effort. 


(Evidently the Austrian Patent Office considered that the 
trademark TERRALOAD’R, consisting of a Latin word and an English 
word, would not be immediately meaningful in German-speaking 
circles. ) 

Decision of May 12, 1959, Patent Gazette 1959, page 119. 
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Goods for Which Marks Are Registered Are Controlling 


In establishing identity or similarity of goods, the deter- 
mining factor is not what products are actually sold under the 
contested trademarks, but for what products the trademarks are 
registered. 

Decision of September 11, 1958, Patent Gazette 1959, page 
120. 

Similarity of Trademarks 

A word mark and a picture mark are confusingly similar 
only if the picture can only be designated with the word used as 
the other mark (sPHINX). 

Decision of January 22, 1959, Patent Gazette 1959, page 127. 

PYRABUTOL not confusingly similar to pyrAmmpon because the 
plaintiff’s trademark pyramipon is so well-known that the image 
of this mark will be particularly sharp and accurate in the minds 
of users of the goods, who will be clearly aware of differences 
between the two marks. 

Decision of October 16, 1958, Patent Gazette 1959, page 122. 


Belgium 
Trademark Infringement—Rights of First User Recognized 


A Belgian company called 8. A. Dodo used the trademark 
MONDIAL for many years to distinguish mattresses of its manu- 
facture. The mark was used on the goods and on stationery, bills, 
ete., and it was well-known to the customers of S. A. Dodo. 

In 1956 another Belgian company commenced to use the same 
trademark mMonpIAL on mattresses which they were selling. In 
April, 1956 the plaintiffs protested in a letter to the second com- 
pany regarding use of the trademark monpraL. The second com- 
pany disregarded the warning and proceeded to register MONDIAL 
as a trademark on July 3, 1956. S. A. Dodo registered Monp1AL on 
January 25, 1957. There was no difficulty in doing that since there 
is no examination of trademarks in the Belgian Trade Mark 
Office. 

S. A. Dodo then sued the second company for infringement 
and asked for damages. The Court considered the trademark and 
found that it was one suitable for registration, being sufficiently 
distinctive and original to identify a specific product and not one 
habitually employed in the manufacture or sale of mattresses. 
The Court found that the plaintiffs had first made “notorious use” 
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of the contested mark, and evidence was produced to show that 
the mark had been known for many years amongst interested par- 
ties in the mattress business. The Court decided that the plaintiffs’ 
claim to exclusive rights in the mark was incontestable. 

However, the Court also found that the good faith of the de- 
fendants could not be questioned, as they had apparently not com- 
menced use of the mark until after they were convinced that no 
other party had registered the mark, and they had caused a search 
to be made before they applied for registration. When the plain- 
tiffs wrote to them on April 9, 1956, the defendants had replied 
that they would stop use of the mark if the plaintiffs could prove 
ownership of it, and the plaintiffs neglected to do that. 

Since the plaintiffs had considered the trademark of value 
and its protection against use by third parties as of great im- 
portance, the Court expressed the opinion that the plaintiffs should 
have availed themselves of the provisions of the law for registering 
a trademark. This had not been done, and it was also established 
that the mark was not widely known in the mattress business, al- 
though it had been used for several years. 

The Court’s decision was that the defendants’ registration of 
the mark was null and void, that the plaintiffs were not entitled to 
damages or publication of the decision at the expense of the de- 
fendants, and that the cost of the suit was to be borne equally 
by the plaintiffs and the defendants. 

Louvain Tribunal of Commerce, June 17, 1958, Revue de Droit 
Intellectuel L’Ingénieur-Conseil, December 1958. 


Canada 
Opposition—Non-use of Opposing Mark 


Sunmaster Aluminum Awning Company, a United States com- 
pany, applied on January 8, 1957 for registration of the trademark 
SUNMASTER in respect of metal awnings and on the basis of use of 
the mark in Canada on such goods since September, 1954. The ap- 
plication was opposed by Sydney Hermant, trading as Percy 
Hermant Company, who owned a registration of the trademark 
SsUN-MASTER for shades for automobiles, dating from 1947. The 
opponent alleged that he had used the trademark suNMasTER on 
metal awnings sold in Canada since May, 1956 and had advertised 
these goods under the trademark, also that the trademark sunMas- 
TER had been used and advertised in connection with metal sun 
visors for automobiles back to the year 1947. 
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The Registrar considered the written evidence (there was no 
oral hearing) and decided that since the opponent had not satis- 
fied the Registrar that his registered trademark was in use in 
Canada and that failure to use was not due to special circumstances 
that excused non-use, the registration of 1947 should be expunged 
in accordance with the provisions of Section 44 of the Trade Marks 
Act. The registration was canceled and the opposition was re- 
jected (31 C.P.R. 48, Section IT). 

This decision emphasizes the danger of basing an opposition 
in Canada on a registration which is open to attack on the ground 
of non-use of the mark covered by the registration. 


Germany (West) 
Confusion Between Elektrotechnik and Deutsche Elektrotechnik 


The owner of the title ELEKTROTECHNIK for periodicals sued 
to prevent use of the title pDpeUTSCHE ELEKTROTECHNIK by another 
party for a similar periodical. The first Court found that the two 
titles were confusable but the Court of Appeals held that they 
were not confusable, because the word ELEKTROTECHNIK is very 
commonly used at the present time, and the optical impressions 
made by the two titles are quite different, even to a reader who 
merely glances at them casually. The difference would be even 
more pronounced to readers in technical circles who read such 
periodicals. Also, the two periodicals differ as to contents and 
manner of presenting the contents; and there are so many technical 
publications on the market that the public that is interested in them 
is accustomed to noting differences between them. The Court of 
Appeals made the comment that if one chooses a mark that is weak 
in its character, he must expect that similar marks will weaken 
it further. This Court believed that there would be no confusion in 
the sound or pronunciation of the two titles, and referred to other 
periodicals which contain frequently used words in their titles and 
which are known by their complete titles. 

The case went to the Federal Court for a final decision and that 
Court found that the titles were confusable and that the addition of 
the rather weak and colorless word pEuTSCHE to the word ELEKTRO- 
TECHNIK did not give sufficient distinction to DEUTSCHE ELEKTRO- 
TECHNIK to prevent confusion with ELEKTROTECHNIK. 

Decision of Bundesgerichtshofs (Federal Court), February 
6, 1959—1959 GRUR 360. 
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Great Britain 


Trademark Infringement; Injunction Granted in Respect of Part B Registration 


Hobart Manufacturing Company, an American company, sued 
Cannon Industries Ltd. for infringement of their trademark 
KITCHENAID registered in Great Britain about 37 years previously 
in Part B of the Register, and Hobart asked the Court for an in- 
terim injunction against further infringement by Cannon while 
awaiting a decision in the trial of the infringement suit. 

Section 5(2) of the British Trade Marks Act provides that the 
owner of a Part B registration is not entitled to an injunction in 
an action for infringement if the defendant establishes to the satis- 
faction of the Court that the trademark use of which the plaintiff 
complains is not likely to deceive or cause confusion, ete. 

At the hearing on the application for injunction the Court 
held that the defendants had not satisfied it that their use of the 
trademark KITCHEN arp, spelled with a capital K and a capital A 
but with the two words separated, was not likely to cause confusion 
with the plaintiff’s registered mark, and the injunction was 
granted. A request by the defendants for suspension of the in- 
junction pending appeal was refused. (Hobart Manufacturing 
Company v. Cannon Industries Ltd.—1959 R.P.C. 269.) 
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1 
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1 


5.00 
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MAR\ 


Model Act X 
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Changes XX 
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X 6/ 7/51 


KX 7/ 2/51 


— 


X10/ 1/57 
X 2/14/52 


X 3/23/55 
X 3/23/55 
X 7/ 1/51 
XX 7/28/54 


6/ 1/54 


_ 
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X 4/25/59 


X 4/10/52 


See 
Remarks 


Service 
Marks 


Yes 
1/ 1/56 


Yes 


7/20/59 


Yes 


4/25/59 


Dilu- 
tion 


Yes 
7/ 1/53 


REGISTRATION INFORMATION 


Civil Criminal 
Remedies Penalties 
(Prov.-Vary, see Statutes) 
No No 
Yes Yes 
Yes Yes 
Yes No 
Yes Yes 


STATE TRADEMARK INFORMATION 


Remarks 


Effective 4/29/59 
a 
os 
a 


. (Revised Laws of Hawaii— 
1945) 


Cc 
Publication required 


C. No common law. Trade name 
provision 


C. Hearing allowed on rejection 
of application 
Certificate of Notary required 


Cc. 
c. 


Cc. 


Certification marks can be filed 


Substantially Model Act—enacted 
prior to formal drafting of Model 
Bill. 





State 


NEw JERSEY 
New Mexico 
New York 


NortH CAROLINA 


NortH DAKOTA 
OHIO 
OKLAHOMA 
OREGON 
PENNSYLVANIA 
RHODE ISLAND 


SouTH CAROLINA 
SouTtH DAKOTA 
TENNESSEE 


TEXAS 
UTAH 


VERMONT 
VIRGINIA 


WASHINGTON 
WEsT VIRGINIA 


WISCONSIN 


WYOMING 


* “No” means no date of use anywhere required; 
“A” means date of first use anywhere; 
“B” means date of first use in State. 


THE TRADEMARK REPORTER 


Term 


Perpetual 
10 Years 
10 Years 


Perpetual 


10 Years 
10 Years 
10 Years 
Perpetual 
10 Years 
Perpetual 


10 Years 
10 Years 
10 Years 


Perpetual 
10 Years 


10 Years 
10 Years 


10 Years 
Perpetual 


20 Years 


Perpetual 


Reg. 


$ 5.00 
1.00 Cert. 
10.00 


10.00 


5.00 

1.10 re- 
cording 

1.00 Cert. 


20.00 
10.00 


10.00 
20.00 
15.00 


10.00 
2.00 Cert. 


15.00 
10.00 

5.00 

1.00 Cert. 

1.00 
10.00 


10.00 


10.00 
5.00 Cert. 


10.00 


5.00 

5.00 Cert. 

3.00 

1.00 Cert. 
plus description 


5.00 
5.00 Cert. 


“C” Cancellation provisions ; 
“D” or is registered in U.S. Patent Office. 


No. of 
Fee Spec. 


3 
1 


4 
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STATE TRADEMARK 


Dates of Renewal Assignment 
Ist Use* Fee Fee 


Appili. 
Forms 


1 A — _ 


1 A $10.00 -— 


1 A,B 10.00 10.00 


A 5.00 
1.10 re- 
cording 
1.00 Cert. 
5.00 


5.00 
See 


remarks ( ) 


5.00 
10.00 
10.00 


5.00 
2.00 Cert. 


3.00 
5.00 
5.00 


1.00 
5.00 


10.00 
10.00 


3.00 3.00 
1.00 Cert. 1.00 Cert. 
(See Remarks) 
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REGISTRATION INFORMATION — (Continued) 


Model Act X Civil Criminal 
Sub. Service Dilu- Remedies Penalties 
Changes XX Marks tion (Prov.-Vary, see Statutes) Remarks 











— — —— Yes Yes 
— Yes Yes Effective 6/12/59—protects 
6/12/59 Common Law Rights 
X 9/ 1/54 —- Yes 38 


Yes 





x 7/ Asa GS 
X10/ 1/54 Yes f C. (Special Provisions—see 
10/ 1/57 statute ) 


x l/ 6 —-— C. —but not for marks in conflict 
with federal registration 


—— — C. Special provisions—Publication 
required 
9/26/51 Yes ; C. also disclaimers 
5/29/56 


— —_—_ Publication required 


2/14/52 
1/ 1/56 


— — . for abandoned marks 

5/10/55 Yes 
5/14/57 

6/ 1/57 

7/ 1/58 Yes . —but not for marks in conflict 
7/ 1/58 with federal registration 

9/ 1/55 Yes 
9/ 1/55 





. Reregistration required. As- 
signee must be Wisconsin corp. 
or (for registrant also) li- 
censed to do business in Wis- 
consin 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 

January—September 

1959 1958 

Applications filed .................00...00........ 17,252 16,666 
Registrations issued 

Principal Register ........................ 13,489 10,653 

Supplemental Register —.............. 610 601 

I aii ceccilaadlal ci 14,099 11,254 

il 2,465 2,406 

Sec. 12(c), publications -..................... 366 331 

Sec. 8, affidavits filed ..............02.......... 8,910 9,026 

Sec. 8, cancellations ............................ 3,832 3,854 

Cancellations, other ..............000.....0..... 148 124 





LIST OF OTHER TRADEMARK ARTICLES* 


Brennan, Charles H. 
Is There a Hole in Your Corporate Image? (Sales Management, September 18, 
1959, pp. 33-35, 132.) 

Bristol, Lee H., Jr. 
What’s In a Corporate Name? (Printers’ Ink, October 2, 1959, p. 80.) 

Here’s How to Measure Corporate Images. (Industrial Marketing, August, 1959, pp. 
168-169.) 

Kelly, Robert A. 
When You Buy a Company, Do You Change Its Name? (Sales Management, June 
5, 1959, pp. 33-35.) 

World Trade Information Service. Washington, D. C., Dept. of Commerce, Bureau of 
Foreign Commerce, Part 2: Operations Reports. Trademark Information is included 
in the following reports: No. 59-48—Ghana; No. 59-53—Philippines; No. 59-55— 
Australia; No. 59-63—Viet-Nam; No. 59-64—France; No. 59-66—Philippines. 

Yeager, Philip B. 
Company Secrets Have “Reasonable” Protection. (Nation’s Business, October, 1959, 
pp. 14, 16, 21.) 





* Copies of these articles are available for reference in the Association’s library. 
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Part Il 


JOSEPH BANCROFT & SONS CO. v. SHELLEY KNITTING MILLS, INC. 
No. 12774—C. A. 3— July 2, 1959 —122 USPQ 113 


8.3—COURTS—PRELIMINARY INJUNCTION 
The order of the District Court granting a temporary injunction was reversed 
where the District Court failed to balance the conveniences of the parties and the 
possible injuries to them. No “irreparable damage” was found where plaintiff’s 
business flourished while defendant was making and selling sweaters which were 
not in accordance with license agreement specifications. 


Action by Joseph Bancroft & Sons Co. v. Shelley Knitting Mills, Inc., 
for trademark infringement, unfair competition, and breach of contract. 
Defendant appeals from District Court for Eastern District of Pennsylvania 
from order granting plaintiff’s motion for preliminary injunction. Re- 


versed. 
Case below reported at 49 TMR 412. 


Harry Shapiro and Harry Langsam, of Philadelphia, Pennsylvania, for 
appellant. 

Alfred C. Aurich, Robert T. McCracken, and C. Russell Phillips, of Phila- 
delphia, Pennsylvania, for appellee. 


Before GoopRICH, KALODNER, and Hastie, Circuit Judges. 


KALODNER, Circuit Judge. 

Two issues are presented in this appeal from the District Court’s 
Order granting a preliminary injunction. 

They are: 

(1) Did the District Court abuse its discretion in granting a prelim- 
inary injunction? 

(2) Was the sweep of the preliminary injunction so broad as to 
constitute reversible error? 


The facts, necessary to disposition, may be summarized as follows :* 


Plaintiff, Joseph Bancroft & Sons Co. (“Bancroft”), a Delaware cor- 
poration having its principal place of business in that state, is the owner 
of the trademark BAN-LON,” characterizing a crimped nylon yarn. Bancroft 
also holds a license from a patentee of machinery for crimping nylon yarn 
which is not here involved. It licensed numerous yarn spinners (throwsters) 
to crimp nylon yarn. It neither invented nylon filament yarn nor owns 





1. The District Court’s opinion is unreported. It made sixty-six Findings of Fact 
and stated eleven Conclusions of Law, 119 USPQ 463 (49 TMR 412). 

2. Trademark Registration No. 621,848, issued February 21, 1956, following ap- 
plication filed June 2, 1955. 


1103 








1104 THE TRADEMARK REPORTER Vol. 49 T. M.R. 


exclusive rights to crimped nylon filament yarn. Bancroft itself manufac- 
tures only from 1,000 to 2,000 pounds of crimped nylon a year. 

Bancroft also licensed knitters who purchased crimped nylon yarn 
from its licensed spinners. These licenses permitted the knitters to use 
on their varied products the name BAN-LON on hang tags displaying also 
the picture of a kitten on a pillow, and on labels sewn into the products. 
Three hundred of four hundred knitters licensed by Bancroft manufactured 
sweaters. Bancroft itself does not manufacture sweaters. 

The licenses to knitters specified conditions under which they could 
use the BAN-LON trademark. 

Defendant Shelley Knitting Mills, Ine. (“Shelley”), is a corporation 
of the State of Pennsylvania having its principal place of business in that 
State. It manufactures sweaters. Under an oral understanding in the 
early part of 1955, Shelley was granted permission by Bancroft to use 
the trademark BAN-LON on its sweaters, and received written authorization 
to do so by letter dated November 11, 1955. Subsequently Bancroft and 
Shelley entered into one-year license agreements on July 18, 1956 and 
August 6, 1957. Both license agreements had expired at the time of the 
entry of the District Court’s Order of September 11, 1958 here at issue. 
The August 6, 1957 agreement, however, was still in effect when the action 
which resulted in this appeal was filed on July 26, 1958. 

The 1957 agreement conditioned Shelley’s use of the BAN-LON trade- 
mark during its term upon its maintenance of quality standards therein 
specified by Bancroft. It provided, in substance, among other things, that 
Shelley (1) submit to Bancroft two sweaters of each style proposed to be 
manufactured by it for testing and quality control evaluation; (2) sell 
under the BAN-LON trademark only sweaters equal to the standards of the 
sample sweaters previously submitted for approval and approved; (3) 
ensure that its sweaters showed “satisfactory workmanship, appearance, 
hand, and shall be satisfactory construction for the type of stitch, yarn, 
size and end use planned, based upon the judgment of Joseph Bancroft 
and Sons Company,” and, (4) use its own trademark “in prominent asso- 
ciation with” the BAN-LON trademark whenever the latter was used. 

In April 1957, while the 1956 license agreement was still in effect, 
Bancroft notified Shelley that it would be required to use a minimum of 
28 stitches per inch in the manufacture of any new styles after that date. 
Prior to April 1957 Bancroft had not specified any minimum stitch require- 
ment. The 28-stitch count was specified because Bancroft’s research staff 
had ascertained that it would eliminate undesirable excessive pilling* and 
fuzzing. 

After the August 6, 1957 license agreement, here involved, was signed, 
Bancroft again, between August 26, 1957 and March 13, 1958, on five occa- 
sions, advised Shelley of its specification of the 28-stitch count. During this 


3. Pilling is a roughing-up in which the fiber ends form little balls, break and curl. 
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period, and a later date, May 28, 1958, Shelley submitted sample sweaters 
to Bancroft for approval which met its 28-stitch count requirements, and 
which were approved. 

Complaining that Shelley was selling, under the BAN-LON trademark, 
sweaters not in conformity with the samples submitted or its quality con- 
trol standards, Bancroft filed suit on July 26, 1958, seeking preliminary 
and final injunctions and other relief. Three causes of action were stated: 
(1) infringement of Bancroft’s trademark BAN-LON; (2) unfair competi- 
tion, and, (3) breach of contract. 

In its complaint Bancroft specifically charged Shelley with violating 
prescribed quality control standards in that it failed to conform to the 
28-stitch count and size requirements. It also alleged use of unauthorized 
hang tags. 

At the hearings upon preliminary injunction, Bancroft offered in evi- 
dence samples of Shelley’s sweaters which had been approved upon sub- 
mission as containing the 28-stitch count. It also adduced testimony that 
on February 21, 1958, an examination of fourteen sweaters, selected at 
random, in Shelley’s inventory, disclosed that ten had a stitch count varying 
from 24 to 26 stitches per inch. It was further testified that in July and 
August 1958 Bancroft purchased fourteen of Shelley’s sweaters at various 
stores throughout the country; that thirteen of the sweaters, offered in 
evidence, had less than a 28-stitch count; their labeled sizes and measure- 
ments varied from .2 of an inch (acceptable to Bancroft), to 1.7 of an inch, 
and unauthorized hang tags* were attached to the sweaters. 

With respect to the thirteen sweaters Bancroft’s witnesses were unable 
to say whether they had been manufactured subsequent to specification of 
the 28-stitch count, and admitted that their manufacture could have pre- 
ceded it. 

It was also testified in Bancroft’s behalf that it had spent more than 
$1,000,000 in advertising its trademark BAN-LON since 1954 and that in 
addition, fiber producers, spinners, sweater manufacturers and stores had 
expended several times that amount in advertising the same trademark. 
Bancroft’s testimony also established that licensed spinners paid Bancroft 
a royalty based on the market price of the basic nylon filament which they 
processed ; licensed knitters, such as Shelley, paid no royalty to Bancroft. 
Spinners, as well as knitters, however, were required by their licenses to 
maintain standards of quality established by Bancroft in order to use its 
trademark. Quality standards were changed from time to time by Bancroft 
in accordance with research programs which it pursued at an annual cost 
of $150,000. 

Shelley, in its behalf, adduced testimony, which may be summarized 
as follows: it had manufactured under its license agreements with Bancroft, 





4. The hang tags displayed a kitten on a pillow (kitten label) with a “balloon” 
at the top. They did not carry Shelley’s mark, as required, and had been disapproved 
by Bancroft. 
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more than 2,000,000 sweaters bearing the sewed-in label and hang tag BAN- 
LON trademark and only eight sweaters had been returned by purchasers; 
in order to manufacture these sweaters Shelley purchased $500,000 new 
equipment in 1955, 1956 and 1957 and bought approximately $2,884,000 
of BAN-LON yarn from licensed spinners during the years stated; it spent 
$50,000 in 1956 and $75,000 in 1957 advertising the name BAN-LON; it was 
impossible for Shelley to meet Bancroft’s 28-stitch count and manufacture 
sweaters profitably on its machines; if Shelley were to make sweaters with 
a 28-stitch count on its machines it could not obtain the proper size measure- 
ment for them; Bancroft’s specification of a 28-stitch count was “not based 
on any substantial factual test”; Shelley’s sweaters, even though they con- 
tained less than a 28-stitch count, were good and marketable; subsequent 
to the filing of Bancroft’s suit on July 26, 1958 Shelley had on hand, on 
July 31, 1958, 28,449 dozen sweaters, manufactured at a cost of approxi- 
mately $948,000; the August 6, 1957 license agreement authorized Shelley 
to use its own trademarks TEMI and CLAREMONT in association with Ban- 
croft’s trademark BAN-LON; Shelley was “one of the largest BAN-LON pro- 
ducers”; and, finally, Shelley’s customers (jobbers and retailers) never 
specified any stitch count. 

The District Court, after hearings on September 4th and 6th, 1958, 
rendered its Opinion [119 USPQ 463 (49 TMR 412)] on September 11th 
in which it adopted all the Findings of Fact and Conclusions of Law pro- 
posed by Bancroft and, with modifications, several Findings of Fact and 
Conclusions of Law submitted by Shelley. In addition, the District Court 
stated some of its own Findings of Fact and Conclusions of Law. Simul- 
taneously, with the filing of its Opinion, the District Court entered an 
Order granting the preliminary injunction in the following terms, 119 
USPQ at 465 (49 TMR at 423): 


“* * * Tt Is Ordered, Adjudged and Decreed that the defendant, 
its officers, servants, employees, attorneys, agents, and each of them, be 
enjoined preliminarily, and until further order of this court, from 


(a) using the trademark BAN-LON on or with reference to any 
products which are of quality inferior to the standards prescribed 
by plaintiff and which have not been approved by plaintiff; 

(b) directly and indirectly distributing, selling or advertising 
such inferior quality products under or by reference to the trade- 
mark BAN-LON; 

(ce) directly or indirectly distributing, selling or advertising any 
products bearing any mark or name which colorably imitates plain- 
tiff’s trademark BAN-LON; or 


(d) using any labels or hang tags bearing plaintiff’s trademark 
BAN-LON unless and until approval for the use thereof shall first have 
been obtained from plaintiff ; 


conditioned upon the filing by plaintiff of a bond in the amount of 
$75,000.00 ; 
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And It Is Further Ordered that defendant’s Motion for Prelim- 
inary Injunction filed August 4, 1958, is denied.” 


The preliminary injunction was in exact terms submitted by Bancroft 
except that the amount of the bond was fixed at $75,000 instead of $50,000. 

Highlights of the District Court’s fact-findings, Conclusions of Law 
and Discussion, may be summarized as follows: 


Jurisdiction existed over the parties and subject matter by reason 
of the trademark and diversity laws; the trademark BAN-LON is extensively 
used in interstate commerce and is of substantial value to Bancroft; 
licensees of Bancroft were subject to its quality control specifications; the 
specifications, particularly as to the 28-stitch count were reasonable; less 
than a 28-stitch count causes, in sweaters, “excessive pilling and fuzzing” ; 
purchasers of sweaters (jobbers, retail stores and consumers) do not inquire 
as to the number of stitches per inch in a sweater; sweaters which “exces- 
sively fuzz and pill after wearing” cause consumer dissatisfaction ; Shelley’s 
manufacture and sale of substandard sweaters under the BAN-LON trade- 
mark breached its license agreement and infringed the trademark ; continued 
sales would cause irreparable injury to Bancroft; Shelley attached hand 
tags to its sweaters which had not received Bancroft’s approval and thereby 
breached its license; Shelley’s use of Banecroft’s trademark BAN-LON con- 
stituted unfair competition ; Shelley’s knitting machines could not profitably 
be used to comply with the 28-stitch count specification ; “pilling in textured 
nylon filament yarn probably results because of the break of individual 
nylon fibres,” and, such breaking “may be caused by abrasion, tearing, or 
unduly stretching of one or more individual fibres of filaments or other 
causes”; Shelley manufactured and sold, during the existence of its license 
agreements more than 2,000,000 sweaters under the BAN-LON trademark; 
the sweaters were of “good and marketable quality”; Shelley did not use 
Bancroft’s trademark “in such manner as to deceive the public”; Shelley 
“has not shown how many sweaters it had on hand at this time [September 
11, 1958—date of the adjudication and Order] and its evidence indicates 
that the failure of defendant [Shelley] to use the name BAN-LON and plain- 
tiff’s [Bancroft’s] related mark will not cause it substantial damage.” 
(emphasis supplied ) 

With respect to the District Court’s adjudication and Order Shelley 
makes these contentions: 


(1) The District Court abused its discretion in granting a preliminary 
injunction because there was no evidence of threatened irreparable injury 
to Bancroft should it be denied. 


(2) The sweeping provisions of the preliminary injunction restraining 
Shelley from making any reference to the trademark BAN-LON in the adver- 
tising or sale of its sweaters enjoined it from even stating that the sweaters 
were made of BAN-LON yarn though they were in fact made of such yarn 
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and accordingly the preliminary injunction was invalid under the doctrine 
enunciated in Prestonettes v. Coty, 264 U.S. 359 (1924). 

Bancroft, in reply, asserts that the District Court properly exercised 
its discretion in granting the preliminary injunction, and that its provisions 
are valid. 

Taking first Shelley’s contention that the District Court abused its 
discretion in granting a preliminary injunction. 

Applicable to that contention are these well-settled principles: 


The granting or denying of a preliminary injunction rests in the sound 
judicial discretion of the trial court and will not be disturbed upon appeal 
“unless contrary to some rule of equity, or the result of an improvident 
exercise of judicial discretion.” ° 

The applicant for a preliminary injunction bears the burden of estab- 
lishing a right to such injunctive relief and that irreparable injury will 
result to him if it is not granted.® 


“The award of an interlocutory injunction by courts of equity 
has never been regarded as strictly a matter of right, even though irrep- 
arable injury may otherwise result to the plaintiff. * * * Even in 
suits in which only private interests are involved the award is a 
matter of sound judicial discretion, in the exercise of which the court 
balances the conveniences of the parties and possible injuries to them 
according as they may be affected by the granting or withholding of 
the injunction * * *.” (emphasis supplied )’ 


The equity court’s power to issue an interlocutory injunction “which 
compels the defendant, in order to obey it, to take affirmative action should 
be sparingly exercised.” ® 

Applying the principles stated to the instant case we are of the opinion 
that the District Court improvidently exercised its discretion in granting 
the motion for the preliminary injunction. 

We do so for “very persuasive reason[s]” in this “unusual case.” ® 

On review of the record we can find no “irreparable injury” threaten- 
ing Bancroft which would warrant issuance of a preliminary injunction for 
reasons later stated. Moreover, even assuming that some injury might 
have resulted to Bancroft by reason of the denial of a preliminary injunc- 
tion, the District Court failed to “balance the conveniences of the parties 
and possible injuries to them according as they may be affected by the 





5. Deckert v. Independence Shares Corp., 311 U.S. 282, 290 (1940); Meccano, Ltd. 
v. John Wanamaker, 253 U.S. 136, 141 (10 TMR 312) (1920); American Ice Co. v. 
Royal Petroleum Corp., 261 F.2d 365, 368 (3rd Cir. 1958). 

6. United States v. W. T. Grant Co., 345 U.S. 629, 633 (1953); Sims v. Greene, 
161 F.2d 87, 89 (3rd Cir. 1947). 

7. Yakus v. United States, 321 U.S. 414, 440 (1944); Rice g Adams Corp. v. 
Lathrop, 278 U.S. 509, 514 (1929) ; Meccano, Ltd. v. John Wanamaker, supra, note 5; 
Hamilton Watch Co. v. Benrus Watch Co., 206 F.2d 738, 743 (2nd Cir. 1953). 

8. 7 Moore’s Federal Practice, 2d Ed. 1955, par. 65.04 [1], and the cases therein 
cited. 

9. American Ice Co. v. Royal Petrolewm Corp., supra, note 5. 
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? 


as is required in the exercise 
under the cases earlier cited. 


granting or withholding of the injunction,’ 
“of sound judicial discretion,” 

First, assuming the correctness of the District Court’s factual finding 
that Shelley failed to comply with Bancroft’s 28-stitch count, there isn’t 
a single shred of evidence in the record that (1) there was any adverse 
effect by reason of such failure upon the sale of BAN-LON yarn by its 
licensed spinners from whom Bancroft received its royalties or upon public 
acceptance of the manufactured products of its 400 licensed knitters; 
(2) there was no evidence of consumer dissatisfaction with Shelley’s 
sweaters and consequent damage to Bancroft’s trademark; (3) there was 
in the District Court’s own words an “absence of evidence” as to the size 
of Shelley’s inventory at the time of the issuance of the preliminary in- 
junction ; and, (4) there was no evidence as to whether whatever inventory 
Shelley had on hand at the time of the issuance of the injunction had been 
manufactured prior, or subsequent to, specification of the 28-stitch count. 

Second, the record affirmatively established that (1) Shelley’s sweaters, 
even though lacking the 28-stitch count, were, in the District Court’s own 
words, “of good and marketable quality”; and, (2) Bancroft’s trademark 
was, again in the District Court’s own words, “not used in such manner 
as to deceive the public.” Further, the evidence clearly established that 
Bancroft’s business had expanded tremendously during the period in which 
Shelley was licensed; Shelley’s own purchases of BAN-LON yarn from Ban- 
eroft’s licensed spinners increased from $648,000 in 1956 to $1,789,000 in 
1957 ; its undisputed total purchases during the life of its licenses aggre- 
gated $2,884,000, and it manufactured approximately 2,000,000 sweaters 
during that period. That Shelley’s sweaters met with public acceptance 
which was not diminished by reason of its failure to comply with the 
28-stitch count is evidenced by the fact that only eight were ever returned 
by consumers to Bancroft as unsatisfactory—six because of excessive pilling 
and two because neckbands became loose during wear. Only eight sweaters 
were ever returned to Shelley. These statistics are significant on the score 
of Bancroft’s contention, below and here, and the District Court’s finding, 
that irreparable injury was threatened to Bancroft should Shelley be 
permitted to sell sweaters with less than a 28-stitch count. Pertinent to 
these facts is the settled rule that “the character of the past violations,” 
i.e., failure to comply with the 28-stitch count, “must be considered in 
acting upon applications for injunctive relief.” United States v. Grant, 
345 U.S. 629, 633 (1953). 

This too must be said. 

The District Court, in the exercise of its discretion, failed to “balance 
the conveniences of the parties and possible injuries to them according as 
they may be affected by the granting or withholding of the injunction.” 
(See cases cited note 7.) 

According to Shelley’s contention it had on hand an inventory of 
$948,000 (at cost) at the time of the hearing on the application for the 
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injunction on September 6th. It offered in testimony its inventory state- 
ment showing 28,449 dozen sweaters—manufactured at a cost of $33.33 
per dozen—on hand on July 31, 1958, which was five days after Bancroft’s 
action was filed. That testimony was undisputed. The testimony, however, 
is hazy as to whether the July 3lst inventory was still on hand on Septem- 
ber 6th and no effort was made by either party or the District Court to 
clarify it. It is reasonable to infer that so large an inventory could not 
have been disposed of between July 31st and September 6th in view of 
the fact that Bancroft’s suit had been publicized. In any event, the record 
fails to offer substantial basis for the District Court’s apparent conclusion 
that the inventory had been drastically reduced. In fact the District Court 
did state that “Defendant has not shown how many sweaters it had on 
hand at this time.” 

On the score of “balancing the convenience of the parties” as they 
might be affected by an injunction it is apparent that issuance of the 
injunction would drastically affect Shelley since it prevented disposition 
of its inventory during its pendency. 

We can take judicial notice, as the District Court should have, that 
manufacturers’ sales of sweaters are seasonal and styles of sweaters change, 
so that delay in their availability to consumers will result in irreparable 
damage. 

On the other hand, denial of a preliminary injunction could not rea- 
sonably be determined to result in “irreparable damage” to Bancroft. Its 
business, as earlier stated, had expanded during the period Shelley was 
allegedly manufacturing and selling sweaters with less than a 28-stitch 
count. As the District Court found “Plaintiff has built up and now has 
a large and profitable business and good will * * *.” Since Bancroft’s 
business flourished while Shelley was making and selling sweaters with 
less than a 28-stitch count a determination that it would suffer “irreparable 
damage” by reason of further such sales is without substantial basis. 
Even, assuming that Bancroft’s business would be damaged to some extent 
by denial of an injunction, its injury would not be comparable to that 
suffered by Shelley by reason of the issuance of the injunction here in- 
volved. 

The undisputed fact that purchasers of sweaters, jobbers, retailers and 
consumers, never inquired as to the stitch-count or evidenced any interest 
therein, and the District Court’s finding that Shelley’s sweaters were “good 
and marketable” indicate that Bancroft would not suffer irreparable injury 
by reason of the denial of its application for a preliminary injunction and 
resulting sale by Shelley of such inventory as remained when the District 
Court’s Order issued. 

What we have said makes it unnecessary to discuss Shelley’s second 
point as to the erroneous sweep of the preliminary injunction. 

For the reasons stated the Order of the District Court will be reversed 
and the cause remanded with instructions to proceed in accordance with 
this Opinion. 
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DUNKIN’ DONUTS OF AMERICA, INC. v. DUNKIN DONUTS, INC., et al. 
N. Y. Sup. Ct., App. Div. 3rd Dept. — June 17, 1959 — 122 USPQ 220 


9.—STATE STATUTES 
To invoke summary judgment without trial under Section 964 of the New York 
Penal Law regarding corporate and trade names, the evidence of the petitioner 
must be clear and convincing and not be substantially controverted by way of 
answer or reply. 
7.216—REMEDIES—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Appellants were attempting to deceive the public and do irreparable damage 
by adopting the trade name DUNKIN DONUTS to compete with DUNKIN’ DONUTS OF 
AMERICA, INC. 


Petition by Dunkin’ Donuts of America, Inc. v. Dunkin Donuts, Inc., 
Jack J. Kessler, et al. under section 964 of New York Penal Law. Defen- 
dants appeal from order of New York Supreme Court, Special Term, 
Albany County, granting injunction. Affirmed. 


Ungerman & Greenberg, of Albany, New York, for Kessler. 

Samuel D. Cooper, of Albany, New York, for Dunkin Donuts, Ince., et al. 

Murphy, Aldrich, Guy, Broderick & Simon (Morris Simon and Bernard 
Simon of counsel) all of Troy, New York, for Dunkin’ Donuts of 
America, Inc. 


HERLIHY, Justice. 

The salient facts contained in the petition demonstrate that the 
petitioner was incorporated under the name “Dunkin’ Donuts of America, 
Ine.” in the State of Massachusetts and that it filed its trademark therein 
and thereafter in the States of Connecticut, Rhode Island, New Jersey and 
in New York State on November 21, 1957, in compliance with article 24 
of the General Business Law of the State of New York, receiving from the 
Secretary of State a certificate which is known as Exhibit “C” in the record. 
The name signifies the purpose of the corporation and the trade name 
was primarily for the sale of doughnuts. Petitioner developed a box and 
paper bag of unusual design for the sale of its product containing such 
descriptions as 52 DELICIOUS VARIETIES and THE DONUT WITH A HANDLE ON IT. 
It is further shown that the petitioner had stores in the States designated 
above and the filing of the trademark in New York State in 1957 was in 
anticipation of a sales campaign to start business in this State. This is 
further demonstrated by an advertisement in the Albany Times-Union on 
December 12, 1957, offering franchises to people interested in investing 
in the business. 

The appellants incorporated under corporate appellant’s name in New 
York State on April 17, 1958—four months following the Times-Union 
advertisements for franchises—and in the answering affidavits of the appel- 
lants the only explanation for the similarity of names is offered by one 
Stanley Uzdavinis, the president of the corporation, formerly from Lynn, 


? 
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Massachusetts, admittedly familiar with the names and business of the 
petitioner. In a conference with his partner prior to incorporation he 
suggested the name DONUT TIME which name was not satisfactory to his 
partner who suggested the name DUNKIN DoNuTS. The affidavit further 
states that although the signer thereof had knowledge of the use of the 
name in the State of Massachusetts—he did not like its product—he had 
an attorney, one of the incorporators, make a search of the Secretary of 
State’s Office, Corporate Division, and upon its approval thereafter incor- 
porated. He made the further statement: “We have never in any way 
intended or tried to palm ourselves off as being connected or affiliated with 
the petitioner’s organization. As I said before, our intention was actually 
just the opposite; I felt our doughnuts were better than petitioner’s dough- 
nuts and that we would suffer if the public thought our doughnuts were 
the same as theirs.” If there is any logic to this statement, the conclusion 
must be “Then why use the name?” Early in 1958 petitioner notified 
appellants to cease using its name. No plausible explanation was offered 
in the answering or reply affidavits as to the reason for the use of 
THE DONUT WITH A HANDLE ON IT or WITH 52 VARIETIES OF HAND cut [donuts] 
which appear in the window of a store in the City of Troy, New York, as 
shown by Exhibit “H.” 

To invoke the summary judgment, without trial, under section 964 
of the Penal Law, the evidence of the petitioner must be clear and con- 
vineing and not substantially controverted by way of answer or reply. It 
is similar to the requirements of rule 113 of the Rules of Civil Practice 
entitled “Summary judgment.” 

The statute provides in part “No * * * corporation shall, with intent 
to deceive or mislead the public, assume, adopt or use as * * * a corporate, 
assumed or trade name, for advertising purposes or for the purposes of 
trade or for any other purpose, any name * * * or any symbol or simu- 
lation * * * or a part of any name * * * which may deceive or mislead 
the public as to the identity of such * * * corporation or as to the con- 
nection of * * * corporation * * * with any other person, firm or corpo- 
ration.” 

We are not concerned with the criminal aspects of the statute. 

While it would appear that the intent of the statute is for the pro- 
tection of the public, the Court of Appeals has indicated it may be used 
as a summary remedy for unfair competition and for trademark infringe- 
ments for the protection of a private property interest as well as the public 
generally. In Matter of Playland Corp. v. Playland Center, 1 N.Y.2d 300, 
110 USPQ 68 (46 TMR 1192), where there was a similarity of names and 
identical trademark, the court said with reference to the summary pro- 
ceedings: “No material injury need be shown, the statute explicitly allow- 
ing the court to grant an injunction ‘without requiring proof that any 
person has in fact been deceived or misled.’” And again: “The attempt 
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to usurp the established name and symbol of a competitor afforded more 
than ample warrant for Special Term’s order granting the injunction 
provided for by section 964 of the Penal Law.’ 
point as to the facts, there is similarity as to the purpose and intent of 
the parties usurping the name. As was stated by the court in Association 
of Contr. Plumbers of City of New York v. Contracting Plumbers Assn. of 
Brooklyn & Queens, 302 N.Y. 495, 89 USPQ 629 (52 TMR 697): “When 
the Legislature enacted section 964 of the Penal Law, it provided a new 
and summary proceeding not heretofore available by which an aggrieved 


, 


While the case is not in 


party in a proper case, could obtain speedy and drastic relief without the 
delays incident to a plenary action * * * requires that it be invoked only 
when the right thereto is established in a clear and convincing manner.” 
And again: “The wrong is in the use with intent. When that is established 
a case for summary relief is made out.” It has been said before and is 
worthy of repetition here: “If the defendant intends to deal fairly, it can 
do no harm to change its name; if it intends to use the name unfairly, it 
should be compelled to change it.” British-American Tobacco Co. v. British- 
American Cigar Stores, 211 F. 933, 935 (4 TMR 293). 

The word “Donut” alone might well be descriptive of the type of 
business and therefore available to the public but the combining of the 
words DUNKIN’ DONUTs and the corporate name adopted by the appellants 
has such a similarity—phonetie spelling and pronunciation—that the 
inescapable conclusion is that the appellants were attempting to deceive 
the public and do irreparable damage to the petitioner. The coinage of the 
words is patently a trade name and so designated by the proper authorities 
of the State of New York. 

Appellants further contend that the name has acquired no “secondary 
meaning” in the Capital District area as to petitioner. Such proof is not 
essential to the success of a motion under the section herein. It is im- 
portant to again note that petitioner had taken affirmative action to intro- 
duce the name in the area, of which the appellants had knowledge. The 
mere fact that another uses the same name in the same general area and 
in the same business certainly creates a probability of deception without 
having to decide who has, if anyone, a property right to the name. The 
answer and the reply affidavits of the appellants in no way refute the 
charges of deceit and intent to mislead. The record is crystal clear—the 
explanation offered by the appellants notwithstanding—that the appellant 
corporation knowingly took the name to take advantage of the petitioner’s 
reputation and to deceive the public as to the identity of the corporation, 
therefore making it (to the public) misleading and confusing. 

Appellants make a further issue that the petitioner, a foreign corpo- 
ration, not qualified at the time to do business in New York, is barred from 
invoking the jurisdiction of our courts under section 218 of the General 
Corporation Law. That section is limited strictly to an action of contract 
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and not controlling herein. Neither is the fact that appellants have filed 
a certificate of incorporation a defense. Pansy Waist Co. v. Pansy Dress 
Co., 203 App. Div. 585 (13 TMR 54) ; Hoevel Sandblast Mach. Co. v. Hoevel, 
167 App. Div. 548, 549 (5 TMR 366) ; National Tool Salvage Co. v. National 
Tool Salvage Industries, 186 Misc. 833. 

While the relief granted herein is harsh and severe, it contemplates 
such situation as here present. 

The order should be affirmed. 


Foster, Presiding Justice, BerRGAN, Coon and REyYNOLDs, Justices, 
concur. 





IN RE THE DOW CHEMICAL COMPANY 
Trademark Trial and Appeal Board — July 9, 1959 — 122 USPQ 16] 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
METALSEAL for heat-sealable packaging laminates of foil, paper stock and 
adhesive is not descriptive. 
2.13—REGISTRABILITY—EVIDENCE 
Purchasers would be aware of trademark on shipping labels which show size 
designation and trademark on same line. 


Application for registration of trademark by The Dow Chemical Com- 
pany, Serial No. 23,297 filed January 28, 1957. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 


Ely, Pearne & Gordon, of Cleveland, Ohio, for applicant. 
Before BatLEY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

An application has been filed to register METALSEAL for heat-sealable 
packaging laminates of foil, paper stock and adhesive. Use since August 
9, 1955 is asserted. 

Registration has been refused on the grounds that (a) the specimens 
do not show use of the subject matter of the application as a trademark; 
and (b) the term METALSEAL, when applied to applicant’s goods, is merely 
descriptive of them. 

Applicant has appealed. 

Applicant’s product is a packaging material sold in roll form, the 
rolls weighing approximately 100 pounds. Each shipment of applicant’s 
product carries a master packing slip. In addition, a label is pasted to 
the roll of goods and a shipping label is attached to the container therefor. 
The label, packing slip and shipping label bear such information as the 
matter printed on the packaging material, the width of the packaging 
material, the term METALSEAL, the customer’s order number and applicant’s 
order number. On the label for the goods and on the packing slips, the 
term METALSEAL is displayed in the same manner as the other matter in 
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the order indicated. The shipping label, which is the specimen submitted 
with the application, shows the term METALSEAL similarly displayed but 
instead of being on a separate line, the term follows the size designation 
thusly : SIZE 15%4,”—#111 METALSEAL. All of the matter except METALSEAL 
is informational matter of which the purchaser is well aware. It is apparent 
that METALSEAL is intended to be used as the trademark and would be 
recognized as such by the purchaser. 

As to the second ground, there can be no question but that applicant’s 
product is not a metal seal nor is it a product that can be used to seal 
metal. True, applicant’s product is intended to “seal” out moisture and thus 
“seal” in freshness but the term METALSEAL, if anything, merely suggests 
rather than describes such function. 


DECISION OF THE BOARD 


The decision of the Examiner of Trademarks is reversed, and the 
mark should be published in accordance with Section 12(a). 
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IN RE ACF INDUSTRIES, INCORPORATED 
Trademark Trial and Appeal Board — July 9, 1959-—122 USPQ 163 


2.27—REGISTRABILITY—SERVICE MARKS 
MASTERS OF RE-CARBURETION refused registration as a service mark since it was 
used only to identify persons who received applicant’s training and does not identify 
any services performed by applicant. 


Application for registration of serviee by ACF Industries, Incorpo- 
rated, Serial No. 18,539 filed November 1, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Laurence M. Goodridge, of St. Louis, Missouri, for applicant. 
Before BAILEY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

An application has been filed to register MASTERS OF RE-CARBURETION 
for instruction and other education and promotional activities rendered in 
connection with inspection, repair and tune-up of internal combustion 
engines. Use since June 19, 1954 is asserted. 

Registration has been refused on the grounds that: (a) the specimens 
do not show the subject matter of the application used as a service mark; 
and, (b) that the subject matter of the application does not identify the 
alleged services of applicant. 

Applicant has appealed. 

The specimens submitted, which are the only exhibits in the record, 
constitute leaflets advertising complete tune-up and fuel system check-up 
by factory-trained fuel system specialists. These leaflets, apparently, are 
distributed to car-owners, the prospective users of such services. The term 
MASTERS OF RE-CARBURETION is used in a distinctive and conspicuous manner 
in the leaflet but that term is not used therein to advertise any instructional 
or other educational and promotional activity of applicant. The leaflet 
itself identifies MASTERS OF RE-CARBURETION as “our trained CARTER fuel 
system specialists.” Further, according to this leaflet, MASTERS OF RE-CAR- 
BURETION . . . are graduates of the world’s oldest and finest ‘finishing 
school’ of automotive fuel system service.” The car-owner is advised to 


>’ 


“have a complete tune-up and fuel system check-up by a factory-trained 
CARTER Master of Re-Carburetion * * *.” 

From the foregoing, it is obvious that MASTERS OF RE-CARBURETION iS 
used only to identify persons who have received applicant’s training; 
nowhere does it identify any service performed by applicant. MASTERS OF 
RE-CARBURETION is therefore not registrable for the services set out in the 
application. 


DECISION OF THE BOARD 


The decision of the Examiner of Trademarks refusing registration is 
affirmed. 
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GILLESPIE VARNISH COMPANY v. LOBCO, INC. 


Trademark Trial and Appeal Board — July 14, 1959 -—122 USPQ 212 
5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Petition for cancellation stated a claim of damage where petitioner pleaded 





an equal right to use the ordinary English words RINSE AWAy in their ordinary 
meaning and asserted that the registration was being used to interfere with 
that right. 
d.1—CANCELLATION PROCEDURE—IN GENERAL 
Improper use of a registration may result in its cancellation. 
5.4—CANCELLATION PROCEDURE—DEFENSES 
Res judicata does not apply in a cancellation proceeding where prior opposition 
proceeding did not set forth the same grounds as set forth in cancellation proceeding. 
5.1—CANCELLATION PROCEDURE—IN GENERAL 
Although cancellation petitioner previously sought to register the same mark 





and in a prior opposition asserted trademark rights in the same mark, it cannot 
be charged with bad faith in the cancellation proceeding for asserting its use of 
the word in its ordinary and descriptive sense. 


Trademark cancellation No. 7,283 by Gillespie Varnish Company v. 
Lobco, Inc., Registration No. 642,420, issued Mar. 5, 1957. Registrant moves 
to dismiss. Motion denied. 


Jacobi & Jacobi, of Washington, D. C., for petitioner. 
William Douglas Sellers, of Pasadena, California, for respondent. 


Before LEEps, Assistant Commissioner, and LEAcH and LErKow1Tz, Mem- 
bers. 


LEEDS, Assistant Commissioner. 

Gillespie Varnish Company has petitioned to cancel a registration of 
RINSE AWAY for a rinse concentrate to be diluted for rinsing the hair. 
The registration issued to Lobeo, Inc., on March 5, 1957. 

Respondent has moved to dismiss on grounds of (a) failure to state 
a claim upon which relief can be granted; (b) estoppel by res judicata; and 
(c) the petition is not brought in good faith. 

The petition, in so far as we here are concerned, states: 

1. Since about March of 1955, petitioner has made a paint and 
varnish remover, the characteristics of which permit it to be applied 
to a surface by brushing and then by using cold water thereon the 
paint or varnish is removed or rinsed away. 

2. On its labels and in its advertising petitioner has used and 
continues to use the words “rinse away” to describe the product and 
the method of application and use of the product. 

3. When petitioner sought registration of its trademark “BULL 
DOG,” together with the pictorial representation of a bull dog and 
the words “rinse away,” the Patent Office required a disclaimer of the 
words “rinse away” on the ground that they were, as used on the goods, 
merely descriptive of them. 


4. Respondent uses RINSE AWAY on a hair rinse. 





1. Reg. No. 642,420. 
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5. Notwithstanding that the goods of the parties are entirely 
different and there is no likelihood of confusion, mistake or deception 
of purchasers and that petitioner is using the words “rinse away” in 
a descriptive manner on its paint and varnish remover, respondent is 
asserting rights under its registration of RINSE AWay for hair rinse 
to which it is not legitimately entitled by charging petitioner and 
petitioner’s customers* with infringement, thereby interfering with 
petitioner’s business and damaging its business and reputation. 

The pleading sets forth a claim of damage which, if proved, may 
entitle petitioner to relief. Petitioner has, in effect, pleaded an equal right 
to use the ordinary English words in their ordinary meaning and asserts 
that the registration is being used to interfere with that right. Improper 
use of a registration may, in a proper case, result in its cancellation.® 

The second ground of the motion is based upon the fact that an oppo- 
sition filed by this petitioner’s predecessor against this respondent’s prede- 
cessor at the time the present mark was published under Section 12(a) was 
dismissed for failure to state a claim upon which relief could be granted. 
The pleading in the opposition proceeding did not set forth the same 
grounds as are set forth here; and there has been no adjudication or deter- 
mination of the rights of the parties. There clearly is no estoppel by reason 
of res judicata. 

The third ground seems to be based upon the fact that in the pre- 
viously filed opposition proceeding, petitioner’s predecessor asserted trade- 
mark rights in RINSE AWAY, and petitioner now asserts use in the ordinary 
and descriptive sense of the words. In the period between the opposition 
proceeding and the present proceeding, petitioner filed an application to 
register a composite mark which included the words RINSE away. The 
Patent Office found that the words were being used descriptively and a 
disclaimer was required. Petitioner—then applicant—acquiesced, and it 
is not now asserting trademark rights in the words. It is not seen how 
the averments in the present proceeding, even though contradictory to 
those in the earlier proceeding, can amount to bad faith as charged by 
respondent. 

The motion to dismiss is denied, and answer is due on or before 
August 6, 1959. 





2. The record now shows that respondent has filed civil actions against three of 
petitioner’s customers charging infringement by “dilution” under certain State statutes. 

3. In Her Majesty Underwear Co. v. Paramount Dress Co., 102 USPQ 437, 440 
(45 TMR 313) (Comr., 1954), it was pointed out: 

“The trademark law permits registration of a descriptive word or term when 
it has been substantially exclusively used over a period of time as a distinguishing 
mark to identify the products of one producer; but neither the use of such a 
mark, nor its registration, is contemplated by the law to give to such producer 
absolute rights in the word or term so as to preempt it from the language to the 
exclusion of all others for all purposes. The issuance of a registration of a term 
originally descriptive, but which has acquired a secondary meaning, is merely recog- 
nition that in so far as its use as a trademark for the specific goods is concerned, 
the registrant has exclusive rights. Such registration, however, does not build a 
wall around the right and thereby exclude all others from using it in its commonly 
accepted and commonly recognized sense, i.e., its primary sense.” 
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IN RE JUVENILE SHOE CORPORATION OF AMERICA 
Trademark Trial and Appeal Board — July 15, 1959 —122 USPQ 214 


2.28—REGISTRABILITY—SLOGANS 
If a slogan identifies and distinguishes applicant’s goods, it can be registered 
on the Principal Register. FOR YOUNG WOMEN IN WHITE held registrable for 
women’s shoes and slippers. 


Application for trademark registration by The Juvenile Shoe Corpora- 
tion of America, Serial No. 15,547 filed September 12, 1956. Applicant 
appeals from decision of Examiner of Trademarks refusing registration. 
Reversed. 


Kingsland, Rogers & Ezell, of St. Louis, Missouri, for applicant. 
Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 


LEFKOWITZ, Member. 

An application has been filed to register on the Principal Register 
the phrase FOR YOUNG WOMEN IN WHITE, for shoes and slippers of leather or 
kid for women. Use since March 21, 1931 is asserted. 

Specimens submitted with the application comprise labels for appli- 
cant’s shoes on which a pictorial representation of a nurse and the phrases 
THE CLINIC SHOE and FOR YOUNG WOMEN IN WHITE are displayed. 

The mark is claimed to have acquired a secondary meaning, and a 
quantity of evidence in support thereof has been submitted. 

The Examiner of Trademarks has refused registration on the ground 
that the phrase FOR YOUNG WOMEN IN WHITE is merely informational matter 
rather than a trademark within the meaning of the statute. 

Applicant has appealed. 

Section 45 of the Statute contains the following definition: 


“The term ‘trademark’ includes any word, name, symbol, or device 
or combination thereof adopted and used by a manufacturer or mer- 
chant to identify his goods and distinguish them from those manu- 
factured or sold by others.” 


It is apparent that applicant seeks to register a combination of words, 
and while it is a slogan, there is nothing in the statute which prohibits 
registration of a slogan as a trademark on the Principal Register if it 
identifies an applicant’s goods and distinguishes them from those of others. 
See: Ex parte Robbins & Meyers, Inc., 104 USPQ 403 (45 TMR 477) 
(Comr., 1955). The only question for determination here, therefore, is 
whether or not FOR YOUNG WOMEN IN WHITE serves as an indication of 
origin for applicant’s goods. 

The evidence made of record by applicant shows that it has, since at 
least as early as the late 1930’s, prominently featured the phrase FoR YOUNG 
WOMEN IN WHITE on the labels for its shoes and in catalogs displaying such 
goods. Applicant has extensively employed the slogan in advertisements of 
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its shoes in national consumer and professional publications. In addition, 
retailers of applicant’s shoes throughout the country have utilized the 
phrase FOR YOUNG WOMEN IN WHITE in their newspaper advertising. Very 
substantial sums of money have been expended in advertising of appli- 
cant’s shoes in which FOR YOUNG WOMEN IN WHITE appears, it being esti- 
mated that during the years from 1953 through 1957, applicant alone 
expended over six hundred and fifty thousand dollars for such purposes. 

The record also contains numerous affidavits from people in the shoe 
business as well as from ultimate purchasers of applicant’s shoes, which are 
to the effect that they recognize the phrase FOR YOUNG WOMEN IN WHITE 
and associate it with applicant’s shoes. 

There can be no doubt from the present record that the mark does 
in fact identify applicant’s goods, and distinguish them from goods manu- 
factured by others. 


DECISION OF THE BOARD 


The decision of the Examiner of Trademarks is reversed, and the mark 
should be published in accordance with Section 12(a). 
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HISS PHARMACAL COMPANY, INC. v. CHAS. PFIZER & CO., INC. 


No. 37,762 — Trademark Trial and Appeal Board — July 15, 1959 
—122 USPQ 219 


2.1—REGISTRABILITY—IN GENERAL 
Applicant’s eleven registrations for marks containing the prefix TERRA for 
antibiotic preparations and its listings of the marks in trade directories were 
insufficient to show that applicant’s trademarks had attained recognition as a 
“family” of trademarks. 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Opposition sustained. Similarity in sound between TERRAFORTE for an antibiotic 
preparation and THERAFORTE for therapeutic nutritional preparation is such that 
hospital personnel and pharmacists would likely to be mistaken. 


Opposition proceeding by Hiss Pharmacal Company, Inc. v. Chas. 
Pfizer & Co., Inc., application Serial No. 34,167 filed July 22, 1957. Oppo- 
sition sustained. 


Robert O. Wright, of Utica, New York, and Cushman, Darby & Cushman, 
of Washington, D. C., for opposer-appellant. 


Connolly & Hutz, of Wilmington, Delaware, for applicant-appellee. 
Before BAILEY, WALDSTREICHER, and LEFKow1Tz, Members. 


LEFKOWITZ, Member. 

An application has been filed by Chas. Pfizer & Co., Inc., to register 
TERRAFORTE for an antibiotic preparation, use since November 19, 1956 
being asserted. 

Registration has been opposed by Hiss Pharmacal Company, Inc., 
which alleges prior use of THERAFORTE as a trademark for medicinal prepa- 
rations including therapeutic nutritional preparations for the treatment of 
metabolic disturbances associated with physiological stress, for vitamin 
solutions and capsules, and similar products. 

The record shows that opposer has, since September, 1955, made con- 
tinuous use of the notation THERAFORTE for a therapeutic nutritional prepa- 
ration. The product is a mixed vitamin formula of a recent development 
which is indicated for use in the treatment of metabolic disturbances asso- 
ciated with physiological stress, more particularly in convalescence and 
preoperative conditions, radiation injuries, gastrointestinal disturbances, 
fractures and other mechanical trauma, burns, acute infections, and diseases 
of the liver. It is distributed in capsule and solution forms directly and/or 
through wholesale druggists to retail drug stores, physicians, and hospitals. 
In capsule form, it is sold to the general public ordinarily on the recom- 
mendation of a physician although it can be purchased without a prescrip- 
tion; and in solution form for use by infusion or injection, it is available 
only on prescription or at hospitals. Opposer’s THERAFORTE product is 
advertised and promoted to the medical profession by direct mailing of 
samples, blotters, a bi-monthly house publication, and by personal calls 
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on physicians by “detail men.” Opposer’s early sales of THERAFORTE nutri- 
tional preparation were small, but in the past year sales showed a marked 
increase. 

Applicant’s TERRAFORTE product is an antibiotic preparation in capsule 
form which is sold only on prescription, and may be dispensed by physi- 
cians and in hospitals. 

Applicant has introduced eleven registrations issued to it for marks 
which contain the syllable TERRA as a prefix for antibiotic preparations 
and similar products, and specified pages from 1958-1959 “American 
Druggists Blue Book” and the 1958 “Drug Topics Red Book” listing inter 
alia a number of its marks with the prefix Terra, for the purpose of 
establishing that it has a “family” of marks identified by the term TERRA; 
that purchasers would associate trademarks bearing this notation with 
applicant; and hence that TERRAFORTE would not be likely to be confused 
with opposer’s mark THERAFORTE. 

The question whether purchasers might assume that a trademark is a 
member of a series or “family” of trademarks owned by a single producer 
is one of fact, and depends upon whether or not the members of the family 
have achieved public recognition as such in consequence of their nature 
and in the manner in which they may have been commercially promoted. 
See: In re Filler Products, Inc., and eases cited therein, 121 USPQ 231 
(49 TMR 779) (TT&A Bd., 1959). The registrations and listings in the 
trade directories are clearly insufficient to show that applicant’s various 
trademarks have attained such recognition. 

The only question for determination is whether TERRAFORTE as applied 
to an antibiotic preparation so resembles THERAFORTE for a stress formula 
vitamin preparation, as to be likely, to cause confusion or mistake of pur- 
chasers. 

The products of the parties are pharmaceutical preparations which 
are available in hospitals and clinics for administration to patients on a 
physician’s oral order, which may be by means of said trademarks. Fur- 
thermore, physicians and hospitals might well be likely to telephone 
pharmacists and drug houses their prescriptions or orders for these prod- 
ucts by the respective trademarks. Under these circumstances, the striking 
similarity between TERRAFORTE and THERAFORTE in sound is such that mis- 
take on the part of hospital personnel and pharmacists as to which product 
was intended would be reasonably likely to occur. 


DECISION OF THE BOARD 


The opposition is sustained ; and registration to applicant is refused. 
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S. C. JOHNSON & SON, INC. v. GOLD SEAL COMPANY 


No. 37,165 — Commissioner of Patents — February 3, 1959 — 
120 USPQ 276 


3.83—REGISTRATION PROCEDURE—APPEALS—R.S. 4915 

Cross motions for summary judgment and motions by applicant to dismiss the 
opposition for failure to state facts upon which relief could be granted, and to strike 
portions of opposition. Prior application to register GLASS WAX had been denied on 
opposition of some opposer as descriptive or deceptively misdescriptive under Section 
2(e). Question as to whether mark was registrable under 2(f) not in issue, Appli- 
cant brought R.S. 4915 action in which issue of Section 2(f) was dismissed as 
not in issue in opposition. Applicant thereafter filed under Section 2(f), and oppo- 
sition is by same opposer who claims that applicant is barred by res judicata because 
issue of Section 2(f) was dismissed by court and applicant failed to appeal. How- 
ever, court held its failure to consider issue was without prejudice and therefore 
is not res judicata. 

1.2—TRADEMARK ACT OF 1946—SECTIONS 2(a), 2(e) 

Opposer claims that if mark is deceptive under Section 2(a) it must be refused 
registration and its registrability under Section 2(f) cannot be considered, but the 
court held the mark was not deceptive under Section 2(a), and this would consti- 
tute res judicata except for the rule that there is no res judicata against a winning 
party as to an issue decided against him. Fact that application may be barred under 
Section 2(e) as deceptively misdescriptive does not necessarily bar it under Section 
2(a), and therefore opposer’s motion for summary judgment is denied. 

1.13—TRADEMARK ACT OF 1946—SECTION 13 
1.43—TRADEMARK ACT OF 1946—SECTION 43(a) 

Opposer had failed to prove damage under Section 43(a) in civil action since 
public was not shown to understand that the product contained wax. However, 
failure to show damage under Section 43(a) by reason of applicant’s use does not 
bar a showing of damage under Section 13 arising from applicant’s exclusive use 


or by registration. Opposer, however, has not used “glass wax” or other phrase 
confusingly similar to it, and therefore the speculative possibility that it might do 


so in the future is an insufficient ground for opposition. Opposition dismissed. 


Opposition proceeding by S. C. Johnson & Son, Inc. v. Gold Seal Com- 
pany, application Serial No. 541,384 filed December 16, 1947. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

See also 40 TMR 1016, 41 TMR 1024, 44 TMR 518, 45 TMR 1075, 46 
TMR 1003. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., for S. C. 


Johnson & Son, Inc. 
Moore, White & Burd, of Minneapolis, Minnesota and Beale & Jones, of 


Washington, D. C., for Gold Seal Company. 


FeEperico, Examiner in Chief. 

This is an appeal by the opposer, 8. C. Johnson & Son, Inc., from the 
decision of the Examiner of Interferences on various motions. Johnson 
brought a motion for summary judgment in its favor, which motion was de- 
nied. The applicant, Gold Seal Company, brought three motions: (1) a 
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motion for summary judgment in its favor; (2) a motion to dismiss the 
opposition for failure to state facts upon which relief can be granted; and 
(3) a motion to strike certain portions of the notice of opposition. The 
examiner granted the first of these motions and dismissed the opposition ; 
the second motion was denied and the third motion was dismissed without 
prejudice. 

Johnson has appealed from the denial of its motion for summary judg- 
ment and from the granting of Gold Seal’s motion for summary judgment. 
Gold Seal has not appealed but the practice of the Patent Office does not 
require the winning party to appeal and permits consideration of the entire 
matter on the appeal of the losing party. See 8S. C. Johnson & Son, Inc. 
v. Gold Seal Company, 87 USPQ 113 (40 TMR 1016), and cases cited 
therein. 

Each party seeks summary judgment in its favor on the ground of 
res judicata arising from a previous proceeding between them involving 
the same application, which must be reviewed to determine the issues now 
present. 

The application involved was filed December 16, 1947, seeking to regis- 
ter GLASS WAX as a trademark for a glass cleaner and polish. The mark was 
published for opposition on March 23, 1948 and Johnson filed a notice of 
opposition. This opposition (Opposition No. 27,543) was sustained by the 
Examiner of Interferences, whose decision was affirmed on appeal in the 
Patent Office, S. C. Johnson & Son, Inc. v. Gold Seal Co., 90 USPQ 373 
(41 TMR 1024). In these decisions the application for registration was 
refused on the ground that the mark was either descriptive or deceptively 
misdeseriptive and registration was hence prohibited by Section 2(e) of 
the Trademark Act (15 U.S.C. 1052e), which provides that registration of 
a trademark is to be refused if it “consists of a mark which (1) when 
applied to the goods of the applicant is merely descriptive or deceptively 
misdescriptive of them, * * *.” In view of the form of the application 
and following the practice prevailing in the Patent Office at that time, it 
was held that whether registration could be obtained under the exception 
provided by Section 2(f) was not in issue. Section 2(f) provides that a 
mark which has become distinctive of the applicant’s goods in commerce 
may be registered despite the prohibition of Section 2(e), and hence the 
question of whether the mark had become distinctive of applicant’s goods, 
that is, had acquired a secondary meaning, was not considered. The deci- 
sions in the Office were expressly without prejudice to Gold Seal’s applying 
for registration in accordance with the provisions of Section 2(f). 

Following the Patent Office decision on appeal, Gold Seal filed a 
multiplicity of civil actions under R. 8. 4915 (now 35 U.S.C. 145 and 146), 
against a multiplicity of defendants. Two actions were filed in the United 
States District Court for the District of Columbia, one against the Commis- 
sioner of Patents and the Secretary of Commerce (Civil Action 1078-52, 
Mar. 10, 1952) in which Johnson was permitted to intervene, and one 
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against the Commissioner of Patents, the Secretary of Commerce and 
Johnson (Civil Action 1102-52, Mar. 12, 1952). These actions were eventu- 
ally consolidated before trial (on February 15, 1954). A third action was 
filed against Johnson alone in the Eastern District of Wisconsin, which was 
dismissed after the other actions were terminated. Johnson filed cross- 
claims (later dismissed on procedural grounds) and a counterclaim in one 
of the first two actions. 

There was some activity before trial in these civil actions, of which 
the following, as summarized in the decision of the Court of Appeals for 
the District of Columbia referred to the following quotation, is relevant 
to issues now being raised. 


“The Secretary and the Commissioner filed a motion to dismiss the 
cross-claim. When that motion came on for hearing before a motions 
judge in the district court a colloquy occurred between the judge and 
counsel for the Secretary and the Commissioner and counsel for John- 
son & Son, with counsel for Gold Seal present and occasionally par- 
ticipating, but doing so, apparently, without basis in the pleadings 
since no motion had been filed against Gold Seal’s complaint. In the 
course of the colloquy it was asserted that the complaint sought to 
compel registration of ‘Glass Wax’ not only upon the theory that the 
conditions of Section 2(a) and (e) of the Act were fulfilled, but also 
upon the theory that even if the provisions of Section 2(e) were not 
fulfilled, the words are registrable under Section 2(f) as distinctive, 
ie., as having acquired a secondary meaning. It was asserted further 
that in the Patent Office itself no consideration was given under the 
application as filed by Gold Seal to registrability of ‘Glass Wax’ 
under Section 2(f) of the Act. In view of this the motions judge 
raised the question whether or not, in view of Gilbert v. Marzall, 87 
U.S. App. D.C. 1, 182 F.2d 389, 85 USPQ 288 (D.C. Cir. 1950), Cherry- 
Burrell Corporation v. Coe, 79 U.S. App. D.C. 124, 143 F.2d 372, 62 
U.S.P.Q. 20 (D.C. Cir. 1944), and Lucke v. Coe, 63 App. D.C. 61, 69 
F.2d 379, 20 USPQ 178 (D.C. Cir. 1934), the District Court could 
properly consider the complaint insofar as it sought relief under Sec- 
tion 2(f). Finally the motions judge, acting sua sponte, expressed a 
willingness to sign an order eliminating from the case any considera- 
tion of Section 2(f) under either the complaint of Gold Seal or the 
cross-claim of Johnson & Son, but leaving the pleadings otherwise 
standing. Counsel for the Secretary and the Commissioner indicated 
that such an order would satisfy them. As a result, the judgment which 
is the subject of the present appeal and the present motion to dismiss 
was entered, in the following terms: 


“ ‘ORDERED AND ADJUDGED that the Plaintiff’s complaint and the 
cross-claim of the Defendant, 8. C. Johnson & Son, Inc., insofar as 
both relate to the claim of Plaintiff, Gold Seal Company, to a regis- 
tration of the alleged trademark GLASS WAX under the provisions of 
Section 2(f) of the Trademark Act of July 5, 1946, be and the same 
hereby are dismissed. 

“<The Court finds that there is no just reason for delay and 
this order constitutes a final judgment as to that part of Plaintiff’s 
complaint and that part of the cross-claim of the Defendant, 8. C. 
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Johnson & Son, Inc., which relate to Plaintiff’s claim to a registra- 
tion under the provisions of Section 2(f) of the Trademark Act of 
July 5, 1946, within the provisions of Rule 54(b) Federal Rules of 
Civil Procedure.’ ” 


Gold Seal appealed from this judgment to the Court of Appeals for the 
District of Columbia and Johnson filed a motion to dismiss the appeal on 
the ground that the judgment was not a final disposition of the action and 
hence not appealable. The appeal was dismissed, Gold Seal Co. v. Weeks 
et al., 100 USPQ 79, 82-83 (44 TMR 518), 209 F.2d 802, 1954 C.D. 1. The 
following paragraph in the decision of the Court of Appeals is also relevant, 
100 USPQ at 86: 


“If we apply the reasoning and rulings reviewed to the question 
arising under the present motion to dismiss the appeal, the answer 
is, we think, clear that the Section 2(f) allegations in Gold Seal’s com- 
plaint to the effect that the words @Lass WAx have acquired a secondary 
or distinctive meaning, and the Section 2(e) allegations therein to 
the effect that the words GLAss WAX are neither merely descriptive nor 
deceptively misdescriptive, do not state separate claims for relief. 
For patently the legal wrong sought to be remedied under each of the 
two sets of allegations is one and the same, to wit, the allegedly wrong- 
ful refusal of registration as a trademark of the words GLASS WAX. 
Putting this in terms of legal ‘right’ and legal ‘duty’ the Trademark 
Act creates a statutory right of registration of a mark, certain con- 
ditions set forth in the Act being complied with; it is this right which 
Gold Seal seeks to vindicate. The Act imposes a correlative duty upon 
the Commissioner and the Secretary to register a mark if the statu- 
tory conditions are complied with. It is this duty a wrongful breach 
of which Gold Seal seeks to remedy. The allegations of compliance 
with Section 2(e) of the Act and the allegations of compliance with 
Section 2(f) are but the statement of two different grounds for vindi- 
eation of the same statutory right of registration, or of two different 
grounds for the remedying of the same statutory wrong—refusal of 
registration. The ‘claim for relief’ under the Section 2(f) allegations 
is therefore not a claim for relief separate and distinct from the other 
claim or claims presented in the action and is not, therefore, the 
proper subject of a final judgment under Rule 54(b).” 


Thereafter the District Court decided the civil actions, Gold Seal Co. 
v. Weeks et al., 105 USPQ 407 (45 TMR 1075), 129 F.Supp. 928 (Mar. 24 
and April 20, 1955). The decision of the Patent Office was upheld in that 
the Court held that the mark was unregistrable as being deceptively mis- 
descriptive and no ruling was made on the question of whether Gold Seal 
was entitled to registration under Section 2(f); the complaints were dis- 
missed. Johnson’s counterclaim was also dismissed. 

Johnson appealed from the dismissal of its counterclaim and the 
Court of Appeals, by a per curiam decision, affirmed the dismissal for the 
reasons given in the opinion of the District Court. 8. C. Johnson & Son, 
Inc. v. Gold Seal Co. et al., 108 USPQ 400, 230 F.2d 832, 1956 C.D. 39. 
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Gold Seal did not appeal but in the Patent Office it filed substitute 
application papers and requested that the application be reopened and 
reexamined on the basis of Section 2(f) of the statute. Pursuant to the 
order in Ex parte Gold Seal Co., 109 USPQ 505 (46 TMR 1003), as later 
modified, the amended application was reexamined, found allowable by 
the examiner, and was published for opposition on May 14, 1957. Johnson 
again opposed the registration of the mark. 

Opposer’s first contention in support of its own motion for summary 
judgment is that the registrability of the mark in accordance with the 
provisions of Section 2(f) is res judicata against Gold Seal. It is urged 
that the decision of the Court of Appeals held that this question was prop- 
erly before the District Court, as indicated by the quotation from the 
opinion given above. Hence when the civil actions were dismissed, holding 
that the mark was unregistrable for the reason given, Gold Seal should 
have appealed. The failure to appeal from the adverse judgment of the 
District Court now precludes Gold Seal from again seeking a registration 
under a different theory of law. The reasoning on this point, which could 
be developed at length along several different lines is cogent and would be 
persuasive except for the fact that the matter was taken care of by the 
judgment of the District Court. Opposer’s contention is considered com- 
pletely answered by the judgment, which contains the following provision: 


“The dismissal of plaintiff’s complaint in each action is without 
prejudice to plaintiff’s right to seek registration of plaintiff’s mark 
GLASs WAX for plaintiff’s cleaner in accordance with 15 U.S.C. 1052(f) 
[Section 2(f) of the Trademark Act] by appropriate proceedings 
before the Patent Office.” 


Where the Court specifically holds that its failure to consider a par- 
ticular issue is without prejudice to consideration in some other proceeding, 
it can scarcely be held that there is res judicata against the losing party 
as to that issue in the other proceeding.’ 

Opposer’s second contention in support of its motion for summary 
judgment is based upon the adjudication that the mark is deceptively mis- 
descriptive within the meaning of this phrase as used in Section 2(e) of 
the Trademark Act. It is contended that if a mark is “deceptively mis- 
descriptive” under Section 2(e) it is also deceptive under Section 2(a) 
and hence cannot be registered under any circumstances. 

Paragraph (a) of Section 2 of the Trademark Act provides that a 
trademark cannot be registered if it “consists of or comprises immoral, 
deceptive, or scandalous matter, * * *” and paragraph (e) prohibits regis- 


1. “A judgment or decree which expressly excepts or reserves from its operation 
specified rights or claims of the parties in suit, or the decision of questions in issue, or 
the right to take further proceedings in respect of certain matters, is not a bar to a 
subsequent action on the matters so reserved.” 50 Corpus Juris Secundum 74. See also 
Smith v. Ooms, 73 USPQ 430 (D.C., Dist. Col.) ; Wayne v. Marzall, 86 USPQ 141, 90 
F.Supp. 161 (D.C., Dist. Col.). 
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tration of a mark which is “deceptively misdescriptive” of the goods. 
Paragraph (f) states that “except as expressly excluded in paragraphs 
(a), (b), (e), and (d) of this section, nothing herein shall prevent the 
registration of a mark used by the applicant which has become distinctive 
of the applicant’s goods in commerce.” The difference between the provi- 
sions of paragraphs (a) and (e), as to their effect, is great, as paragraph 
(f) permits registration of marks prohibited registration by paragraph (e) 
but does not apply to marks prohibited registration by paragraph (a). 
In other words, if Section 2(a) applies to a mark, it must be refused regis- 
tration in any case and Section 2(f) cannot be considered at all. 

The question of whether Gold Seal’s mark is unregistrable by reason 
of Section 2(a) was raised in the prior opposition. The Examiner of Inter- 
ferences held that the mark was not deceptive under Section 2(a). On the 
appeal in the Office, 90 USPQ at 379, though pointing out that “a distine- 
tion must have been intended between the two provisions since that of 
Section 2(a) is an absolute bar to registration, while a mark deemed 
unregistrable under the provisions of Section 2(e) may still be registered 
if it complies with the requirements of Section 2(f),” the matter was not 
decided, as being unnecessary. The District Court considered the matter, 
which is discussed in its opinion, and made the following specific finding, 
105 USPQ at 416: 


“Plaintiff's trademark Glass Wax, for plaintiff’s cleaner, is not 
deceptive and is not unregistrable by reason of Section 2(a) of the 
Trademark Act of 1946 (15 U.S.C. 1052(a) ).” 


If this decision is res judicata against opposer on this question, that would 
dispose of the matter, but applicant has not satisfactorily shown that it 
would be, and the general rule, that there is no res judicata against the 
winning party as to an issue decided against him, is assumed to apply, for 
the purpose of the present appeal, since the result is the same. The decision 
of the District Court may, of course, be considered as a precedent to the 
same extent as any other decision of a District Court. This decision is, 
in fact, the only precedent on the specific question, although there is a 
contrary dictum of the Court of Customs and Patent Appeals in Schul- 
merich Electronics, Inc. v. J. C. Deagan, Inc., 202 F.2d 772, 97 USPQ 141 
(43 TMR 735), 145, 1953 C.D. 171, wherein the Court stated: 


“The brief on behalf of appellant before us seems to go so far as 
to contend that a mark which is ‘deceptively misdescriptive’ within the 
meaning of Section 2(e), supra, properly may be registered if it be 
distinctive of an applicant’s goods. 

“We do not share this view but we are not called upon to pass 
upon that question in this decision * * *,.” 


Opposer relies on the “legislative history of the Trademark Act of 
1946” and applicant also refers to similar material. Both are somewhat 
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incomplete references to colloquy during Congressional hearings on bills 
which led up to the Act. The Trademark Act of 1946 was a result of a 
series of bills introduced in Congress from the 75th Congress (H.R. 9041, 
January 19, 1938) to the 79th Congress when the Act was passed. The 
particular paragraph with which we are concerned took its final shape in 
the 77th Congress. The bill S. 895 was introduced February 17, 1941 and 
passed the Senate September 17, 1941. As the bill was introduced and 
passed the Senate paragraph (a) read: 


“(a) consists of or comprises immoral, deceptive or scandalous 
matter; * * *.” 


Paragraph (e) read: 


“(e) eonsists of a mark which (1) when applied to the goods of 
the applicant is merely descriptive of them, * * *.” 


The first sentence of paragraph (f) was in substantially its present form. 
Thus the words in question in paragraph (e) were not present in the bill 
as it passed the Senate. In the House of Representatives, the House 
Committee on Patents reported the bill with a large number of amend- 
ments. The first clause of paragraph (a), which has been quoted above, 
was not changed, nor was the first sentence of paragraph (f) changed 
except for two changes in wording not relevant to the present question. 
The first part of paragraph (e), which has been quoted above, was amended 
by adding the words “or deceptively misdescriptive” after the word ‘“de- 
scriptive.”’ In this form the bill was passed by the House of Representatives, 
but the Senate deferred taking any action. Subsequent bills repeated the 
clauses in question in the form which they then took. There were other 
bills pending in the House of Representatives in the same Congress. H.R. 
102, January 3, 1941, was the same as §S. 895 as introduced and H.R. 5461, 
July 31, 1941, was a substitute for H.R. 102. The House Committee held 
hearings on the three bills in November, the Senate bill having by then 
passed the Senate. The hearings indicate that the Committee intended to 
amend paragraph (e). The colloquies occurring during several hearings 
show differences of opinion and some inconsistencies and cannot be con- 
sidered conclusive in view of the specific action taken. Since the words 
“or deceptively misdescriptive” were specifically added to Section 2(e) 
when paragraph (f) and paragraph (a) were already in the present form 
as far as the present question is concerned, it can only be concluded that 
there must have been some reason for the addition of the phrase. If the 
scope of “deceptively misdescriptive” recited in paragraph (e) is precisely 
the same as or contained entirely within the scope of the meaning of the 
word “deceptive” recited in paragraph (a), then the addition of the words 
to paragraph (e), particularly in view of the presence of paragraph (f), 
could only be taken as a wholly meaningless act. It must be concluded that, 
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while the scope of the two phrases may overlap in that something included 
in 2(a) may also be included in 2(e), the phrase in paragraph (e) must 
include some things which are not included within the scope of paragraph 
(a). Hence it cannot be stated as a matter of law that if something is 
barred registration under paragraph (e) as being deceptively misdescrip- 
tive it is ipso facto barred registration under paragraph (a). Opposer’s 
major argument on this point hence falls. Opposer also refers to a decision 
in a trademark infringement suit wherein a trademark owner was denied 
relief because of misrepresentation. Worden v. California Fig Syrup Co., 
187 U.S. 516 (1903). But reference may be made to Le Blume Import v. 
Coty, 293 F. 344 (13 TMR 233) (C.C.A. 2, 1923), wherein the Court 
granted relief for trademark infringement even though the product did 
not contain the material indicated by the trademark. 

The essential question involved in this appeal is merely whether judg- 
ment can be given for the opposer on a motion for summary judgment 
raising this issue. As has been developed in the preceding discussion, 
judgment cannot be given for opposer as a matter of law, and neither could 
judgment be given for opposer on the basis that there are no disputed 
material issues of fact. Since there is one decision of a court in applicant’s 
favor on this very issue, it would hardly seem proper to hold to the contrary 
on a motion without having the evidence presented and considered. On 
the basis of the record herein at this time; considering the previous decision, 
there could not be a decision in favor of the opposer on this issue. 

The above takes care of opposer’s motion for summary judgment, with 
respect to which the decision of the Examiner of Interferences is affirmed. 

It is now necessary to consider applicant’s motions. The applicant 
moved to dismiss the opposition on the ground that the notice fails to 
state grounds upon which relief can be granted and also moved to dismiss 
the opposition for the reason that 


“#* * * a)) issues raised or attempted to be raised in the above-entitled 
notice of opposition have been adjudicated between this opposer and 
this applicant, on the application and mark herein opposed, and have 
been finally determined against opposer in Gold Seal Co. v. Weeks 
et al., 129 F.Supp. 928, 105 USPQ 407 (45 TMR 1075); affirmed 
S. C. Johnson & Son, Inc. v. Gold Seal Co., 230 F.2d 832, 108 USPQ 
400; cert. denied 352 U.S. 829, 111 USPQ 467. Opposer is barred by 
res judicata from presenting such issues. (See also Gold Seal Co. v. 
Weeks et al., 209 F.2d 802, 100 USPQ 79 (44 TMR 518)). Wherefore 
the opposition should be dismissed.” 


In addition applicant moved to strike several paragraphs of the notice of 
opposition and the opposition thereupon dismissed; this last motion was 
presented as an alternative to the first two mentioned and need not be 
considered. 

The Examiner of Interferences denied the first mentioned motion and 
granted the second mentioned motion. However, these two motions need 
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not be considered as separate motions but as a single motion to dismiss 
raising various grounds. 

The statement made in applicant’s motion that all issues raised or 
attempted to be raised herein have been adjudicated between the parties 
and finally determined against opposer, and that opposer is barred by res 
judicata from presenting such issues, is obviously incorrect. While the 
former proceeding has finally determined one issue, there are other issues 
which have not been determined at all or which may not have been finally 
determined against opposer. As seen from the discussion of opposer’s 
motion, the question of whether the mark has aequired a secondary meaning 
has not been adjudicated between the parties and if there were any res 
judicata on this issue it would be against applicant rather than against 
opposer. 


The examiner dismissed the notice of opposition on the ground that 
Johnson is without standing to contest the present opposition in that 
Johnson is not a person who is or would be damaged by the registration 
as required by Section 13 of the Trademark Act of a person who files a 
notice of opposition; “since, under the doctrine of res judicata, it thus 
conclusively appears that the exclusive use of GLASS WAX as a trademark 
by Gold Seal does not and is not likely to cause damage to Johnson, it 
follows that the latter cannot possess a proper interest in the question of 
registrability of the mark.” 


In the civil actions which have been mentioned Johnson filed a counter- 
claim seeking relief under Section 43(a) of the Trademark Act (15 U.S.C. 
1125a), and the action on this counterclaim is relevant to the remaining 
issue involved herein. Section 43(a), omitting portions not relevant here, 
provides that “any person who shall affix, apply or annex or use in con- 
nection with any goods * * * any false description or representation in- 
eluding words or other symbols tending falsely to describe or represent 
the same, and shall cause such goods * * * to enter into commerce * * * 
shall be liable to a civil action * * * by any person who believes that he is 
or is likely to be damaged by the use of any such false description or rep- 
resentation.” Johnson sought to enjoin the use of GLaAss WAX by Gold Seal 
and to recover profits, damages and costs resulting from Gold Seal’s use 
of the mark. 


The Court was required to interpret the scope of Section 43(a) and 
took the view, 105 USPQ at 415, that it creates 


“* * * « federal statutory tort, sui generis, and to this extent 
Johnson need not show that any false description or representation 
was willful or intentional, need not prove actual diversion of trade 
(palming off, so to speak), need not establish a veritable monopoly 
position in the industry. It means that wrongful diversion of trade 
resulting from false description of one’s products invades that interest 
which an honest competitor has in fair business dealings—an interest 
which the courts should and will protect whether it be called that of 
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‘property,’ ‘quasi-property’ or something else. It represents, within 
this area, an affirmative code of business ethics whose standards can 
be maintained by anyone who is or may be damaged by a violation 
of this segment of the code. In effect it says: you may not conduct 
your business in a way that unnecessarily or unfairly interferes with 
and injures that of another; you may not destroy the basis of genuine 
competition by destroying the buyer’s opportunity to judge fairly 
between rival commodities by introducing such factors as falsely 
descriptive trademarks which are capable of misinforming as to the 
true qualities of the competitive products.” 


The Court held that while Johnson had standing to assert its right to 
recover in a civil action under this section and was entitled to be heard 
and to present evidence, Johnson had failed to prove that it was entitled 
to relief in the form of injunctions, profits, damages and costs. Specifically 
the Court held, 105 USPQ at 415-416, 


“Tt has not established that as a competitor it is or is likely to be dam- 
aged by any false description or representation. It has not shown 
damage or likelihood of damage due to the fact that any substantial 
number of reasonable customers were misled or likely to be misled as 
to the nature of the product, they having understood the mark to desig- 
nate the ingredients, buying the product for its wax content rather 
than for its effectiveness as a cleaner; or that if they had known the 
true facts, they most likely would have purchased a different product, 
whether that of Johnson or some other competitor. The evidence fails 
to show that Gold Seal Glass Wax is inferior to any similar product 
marketed by a competitor, or that it has rested or needs to rest upon 
the borrowed good will of the wax industry generally to maintain 
commercial success. In short, the record does not disclose perfidious 
business dealings by Gold Seal resulting in damage or likelihood of 
damage to any interest of Johnson.” 


The first question which arises is the effect of this holding on the 
standing of Johnson to oppose at this time. 

Section 43(a), as has been indicated, gives a right of action to “any 
person who believes that he is or is likely to be damaged.” Section 13 of 
the Trademark Act, providing for oppositions to registrations, states that 
“any person who believes that he would be damaged by the registration of 
a mark” may file a notice of opposition. These sections, however, do not 
relate to the same thing. Section 43(a) relates to damage by reason of the 
use of certain words or indications whereas Section 13 relates to damage by 
reason of the registration of a mark. The court decided that Johnson was 
not damaged or likely to be damaged by Gold Seal’s use of the words GLAss 
WAX, but there was no consideration or finding as to whether any damage 
would be caused by the exclusive use or by the registration, the matter of 
whether Gold Seal had the right to the exclusive use of the words or had 
a right to register them being immaterial to the issues raised and con- 


sidered. 
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The decision of the court is considered conclusive as to those portions 
of the notice of opposition which predicate the right to oppose upon allega- 
tions of damage caused by Gold Seal’s use of the mark, such as the following 
paragraphs: 


“16. Opposer would be damaged by the registration sought by 
the applicant, among other things, for the reason that the applicant’s 
deceptively misdescriptive use of the term ‘glass wax’ disparages or 
is likely to disparage opposer’s genuine wax products because opposer’s 
competitors are now exploiting the dissatisfaction of consumers of 
applicant’s deceptively misdescribed goods and accordingly are urging 
housewives to refrain from using waxes, thereby causing loss of good 
will and sales by opposer of its genuine wax products. 

“17. Applicant’s deceptively misdescriptive use of the word ‘wax’ 
in advertising its goods under the term ‘glass wax’ has caused com- 
petitors to disparage wax products generally and to warn customers 
of opposer against use of wax products on glass and/or metalware and 
applicant has thus caused opposer to lose its good will in the term 
‘wax.’ ”? 


However, other questions cannot be so directly disposed of on the basis 
of res judicata. 

While an intermeddler or a person having no specific interest in the 
matter is not entitled to oppose, in cases where an opposer is not himself 
using the words which are sought to be registered by another it has been 
held that he nevertheless may have a right to oppose the registration on 
the ground that the words are descriptive, under certain circumstances, 
and this would also presumably include the ground that the words are 
misdescriptive or deceptive. There need not be any actual damage to the 
opposer by reason of the use of the words by the applicant but the damage 
to the opposer in such cases may be based upon the fact that his freedom 
to use those words in the future would be curtailed by the registration. 
This ground, as a basis for standing to oppose, is sought to be raised by 
paragraph 13 of the notice of opposition, which reads as follows: 


“13. Opposer would be damaged by the registration sought by 
the applicant, among other things, for the reason that the registration 
would interfere with opposer’s free right to use of the words ‘glass 
wax’ and/or ‘wax’ individually and/or in combination with each other 
in competition with applicant in connection with goods of which those 
terms are truly descriptive or generic.” 


This paragraph is quite broadly worded, unduly so, as it even states that 
the registration would interfere with opposer’s free right to use the words 
“glass” and “wax” individually, which approaches absurdity. 

The essence of such an allegation of damage is that the opposer might 
wish to use the words some time in the future in some connection which 
might be inconsistent with the registration. In the notice of opposition filed 
in 1948 opposer made the allegations of essentially the same nature as those 
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of paragraphs 13, 16 and 17 of the present notice of opposition quoted 
above. The standing to oppose was sustained by the Office (90 USPQ 375-6) 
on the authority of Burmel Handkerchief Corp. v. Cluett, Peabody & Co., 
Inc., 53 USPQ 369, 127 F.2d 318 (32 TMR 308); Ever-Dry Corporation 
v. Consolidated Cosmetics, 82 USPQ 158 (39 TMR 749), and Botany 
Worsted Mills v. Lanolin Plus, Inc., 76 USPQ 618 (38 TMR 489). Never- 
theless it cannot be considered that the situation when the present notice 
of opposition was filed is the same as in 1948. The allegations of damage 
by reason of the use by applicant are of no effect and opposer’s standing 
now rests solely on the broadly stated speculative ground indicated above. 
It must be considered that there has been wide, notorious and continuous 
use of Glass Wax for a substantial period of time and that the notice of 
opposition does not indicate that opposer has made use of this phrase or 
of any other phrase which might be considered confusingly similar to it. 
[ do not believe that the wholly speculative possibility should be considered 
sufficient, and that opposer should not be entitled to oppose, until such 
time as its claim to a standing to oppose can rest on positive action rather 
than on future possibilities. Compare, for example, the allegations made by 
the opposer in United Shoe Machinery Corp. v. Compo Shoe Machinery 
Corp., 12 USPQ 246 (22 TMR 160), 56 F.2d 292. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is accordingly affirmed. 








Part Ill 





IN RE JOSEPH & FEISS COMPANY 
(Tm. Bd. 7/9/59) 122 USPQ 159 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Application to register CITATION WORSTED for men’s suits and coats 
refused. Mark refers to a fabric and merely identifies the fabric from 
which the garments are made. 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


CITATION WORSTED for men’s suits and coats is likely to be confused 
with CITATION FABRICS for silk and cotton fabrics. 


STEDMAN MANUFACTURING COMPANY vy. TAILOR TEE INC. 
(Tm. Bd. 7/9/59) 122 USPQ 160 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 


TAILOR-TEE (Applicant ) T-shirts and other articles of 
sportswear for women 


TAILORED T (Opposer ) T-shirts for men and boys 


Opposition sustained. While goods are not competitive, they are to 
some extent sold in the same store and frequently purchased by the same 


persons. 





IN RE THE DOW CHEMICAL COMPANY 
(Tm. Bd. 7/9/59) 122 USPQ 161 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
DURAFILM (Applicant) Packaging materials 
DUROFOIL (Opposer ) Wrapping materials 


Registration refused. Since terminal portions of marks pUROFOoIL and 
DURAFILM are merely descriptive and since initial portions of marks are 
substantially identical, purchasers would likely suppose the goods were 
companion products of a single producer. 
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NUTRILITE PRODUCTS, INC. v. KEY PRODUCTS COMPANY 
(Tm. Bd. 7/9/59) 122 USPQ 162 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
KEY VITALITE (Applicant) Dietary food supplement con- 
taining vitamins and minerals 
erals 
NUTRILITE (Opposer ) Vitamin and mineral food sup- 
plements 


Opposition dismissed. Marks differ substantially in sound, meaning 
and appearance. The word KEY was not used by opposer, but by opposer’s 
exclusive distributor in a pamphlet for recruiting salesmen entitled “Here 
is your Key to Happiness and Security.” 





IN RE MERCK & CO., INC. 
(Tm. Bd. 7/15/59) 122 USPQ 214 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 

FRUIT-FRESH for an ascorbic acid preparation for use in preserving 
color and flavor, but which does not inhibit decay, is not merely descriptive 
of applicant’s product. 





FORMULABS, INC. v. GLENN-KILLIAN COLOR COMPANY 
(Tm. Bd. 7/15/59) 122 USPQ 215 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
FORMULATOR (Applicant ) Printing inks 
FORMULABS (Opposer ) Inks 


Opposition dismissed. There is no likelihood of confusion in trade in 
view of the differences in the goods, the classes of purchasers, and the dif- 
ferences in the marks when viewed in their entireties. 
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MINNESOTA MINING AND MANUFACTURING COMPANY v. MICHIGAN 
MAGNETICS, INC. 


(Tm. Bd. 7/15/59) 122 USPQ 216 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
MM within two concen- (Applicant) Magnetic transducers 
trie circles 


3M, 3M COMPANY, THREE (Opposer) Tapes, abrasives, adhesives, mag- 
M or TRI-M netic recorders, ete. 
Opposition sustained. Resemblances between MM and 3m are such 
that purchasers are likely to believe that Mm magnetic recording heads 
emanate from, are sponsored by, or are in some way connected with 
opposer. 





THE B. F. GOODRICH COMPANY v. GOODRIDE TIRE COMPANY 
(Tm. Bd. 7/15/59) 122 USPQ 218 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
GOODRIDE (Applicant ) Machinery for manufacturing, 
repairing, and recapping 
pheumatic tires 


GOODRICH (Opposer) Rubber tires and rubber prod- 
ucts 


Opposition sustained. By reason of opposer’s long and extensive use 
of GOODRICH, this term has become well-known as identifying opposer and 
its products. Purchasers would be likely to assume that applicant’s prod- 
ucts were sponsored by, or were, in some way associated with opposer. 





IN RE W. E. KAUTENBERG CO., doing business as THRIFTEE MOP 
(Tm. Bd. 7/15/59) 122 USPQ 220 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
THRIFTEE (Applicant) Sponge mops and sponge mop 
refills 
THRIFT (Registration ) Mops 


Registration of THRIFTEE refused. THRIFTEE so resembles THRIFT, as 
to be likely, when applied to mops, to cause confusion, mistake or to deceive 
purchasers. 
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IN RE McILHENNY COMPANY 
(Tm. Bd. 2/5/59) 120 USPQ 284 


2.21—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 


2.26—REGISTRABILITY—SECONDARY MEANING MARKS 

Applicant sought registration of a bottle of pepper sauce, but a bottle 
of the product cannot be a trademark for the product. Registrability is a 
legal conclusion to be drawn from the facts of each case, and whether the 
conformation of applicant’s bottle is distinctive of applicant’s pepper sauce. 

Evidence of secondary meaning showed that purchasers recognized 
the bottle with the diamond shaped label, and fails to show that the con- 
figuration of the bottle apart from the label and trademark TaBasco dis- 
tinguishes applicant’s goods and therefore the refusal to register is affirmed. 


IN RE CONTINENTAL OIL COMPANY 
(Tm. Bd. 2/5/59) 120 USPQ 286 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
TUNES-IT (Applicant ) Cylinder lubricant 
TUNE-UP Oil for internal combustion en- 
gines 


Registration refused. Marks are confusingly similar. 


TEXAS PHARMACAL COMPANY v. ALOE CREME LABORATORIES, INC. 
(Com'r 7/10/59) 122 USPQ 150 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
ALO-CREME (Registrant ) Ointment for sunburn, burns 
and skin injuries 
ALLERCREME (Petitioner ) Line of cosmetic preparations 
ALO-CREME AFTER TAN’ (Applicant) Lotion for skin-grooming 
SAF-TAN (Opposer) Suntan cream 


Opposition sustained. Petition to cancel granted. The marks when 
applied to the goods are likely to cause confusion. 








: 
: 
: 
: 
: 
y 
3 
H 
: 
; 
: 
| 





: 





SOAR AIR atc 


Ae eli mi I ES NE A Ot ANE NO Ch NN) LL i I SN i ota 


Vol. 49 T. M. R. SUMMARIZED CASE REPORTS 1139 


DEMPSTER BROTHERS, INC. v. EAST CHICAGO MACHINE TOOL CORP. 
(Com'r 7/13/59) 122 USPQ 209 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
BALEMASTER (Applicant ) Industrial balers 
DEMPSTER-BALESTER (QOpposer) Presses for baling scrap metal 


Opposition dismissed. BALEMASTER neither looks nor sounds like DEMP- 
STER-BALESTER, nor does it simulate the same or a similar association. 


2.30—REGISTRABILITY—SUGGESTIVE MARKS 
BALEMASTER and BALESTER are highly suggestive when applied to balers. 





IND-X CORPORATION v. TRIPLETT & BARTON, INC. 
(Com'r 7/13/59) 122 USPQ 210 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
TRI-IND-X (Applicant) X-ray apparatus 
IND-X (Opposer ) Service of leasing X-ray appa- 


ratus to others to be used in 
the inspection of metal struc- 
tures 


Opposition sustained. The marks when applied to the goods are likely 
to cause confusion, mistake or deception. 





CAMBRIDGE RUBBER COMPANY v. CLUETT, PEABODY & CO., INC. 
(Com'r 7/15/59) 122 USPQ 211 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
WINTER CARNIVAL (Applicant) Men’s and boys’ underwear 
WINTER CARNIVAL (Opposer ) Boots for men, women and chil- 
dren 


Opposition dismissed. Purchasers of boots would not likely attribute 
applicant’s novelty underwear to the same origin even though the marks 
are the same. 


2.16—REGISTRABILITY—GRADE MARKS 


Even if mark is used as a grade mark it does not necessarily follow 
that it is not a trademark. 
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